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For : Use of Mixed Duplex Oligonucleotides to Effect Localized Genetic 
Changes in Plants 



Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Arlington, VA 22313-1450 

PETITION UNDER 37 CFR § 1 . 1 82 
Applicants have been requested to make a showing under 37 CFR §4 1.202(a)(4) 
that they are likely to prevail on priority for purposes of an interference being contemplated 
between the '298 Application and U.S. Patent No. 6,528,700 Bl. Applicants believe that by the 
mere fact that their earliest provisional filing date of August 5, 1997 is more than three months 
earlier than the earliest possible priority date of the '700 Patent (which would be November 19, 
1997), Applicants have made a sufficient showing that they are likely to prevail on priority, and 
should be designated as Senior Party in any interference between themselves and the Patentees of 
the '700 Patent. However, in an abundance of caution, and in case for some reason they are not 
accorded the benefit of their August 5, 1997 provisional filing date, Applicants have compiled 
Declarations and supporting exhibits which have been marked as Appendix A in their response 
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to the Official Communication of May 12, 2005 wherein Applicants were requested to make the 
required prima facie showing. The Appendix provides a sequence of events and dates which, if 
not necessary for their prima facie showing that they are likely to prevail on priority, would 
unfairly prejudice Applicants in the ensuing interference by forming a part of the record which 
the Junior Party '700 Patentees would have access to before any discovery phase of the ensuing 
interference had begun. Accordingly, if Applicants are to be accorded Senior Party status by 
being given the benefit of their August 5,1997 provisional filing date, Applicants hereby petition 
for the retum of Appendix A, such that it does not form a part of the official file history of the 
'298 Application. If this Petition is considered and granted, the appropriate fee as required by 37 
CFR 1.17(f) is authorized to be deducted from Deposit Account No. 19-0065. The 
Commissioner is hereby authorized to charge any fees under 37 CFR § §1.1 6 or 1.17 as required 
by this paper to Deposit Account No. 1 9-0065. 

Applicant invites the Examiner to call the undersigned if clarification is needed on any of 
the documents filed herewith, or if the Examiner believes a telephonic interview would expedite 
the prosecution of the subject application to completion. 
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Charles Amtzen 
7686 E. Wilderness Trail 
Superstition Mountain, AZ 85218-1806 
Phone : 480-288-1402 
Fax : 480-288-1406 
Email: charles.amtzen@a8U.edu 

Dr. Charles Arntzen Declaration 

1. Dr. Charles Amizcn, declare as follows: 

1 I am a cc-mventor of U.S. patent application serial number 09/1 29.298 filed on 5 
August 1998 which claims the benefit of U.S. provisional patent application senal 
number 60/054,836 filed on 5 August 1997, hereinafter referred to as the "present 
application." 

2. In 19961was the PresidentofTheBoyce Thompson Institute (BTI) at Cornell 
University. Ithaca, NY. 

3. I assigned my rights to the above-identified patent application to Kimeragen, Inc. 

4 Recently. I have been contacted by Dr. Keith Walker, CEO and Dr. Peter Beetham. 
Vice President of Research and DeveJopment. of Cibus LLC which is now responsible 
for the prosecution of the above-ideniified patent application. Drs. Walker and Beetham 
have summarized recent act prosecution activities including P^^l'''''^ , 
declaration of interference between the presem application and US. Patent 6,528,70U. i 
am familiar with the subject matter of the above-identified patent application. 

5 In July 1996 at a meeting in Bar Harbor, ME, 1 met with a member of Kimeragen's 
Board of Directors and we discussed the chimeraplasty technology of Kimeragen and its 
possible application to plants. Within two weeks of that meeting I met with Dr. Gerry 
Messerschmidt and Dr. Ramesh Kumar of Kimeragen and we had more m depth 
discussions of the chimei^lasty technology. It was at this meeting where I suggested 
that single nucleotide mutations to the ALS gene, also known as the AHAS gene, wU 
render the plant cell/plant resistant to sulfonylurea and/or imidazoltnone herbicides. 1 
also suggested chloroplast genome mutations that would result in resistance to triazine 
herbicides among other things. At tiiis meeting we also discussed the possibility of doing 
a joint research collaboration between BTI and Kimeragen where the Kimeragen 
chimeraplasty technology would be studied in plants. 

6 Over the next month or so BTI and Kimeragen exchanged drafts of a Research 
Collaboration Agreement. In October 1996 a research collaboration agrwment was 
reached between Kimeragen and BTI. (001306 - 001309, 001318 and 001320 - 001326). 
Under tiiis agreement, Kimeragen's primary responsibility was in the making of chimeras 
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fchimeric oligonucleotides) used to make mutations in the genome of a plant cell. BTT's 
Sry ?«p^^^^^^^^^^ W3S to deliver the chimeras into plant ceils by preaptuung the 
himSS micropanicles used in the gene gun delivery sy^em 
in a target gene within the genome of the plant cell. In some cases this 'nvdved 
regenerating a mutated plant. BTI immediately commenced work m October 1996 on 
m S pl-t gene, wi'th mixed duplex oligonucleotides even though K.jner^^^^ 
not send execu«on copies of the Research collaboration Agreement to BTI until 5 
SimbeTS (SeeV343 . 001352) Dr. Greg May of BTI was the pnnopaJ 
S^or and wa. also responsible for the administration of the research collaborat.on. 
Dr May and graduate student Peter Kipp conducted much of the research m the 
Kimeragen program to successfully apply the technology to tobacco cells. 

Dr, Charles Arntzen 

7686 E. Wilderness Trail 

Superstition Mountain, AZ 85218-7616 

Date: November 1 1, 2005 
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PatridA AvissAf Declaration 



I, Patricia Avissar, declare as follows: 

1 . In October 1996 1 cotnmenced employment at Kitueragen, Inc. located in Newtown, PA as 
Research Associate. 

2. I am aware of Kimeragen^s U.S. patent application serial number 09/129^98 filed on 5 
August 1998 which claims the benefit of U.S. provisional patent applicatioti serial number 
60/054,836 filed on 5 Augusrt 1 997, hereinafter refwred to as the **presettt application.'* 

3. Recently, I have been contacted by Dr. Keith Walker, CEO and Dr. Peter Beefham, Vice 
President of Research and Development, of Cibus LLC, which is now responsible for fte 
prosecution of the above-identified patmt £?)plication. Drs. Walker and Beetham have 
summarized recent prosecution activi ties including the possibility of a declaration of interference 
with US. Patent 6»528,7O0. I am familiar with the subject matter of the above identified patent 
applicoticTn. 

4. I reported to Dr. Ramesh Kumar, VP of Research and Development at Kimcragen, Dr. 
Kumar and I worked closely together during our employment at Kimeragen and in October 1 996 
Dr. Kumar and I had various conversations regarding Dr* Kumar' s idea to use mixed duplex 
oligonucleotides to make mutations in tiie genome of a plant cell (chimer^lasty technology). 
These conversations included Dr. Kumar's idea for the use of the gene gun or biolistics to deliver 
die mixed duplex oligotrudeotides into a plant cell in order to make tiie desired mutation. Those 
conversations also included discussions of mutating the ALS gene (also known as the AHAS 
gene) in order to develop herbicide resistant crops. 
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5. Whm I started employment at Kimexaigen I was the first laboratory scientist hired and one of 
my main responsibilities was to oversee the start of the laboratory which had just been occupied 
by the company* These responsibilities included everything from setting vp the laboratory 
facilities, ordering labotatoty ecppment and stocking the lab with misceHaneous sillies. I also 
was responsible for starting scientific projects and preparing work assignments for additional 
scientists to join Kimeragen. The next scientist hired by Kinieragen after me was Naonii 
Thomson. 

6. My responsibilities in October 1996 and 1997 also involved my interaction with the team of 
scientists at BTI worfdng on the Kimeragen collaboration. I would facilitate the ordering of 
oligonucleotides from Kimeragen' s suppliers (anJ other collaborators) and forward them to BTI. 
I also conducted some sequencing experiments for BTI to confirm a mutation in the ALS gene as 
described in the following paragraph. 

7. On 6 February 1 997 1 received PCR sanjples &om Peter Kipp of BTI for sub-clonuig and 
sequencing to confirm the mutations made in an ALS gene to make a mutaat protein that 
conferred herbicide resistance to cells expressing the nnitant protein- The fiiU cloning and 
sequencing experiments and additional confirmation of sequence changes are reported on pages 
144-1 65 of my Kimeragen laboratory notebook (See 002S36-002S57), The sequence aligomcots 
appear on pages 158-159 (See 002550 - 002552). These experiments confirm the mutation 
made to the ALS gene at the proline 196 position which resulted in a gene product that made the 
plant cell resistant to dse sulfonylurea herbicide GLEAN, 

8* At all times during my employment at Kimeragen the company and especially Dr. Kumar 
were diligent in pursuing the chim^plasty technology in both the development and out- 
licensing of that technology. 

Patrida Avissar 
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CibusCO^fEIDENTIAL DECLARATION 

Peter Kipp Declaration 

I, Dn Peter Kipp, declare as follows: 

1. I am a co-inventor of U^, patent application serial number 09/129*298 filed on 5 August 
1998 which claims the benefit of U.S. provisional patent application serial number 60/054,836 
filed on 5 August 1997, hereinafter referred to as the **pfesent application." 

2. In 1996 1 was a graduate student at Cornell University, lUtaca, NY in The Boyce Thompson 
Institute (BTl). 

3. I assigned my rights to the above identified patent application to Kimeragen, Inc. 

4. Recently, I have been contacted by Dr. Keith Walker, CEO and Dr. Peter Beetham, Vice 
PtGfiident of Research and Development, of Cibus LLC which is now responsible for the 
prosecution of the above-identified patent appiicadon. Drs. Walker and Bcctham have 
suxninarized recent act prosecution acdviti&s including the possibility of a declaration of 
incerfcrence between dte present application and US, Patent 6,528,700. I am familiar with the 
subject matter of the above identified patent ^plication* 

5. In October 1996 1 accqpted an assignment fiom co-inventor Dr. Charlie Amtzen^ President of 
BTl to work under a Research Agreeinent BTI had with Kimeragcn as part of my graduate 
studies. My work under this Research Agreement involved using mixed Av^Ick oligoiiucleorides 
to make mutadons in the genome of a plant cell herein after referred to as "chimeraplasty 
technology.'* Li particular* 1 developed methodologies for delivering the oligonucleoddes into 
plant cells with the gene gun or biolistics tiansfonnation and developed protocols for 
precipitadng the oligcwiucleotides onto microparticlcs which were usually gold or tungsten. I 
also performed experiments to demonstrate that plant sequences could be mutated using 



17:39 



LEXICIW GENETICS 



2818638115 P. 



chlmerapla^ty technology and to dcterniitxe the mechanism of action of tihe oligonucleotides in 
making the mutations in the plant genome. 

6. My first experiments started on 22 October 1996 involved using a non«specific fluoresccntly 
tagged chimeric oligonacleotide to detennine the precipitation charaotexjstics of small molecular 
weight chimedc oligonucleotides on gold particles used in biolistics transfonnation and to 
detennine the efficiency of biolistics introductions as well as cellular uptake using tobacco 
protoplasts. The gold precipitation using a standard protocol for the pieparation of biolislic 
micropardcle$ was unsuccessful. The cellular uptake protocols using an NT-1 (Nicatiana 
tabacum NT) cell culture weie successful. (See 002188-002194) 

7. On 7 November 1996 the first four chimeric oligonucleotides all designed to target the 
acetolactate synthase (ALS - also known as the acetohydroxyadd synthase or AHAS) gene were 
ordered by Dr. Ramesh Kumar of JKimoragra firom Perkin Elmer, The cWm^ic oligonucleotides 
were denoted by ALS^l C6BMER), ALS-2 (68MER), AL-IDNA and ALS-3. (See 002613) The 
first two (ALS-2, ALS-JLDNA) ware received at Kimeragen on 9 Decraiebr 1996. ALS-1 was 
received on the 10 December 1996 and ALS-3 was received on the 11 December 1996. (Sec 
002610). 

8. On 21 November 1996 1 rqwrt the sequences of the polymerase chain reaction (PCR) primers 
designed to amplify the tobacco Acetojactate Syn&a&e (ALS) gene. Tliese were designed using 
sequence infoimation from the Bedbrook publication in Embo Journal (7:1246) and they covered 
sequence from both the class I and n ALS genes as described in that paper. (See 002214 - 
002215) The ALS PCR cloning was continued on 6 December 1996. (See 002222 ^ 002223). 

9. On 22 November 196 1 conductad a precipitation test with the fliuoresoenily tagged oligos and 
both tungsten and gold microparticles, The test was unsuccessful (See 002215 - 002216). 

10. On 5 December 1996 1 continued microparticle precipitation e^cperiments using tungsten and 
iRNA (See 002219- 002222). 
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1 L The first biolistics were performed on 9 December 1996 with the following samples: flowers 
(not suie where from), onion and NT4 tobacco cells (See 002224). I repotted this experiment u 
unsuccessful (See 002^5). 

12. On 10 December 1996 1 set up a matrix of precipitation conditions to te^st oUsonucleotlde 
precipitation onto gold microprojcctilc particles* (See 902226 - 002229), These were reported to 
Kimeragen scientists (Dr» Ramesh Kumar et al) on December 12*** with at least one being 
successful. 

13. On 13 December 1996 1 sequenced the ALS gene in tobacco fiom earlier clonings (See 
002230 - 002232). This confirmed the two classes of ALS SutA and SutB alleles and the 
sequence around the target $itc - Proline 196. 1 also Initiated experiments to test the 
sclectahrlity of NT-1 tobacco cells on medium containing various levels of herbicide. The 
herbicide added was a sulfonylurea known as ^tllean". The Idll curves are described on (See 
002233 - 002234). 

14. I then began the first introductions of targeting oligoa (NB also known as RNA/DNA 
chimeric oUgonucleotidcs, Oiimeraplaats and OetJoplasts), It is important to note tf)at targeting 
oligonucieotidefi all based on the RNA/DNA design, are also known as "chimeras'S 
"chimeraplaats" and "genoplasts*'. I prepared tobacco cells on 17 December 1996 and the 

bi olistic precipitations were begun the next day. (See 002237 - 002238). The bombarded cells 
wftce aJlowed to recover in NT-1 medium. This experiment was performed using oligos, not 
identified by the coJlaborators at Kimfiragen, it was a **blinrf' experiment I had a vacation breaJk 
from 19 December to 29 December 1996. In my absence co-inventor Dr. Grcg May plated the 
bombarded cells on selection medhim (containing 30 ppb Glean herbicide) on 20 December 
1996. Upon my return from vacation on 30 December 1996 1 report some growth on selection 
medium from various treatments. (See 002238, 002239). 
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15. I documented the calli growth 7 January 1997 (Sec 002244). Some of the calU were 
transfen^ to help elimixifite escapes fSwOQ224S) . Next« I tranafexred the calli on 14 January 
1997 (See 0022S5) where the calli were re-culmred on medium concauiing 50 ppb Gleanu Some 
of the earlier calli on 30 ppb Glean were noted (January 15*) to be growing well, healthy and to 
"look different" (See 002257)- 

16. On 16 and 17 January 1997 1 feported summaries of planned projects that I discussed with 
Dr. Greg May which included DNA/protein strand transfer assays, fluorescent labeling of 
chimem using rhodamine and the progress for making a green fluorescent protein construct with 
a deletion or 5top mutation. The delivery experiments discussed utilized NT-1 protoplasts. (See 
002258-002269) 

17. The first genomic DNA samples extracted from two samples of sulfonylurea tolcitrat calli 
were pcifonned on 20 January 1997 (Seee 002270-002271) » ITiese samples were taken and 
labeled as ALS 2-3 and ALS 1-1. I observed that these two samples were tegenerating on plates 
containing medium with 30 ppb Glean. (Note - NT-1 is known to be a non-re^exable cell line 
- 30 regeneradon here would refer to calli growth). 

18. On 20 January 1997 genomic DNA was used in a PGR reaction to generate amplified DNA 
primed from the tobacco ALS genes (See 002272 and 002273), The ALS 1-1 sample amplified 
well and the band formed on an agarose gel was removed and stored at 4^C The ALS 2-3 
sample had minimal amplification and was ^^re-smplified" (See 002274). Both samples were gel 
purified and quantified fot direct PGR fragment sequencing (NB - controls were included) (See 
002276 -4)02277), Hie sequencing reactions and subsequent gel were reported on 22 January 
1997 (pages 002277 - 002281), Tliis was the first molecular characterization where there is an 
indication that the sequence at proline 196 has been modified atilizing a mixed duplex 
oligonucleotide, The sequence gel had an ambiguity at bofli cytosines in the CCA probne codon- 
This roalysis is outlined on (See 002281). 
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1 9- On 23 January 1997 1 had a conversation with Naomi Thoxnson (Klmoragen employee) 
where we cflscussed the ambiguity (this refers to the fact the gel is not clearly interpreted at a 
particular nucleotide or nucleotides) of the sequence at proline 196 and she suggested to le-run 
the acqucncing reactions in the opposite direction. (See 0022S2) The next sequencing reactions 
were also performed on 23 January 1997 (S«e 002283). Unfortunately this sequence run was not 
as clear (See 002285). I then decided to have the ALS PCR products sequenced by Kiineragen. 
(See 002286) 

20. On 24 January 1997 1 recorded the sequences of the "chimeras" provided by Kimeragen for 
the blind experiments. At this stage the ALS-2 targeting the proline to leucine at position 196 
seems to have produced the robustly growing calli denoted as ALS 2-3 now growing on 50 ppb. 
(See 0022S7) The additional caUi needed to be further clarified widi clear sequence so I worked 
on improving my PGR to ensure both tobacco ALS alleles weie represented in the PCR 
amplified DNAs. (See 002291 - 002294). 

21 . I sent the improved PCR products to Kimeragen O^aorai Thomson) on 28 January 1997, 
(See 002295). Iconfitmedttiesequenceson31 January 1997. (page 002300). The altensd bases 
were confirmed to have changes at proline 196 codon for all samples (l«l, 1*2, and 2-3) sent to 
Kimeragen. The nucleotide alteration identified was shifted one nucleotide in the 5 prime 
direction, 

22. I performed additional ?CRb to confirm the 5 prime shift on 4 February 1997. (page 002306 
and 002307) and again sent the PCR samples to Kimeragen for sequencing. The additional 
confirmation of changes was reported 5 Fcbmary 1997. (Sec 002310). The final samples sent to 
Kimeragen for cloning and sequencing were noted on 5 February 1997. (See 002311). 

23. The cloning described above confirmed die proline codon at posidon 196 in the ALS gene 
had been changed from CCA to either a TC A or an AC A codon that would change the proline to 
a serine or a threonine tespcctivaly. This was repotted in the alignments on 1 8 February 1997 by 
Patricia Avissar of Kimerag^. (See 002552 - 002555). The combinadon of ALS sequencing by 
PCR and cloning had corroborated the genetic change in the chimer^lasty treated tobacco 

5 
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samples at proline position 196. These tobacco samples also continued to grow on herbicide 
containing medium at BTL 

24. Jn Febniary 1997 1 contimied with experiments introducing chimeraplaite into tobacco cells, 
tobacco leaves and calli (the leaves and caJli were all the tobacco line know as "Sampson"). (See 
002320 - 002321). These experimencs were designed to discover different methods of 
chimeraplast introduction and regeneration of tobacco plantlets horn these regenerable tissues. 

25. I also worked on some Oreen Flourescent Protein (G3FP) mutant strategies. The first 
descriptions of the mutant PGR primers used for this strategy were noted on 17 December 1996 
after a discussion with Dr. Ramesh Kumar. (See 002236) The GPP work and tobacco ALS 
targeting continued after the fim )neductiqn of practice concurreintJy at BTI. The two mutants of 
GEP generated were a "stop'' mutant (what; a sequence was modified \iaing plasmid site-apcdfic 
mutagenesis to incorporate a stop codon in die OFP gene) and a "deletion" mutant wheie a 
frameshlft mutation was incorporated at the same codon (codon 6 of the GFP coding sequence. 
Hie first mutants and sequence confirmation were reported on 13 February 1997. (See 002327 - 
002328). 

26. On 14 February 1997 1 also reported additional resistant calli forming from the original 
tobacco experiment ftom 18 December 1996. I noted diat these resistant calli formed much later 
than expected and noted that nxaybe the Ole^n herbicide had brokw down, (See 002330). I 
continued to analyze surviving calli by PGR. These saffqples plus the original confirmed ALS 
"conversions" (name coined for successful chimcraplasty) were sent to Kimeragen on 4 March 
1997. (See 002353). 
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27. The above described woilc was contiTiued throughout 1997 and 1998 in collaboration with 
Drs. Orcg May and Peter Beetham of BTI confmning the ALS conversions in NT-l cells and 
QFP conversions in NT-1 cells. 



Peter 



Kipp 

Date: ////y^^ 
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Ra^csh Ku mar Pedaration 

I, Dr. Ramesh Kumar, declare as follows: 

1 . I am a co-inventor of U.S. patent application serial number 09/129^198 filed on 5 August 
1998 which claims (he benefit of US. provisional pateint application aerial mnnber 60/054,836 
filed on 5 August 1997, hereinafter referred to as the "present appiicatioa*' 

2. In the Spring of 1 996 1 commenced en^loyment at Kimcragen, Inc. located in Newtown, PA 
as Vice President of Research and Development. 

3. I assigned my rights to the above identified patent applicatim to Kimer^gen> jbic. 

4. Recently, I have been contacted by Dr. Keith WaBcer, CHO and Dr. PetCT Beetham, Vice 
President of Research and Development^ of Cibus LLC which is now r^onsiblc for the 
prosecution of fte above-identified patent applicadon. Drs. Walker and Beelham have 
summarized recent act fnt>secutton activities including the possibility of a declaration of 
interference between the present application and US, Patent 6.528,700- I am iamiliar with the 
subject matter of the above identified patent application. 

5. Jn Msy 1996 1 conceived the ictea of using mixed duplex oligonucleotides to make nsitations 
in the genome of a plant cell herein after referred to as "chimeraplasty tedbtnology " My ideas 
included the use of the gene gun or biolistics as a means for delivering the mixed di^lex 
oligonucleotides into plant cells and mutattc^g plant genes to makre a plant cell and plants 
r^enerated thereAom herbidde resistant These ideas are further described and embodied in tte 
present application. 
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execution copies of die Research collaboration Agreement were not sent to BH until 5 
December 1996. (See 001343 - 001352) I worked closely with I>r. Gr^ May and Dr. Atntzcn 
regarding the research the BTT team was doing for Kimeragen . 

11 . In February 1997* Naomi Thomson and Patricia Avissar, who both worked under fflty 
supervision at Kimeragen, confirmed mutatkms made in the ALS gene of tobacco cells. The 
mutated cells were made by BTI investigators woiidng on the Ktmeragen research agreement. 
The full ctonrag and sequencing oq}eriments and additional confirmation of sequence changes 
are reported on pages 144-165 of nay Kimeragen laboratory notebook (See 002536-0025S7). 
The sequence alignments appear on pages 1 58-159 (See 002550 - 002552). These experitnents 
confirm the mutation made to the ALS gene at the proline 1 96 position which resulted in a gene 
product that made the plant oeD resistant to the sulfonylurea hertncide GLEAN. 

11, When I was hired by Kimeragen in the Spring of 1996, Kj^^ 
company that bad no office or laboratory building. Soon after my cmplojmient began at 
Kimeragen I worked 'mth Lisa Malseed who was a cotisuhant to Kimer^en. Lisa's worked 
continuously from Spring IS>96 in identifying builcfing space for Kimeragen's office and 
laboratory at 300 Pheasant Run» Newtown^ PA. Afe. Malseed negotiated a lease for thai space 
for Kimeragen^s ofRce and laboratory and alos negotiated with contractors to build out that 
qpace. In September/October 1996 Kimeragen moved into the oflSces and labs ai 300 Pheasant 
Run, Newtown, PA. 
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Lisa Malseed PedaratioTi 

I, Lisa Gail Malseed, declare as follows: 

1. On or about 1 July 1997 1 commenced employment at Kiroeragen, Inc. located in Newtown, 
PA as Senior Attorney. Prior to becoraing a fWI-time employee I served as a consultant to 
Kimerageo Ixom March 1 996 to June 1 997. 

2. I am aware of Kimeragen's U.S. patent application serial number 09/129,298 filed on 5 
August 1998 which claims the benefit of U.S. provisional patent application, serial number 
60/054,836 filed on 5 August 1997, hereinafter referred to as the "^present application." 

3. Recently, I have been contacted by Dr. Kcitili Walker, CEO and Dr. Peter Beetham, Vice 
President of Research and Development, of Cibus LLC, which is now responsible for the 
prosecution of the above-identified patent jqjplication. Drs, Walker and Beefham have 
summarized rt5cent prosecution activities including the possibility of a declaration of interference 
with US- Patent 6,528,700. 

4. Dr. Ramesh Kumar, VP of Research and Development at Kimeragen, Dr. Gerry 
Messerschmidt, President of Kimeragen, and I worked closely together during my employment 
at Kimeragen and during the time I served as a consultant I reported to Jennifer Kmiec, Vice 
President of Administration. 

5. Soon after I became a consultant to Kimeragen in March of 1996 1 worked in obtaining a lease 
for an office and laboratory building for Kimeragen. I worked continuously th.Tough the summer 
of 1996 on this project and Kimeragen moved into its office and laboratory building at 300 
Pheasant Run, Newtown, PA, in September/October 1996. Prior to the Sqptembcr/October 1996 
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opening Of Kimeragen's office a.d labo«.ory the Kimeragen ex^^^^^^^ 
Kumar or at locations in Princeton. 
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Cft^OTENTIAI. WiCtARATION 

Dr. Gregory D. Mxf Dcdaratioii 
1, Dr. Gregory May, declare as follows: 

1. Iama«)-mv«>toi«fU.S.pate8tappiKa ^^^a serial nunAer 60/054.836 

1998 which ctos 1*^ of U.S. provisional patent ^o^^r. senal ^ 



filed on S August 



1997, hoetoafter lefcrred to as the "present appUcatioiL 



^, B.I9961wssanAs.i««>tR..ea«^Scicnt.t«UeBoyceT^n^so.I^ 
Cornell UniveCBity, lUjacft, NY. 

3. lassigt^dmyrigl^tothcaboveideatifiedpat^tappU^ 

t ^ ^fri^iisTiCwhidiia now responsible for the prosecMiJoa 01 

^ . OTT w wifli Kimetagen. My work tader this Kesearcn 

iiTt to njanage a Research Agreement BTI MO w«nruin«*6 / ^^^«f- 
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Cibus CONFIDBNTIAL DECLARATION 

6 Ti^ewoxkBTldidmderthecoUabor^anwithKtoerageacomme^ 

(AP.2M) tfndci a Material Transfer Agreement (See 001143 - 001149) 

7. on20Deccmbal996lplai^tobaccocaUus«^^^ 
Gleanh«rbid(ie)forPeterKippwhowaaonvacation. (002238) 



Dr.GregoiyMay 

Date; /Jox-^ ^ 




eiO-527-4857 

^ Nov 11 OS 02:2Sp 



Cibus CONFIDENTIAL 

Genrv Mcsscrscbmidt Peclaration 

I, Dr» Gerald Messerschmidt declare as follows: 

1 . On or about 1 February 1 996 1 commenced employment at KimCTagen, Inc. as CEO and 
President. 

2. Recently, 1 have been contacted by Dr. Keith Walker, CEO and Dr. Peter Beetham. Vice 
President of Research and Development, of Cibus LLC, which is now responsible for the 
prosecution of the above-identified patent application. Drs. Walker and Beetham have 
sununarized recent prosecution activi ties including the possibility of a declaraiion of interference 
with US. Patent 6,528,700. I am familiar with the subject matter of the above identified patent 
application. 

3- Ajter I started work at Kimeragcn ttie con^>any conducted a job search for the position of 
Vice President Research and Development TTiat job search ended up with the hiring of Dr. 
Ramesh Kumar as VP R&D in the Spring of 1 996. 

4. Also, soon after starting employment at Kimeragen a top priority of mine was to locate and 
lease office and laboratory space for the company, I worked closely mih Lisa Maiseed in 
locating olRice space in Newtown, PA and negotiating terms of tbe lease agreement Kimeragen 
moved into the leased space in September/October 1996. 

5, Dr. Kumar and I woriced closely together and in May 1996 Dr. Kumar and I had various 
conversations regarding Dr. Kumar's idea to use mixed duplex oligonucleotides to make 
mutations in the genome of a plant cell (chimeraplasty). These cooversaiions included ftc use of 
the gene gun or biolistics to deliver the mixed duplex oligonucleotides into a plant cell and the 
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modifjcations of endogenous plant genes to render the plant lesistatrt to a herbicide. One such 
gene identified to be mutated to render a plant herbicide-resistant was the ALS gene which is 
also known as the AHAS gene. 

6, Soon after Kumar started employment at Kimcragcn one of his responsibilities was to 
develop chin^eraplasty technology in plants and to out4iceni5C that technology to the agricultural 
industry. 

7. On 3 1 May 1 996 Dr. Kumar, Carroll "Bo^' Allen, VP Business Devdopment at Kimer^en, 
and I met with representatives of Pioneer Hi-Bred International in Johnston/Des Moines, lA to 
discuss the possibility of licensing Kimeragen's chimeraplsty technology to Pioneer for use in 
plante. Pioneer wanted to evaluate Kimeragen's technology in plants. (See 000002 - 000003) 
Present at that meeting on behalf of Pioneer were Petex Fuller, Dorothy Pierce, Chris 
Baszczynski^BenBowenandBobMiclo. (See OOOOJ 3-000016). Present for Kimaragen were 
myself Dr. Kumar and Mr. Allen and the meeting was conducted under the tcims of a 
confidentiaUty agreement . (Sec 000017-000018 and 0000104N>0012). On 6 August 1996 wc 
had another meeting witfi Pioneer to discuss licensing Kimeragen's chimemplasty technology to 
Pioneer. Present at that meeting were Dotty Piercc» Chris Baszczynski, Ben Bowen, Tony 
Cavalieri and Peter Fuller on behalf of Pioneer and myself. Dn Eric Kmiec^ Dr. Kumar and Mr. 
Allen on behalf of Kimeragen. (See 000023). By 31 August 1996 Stephen Johnson, 
Kimeragen's outside counsel had drafted a "draft** Pioneer License Agreement for review by 
Kimeragen executives. (See 00OO53-000068). On 1 0 September 1 996 a draft agreement was 
fexed to Pioneer for their teview. (See 000071) On 20 September Pioneer sent their comments 
on the License Agreement back to Kimeragen. (See 000087 - 000125) On 20 November 19% 
Mr. Bo Allen sent a letter to Pioneer representatives indicating that a draft non-exclusive license 
agreement had not yet been prepared. (Sec 000324 - 000326) TTien on 9 December 1996 Mr. Bo 
Allen and I met in Johnston/Dcs Moines with Tony Cavalieri and Peter Fuller of Pioneer to 
dlsctiss a license agreement of Kimeragcn*s cbimeraplasty technology. A final agreement was 
not reached with Pioneer in 1996 although the negotiations were continued into 1997. 
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S. In 1 997 Kimeragen and Pioneer continued negotiating a license to the Kitneragen 
chimeraplasty technology which resulted in a finAl signed license agreement on 10 March 1997. 
(See 000641 - 00067) On 12 March 1997 Pioneer and Kimeragen amended their license 
agreement twice with a First Amended and Restated Uccnse Agreement (O00668 - 694) and a 
Second Amended and Restated License Agreemcwit (000994 - 001021) 

9. In late July 1996 Dr- Kumar, Mr. Allen and I met with Dr. Charlie Amtcen of The Boyce 
Thomson Instimte (BTI) at Cornell Univcrshy in Ithaca, NY. BTI is a world renowned plant 
biotechnology laboratory and Dr. Amtzen was at the time the President of BTI. The reason for 
our visit to BTI was to negotiate a research agreement/collaboration where BTI would work with 
Kimeragen scientists to perform research in the plant area using Kimeragen*s chimeraplasty 
technology. To October 1 996 a research collaboration agreement was reached between 
Kimeragen and BTI as drafts of a formal agreement were exchanged between the parties ( 
001306 - 0O1309» 001318 and 001320 - 001326) . BTI immediately commenced work in 
October 1996 on mutating plant genes with mixed duplex obgonucleotides while execution 
copies of the Rcswoxh collaboration Agreement were not sent to BTT until 5 Dccembe* J 996, 
(Sec 001343 ^001352) 

1 0. At all tunes during my employment at Kimeragen the company and especially Dr. Kumar 
were diligent in pursuing the chimeraplasty technology in both the development and out- 
licensing of ttettechnology in plants. 
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COVER SHEET TO APPENDIX A 

To Response Dated November 14, 2005 
In U.S. Serial No. 09/129,298; Filed April 11, 2003 



This Appendix A including the accompanying Declarations and supporting 
documentation, is being submitted on a contingent basis, to be considered and form a part of the 
official record of the '298 Application ONLY IF APPLICANTS ARE NOT DEEMED TO 
HAVE MADE A PRIMA FACIE SHOWING OF THEIR LIKELIHOOD TO PREVAIL 
ON PRIORITY BASED ON THEIR AUGUST 5, 1997 FILING DATE OF THEIR 
PROVISIONAL APPLICATION, which was some three months earlier than the earliest 
priority date to which the '700 patent could possibly be entitled. If for some reason Applicants 
are NOT accorded the benefit of their August 5, 1997 priority date, THEN AND ONLY THEN 
are the following statements, accompanying Declarations, and supporting documents to be 
considered and form a part of the file history of the '298 Application. Assuming that the 
contents of this Appendix will NOT need to be considered at this time, Applicants submit 
herewith a contingent Petition Pursuant to 37 CFR 1.182 requesting that the entire contents of 
Appendix A be returned to Applicants and not form a part of this record. 

Accompanying this statement are the Declarations of Charles J. Amtzen, Gerry 
Messerschmidt, Lisa Malseed, Patricia Avissar, Carroll Allen, Peter B. Kipp, Ramesh Kumar, 
and Gregory D. May. These Declarations establish the facts and circumstances of the creation of 
KIMERAGEN, the collaborations between the inventors on the '298 Application (Charles J. 
Amtzen, Peter B. Kipp, Ramesh Kumar, Gregory D. May), the collaborations between people at 
Kimeragen and the Boyce Thompson Institute at Cornell University, and the events leading to 
the uhimate actual reduction to practice of a species within the scope of the Count by Peter Kipp, 
and corroborated by Patricia Avissar of Kimeragen in February, 1997. The corroboration by 
Patricia Avissar of an actual reduction to practice of a successfiil method of using MDONs to 
introduce targeted mutations into a plant cell, causing specific mutations in the ALS gene which 
rendered the plant cell herbicide as of February, 1997, is 9 months earlier than the earliest priority 
date to which the '700 Patent is entitled. Accordingly, Applicants hereby show they are likely to 
prevail on priority. 



p^^X^^i^ FRiO'h '■6^2^01^ ■ TG 2015437670. ' UIA AT&T BASVLINK" . P^E^. I^^OF 2 

EA^I&M^ ^^^^^^^ 3MAY9B. 18:07/18:88 EST V;. 

FROM: '47.832^ . PIOSEED DM3 ' : 

. '333439 PIONEER HIBRED - \V'V'%t-: 

PIONEER DATA SYSTKMS. (CRN:' NONE) . . ' 

TO: 2015437570 

Eronn BOWENB "BEN BOWEN, PIONEER HI-BRED: 515-27G-3547/3357(FAX) " 

To: FAX%1 201 5437570 

CC: FULLSRP.BOWSNB / ■ ' 

Subiect: Jerry Messerschmidt at Kinieragen 

FAX MESSAGE FOR: JERRY MESSERSCHMIDT, KIMERAGEN/ INC. . ■■ 

FROM: BEN BOWEN, PIONEER HI -BRED INTERNATIONAL, INC\ 

Jerry: 

Thanks for your call. I tried calling your mobile, number, but I guess you 
v/ere out of area already. Anyway, I hope this FAX gets to vou on iMondav, as 
you requested. 

I am a Senior Scientist m the Gene Targeting Group here at Pioneer and cur ■ 
mission is tv;ofold: 1) to direct transgene integration at specific sites 
witnm the genome of corn; and 2) to manipulate endogenous gene expression m 
corn by creating or exchanging alleles through transformation. Our preferred 
method for corn transformation involves microprojectiie bombardment and we 
v^^crk closely with another technology development group v/orkmq on 
transformation approaches that are not genotype-restricted, a "factor that 
poses the second major bottleneck m our current product development plans. 

Recently, Pioneer has developed a procedure for identifyincr plants v/ith 
transposon insertion mutations in any chosen gene of interest. However, this 
system is complicated by messy genetic backgrounds and the difiiculLV m 
sorting out which mutant phenotypes actually cosegregate with the mutation oi 
interest. We have an increasing need for rapidly generating, and evaluatmc; 
knockout mutations, because we have recently em.barked on a S-year ' 
collaboration with Human Genome Sciences from which we hope" to identiiv a 
large proportion (50,003 or morej of all the expressed genes m corn. 

From, the foregoing, I am sure you can see why v;e are so interested in the 
technology that Eric Kmiec has been developing. We would like to mvite both 
you and Eric to visit Pioneer sometime soon to discuss the potential of 
Pioneer evaluating this technolo^gy m plants, primarily corn. Ic would be 
good if Eric could give a technical overview m seminar-iormat and tnen we 
could spend time exploring ways m which it might be profitable for Pioneer 
and Kimeragen to interact.. 1 would prefer to discuss thio fairlv ihfcrmallv 
and cover both technical and business perspectives. I expect vou vjouid like 
to find out more about Pioneer's business and now we interact v;itn other 
companies through research collaboration/, licensing^ etc. . To give vou a 
better perspective / we can prepare a short presentation alonq these lines and 
take you for a tour through the research facility. Likewise, we would be 
interested m a Kimeragen business overview from either vou or Eric. 



If this^ sounds interesting, please let^s try to fix a date for your- visit, 
We should cover our meeting with a Confidentiality Agreement and Peter 
Fuller can take care of that once we hear back from vou. 

This coming Monday is very busy for me, but I will get my voice mail during 
the day, Unfortunately, I will be out of the office Tuesday-Thursday, so it 
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may be Friday before we can touch base. Perhaps the best thing would be to 
^tehedule a call .sometime on Friday afternoon (l-4pm, at vour convenience) . 
Otherwise, my FA^ number is 51^-270-3357 and my e-mail address is 
bowenb^phibr ed.com. Peter Fuller may also be able start the ball rolling on 



this prior to Friday 



Hoping to talk to you soon, 
Regards ; 



Ben Bowen 
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RoaemaryT. Langfbrd 
To Call Writer Oired: 
2l2 446-4d46 



KIRKLAND 8. ELLIS 

rAHTNERSHirS INCLUDING PROfCSSIONAl CORPORATIONS 



Cmcorp Center 
153 East Sdrd Streoi 
NewVbfK, NewVbrK 10022-467S 

212 446-4e(» 



Pacsrmle: 

212 446-4900 



May 29, 1996 



VIA FACSIMILE 



Peter Fuller, Ph.D. 
Pioneer Hybrid International 
7300 Northwest 62nd Avenue 
Johnston, Iowa 50134-1004 

Re: Kimeraaen Confidentiality Agreement 

Dear Dr. Fuller: 

Thank you for your message last Friday. As requested, I attach a form of 
mutual confidentiality agreement. 

If the agreement is acceptable to Pioneer Hybrid International, please execute 
the enclosed two copies and fax me a copy of the executed version, with the originals to 
follow by courier for execution by Kimeragen. Alternatively, you may want to have the 
agreement executed for Kimeragen when representatives meet with you later in the week. 

If you have any questions or issues relating to the attached form of 
agreement, please call me at (212) 446-4946. 

Yours sincerely, 



Rosemary T. Langf( 

RTL:cm 
Enclosures 

cc: Gerald L. Messerschmidt 
Stephen Johnson 
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CONFIDENTIALITY AGREEMENT 



THIS AGREEMENT, is made on , 1 996, by and between 

Kimeragen. Inc., a company Incorporated In Delaware, having an address at 375 Park 
Avenue, Suite 1401, New York, New York 10152. and Pioneer Hybrid International, having 
an address at 7300 Northwest e2nd Avenue, Johnston, Iowa 50134-1004 fPHI"). 

WHEREAS, the parties each have certain confklential technical and business 
informatton which they have disck)sed and/or desire to disclose to one anottier on the terms 
and conditions set out In this Agreement. 

THE PARTIES AGREE: 

1. CONFIDENTIAMTY Each party hereby agrees (I) not to use any the 
information that is disclosed to It by, or received by It from, the other party (the "Confidential 
Infomriation") except for the purpose of internal company discussfons with a view to a 
possible agreement between the parties hereto (the "Purpose"); (ii") not to disclose the 
Confidential Information or any part of it to any person other than as pennitted in this 
Agreement; and (iii) not to copy or duplicate the Confidential Informatfon or any part of it 
except to the extent necessary for the Purpose. 

2. ^XC^PTIQNS Clause 1 does not apply to any part of the Confidential 
infonnation disclosed by one party to the other (a) vi/hich is agreed in writing by the 
disclosing party to be excluded; or (b) which the receiving party can show was known to 
or developed by It prior to disclosure to receiving party by disclosing party; or (c) which is 
public knowledge, or becomes publk: knowledge in the future, other than through acts or 
omissions of the receiving party in breach of this Agreement; or (d) which is lawfully 
Obtained by receiving party from sources Independent of the disclosing party who have a 
lawful right to possess and disctose such Confidential Infbmration; or (e) which it is 
necessary for the receiving party to disclose in onJer to comply with any applicable law or 
If required to do so by order of any court or any other judicial or administrative body 
provided that pnor to making such disclosure the receiving party gives the disclosing party 
notice of the requirement of disclosure and the information to be disclosed. 

_ ^. ,,J- EMPLOYEES The receiving party in each case may disclose 
confidential Infonnation to such of its employees and consultants as necessary to carry out 
the Purpose and who are bound to that receiving party under confidentiality obligations. 

, . ^- NO LICENSE Each party retains all rights in Its Confidential 

nformation and the parties agree that their respective disclosures of Confidential 
fnfomiation hereunder shall not constitute any grant, option, or license to the other party 
of the Confidential Information or of any other intellectual property rights (Including, without 
imitation^ patents, registered and unregistered copyright, registered and unregistered 
trademarks, trade names, and mask works), now or hereinafter held by the disclosing party 
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5. RETURN Upon completon of the evaluation contemplated by the 
Purpose, or upon earlier request by KIMERAGEN, PHI shall (1) cease to use all 
Confidential Information provided or disclosed to it by KIMERAGEN ("Kimeragen 
Confidential Infbimafion"); ^) defiver to KIMERAGEN or destroy all Kimeragen Confidential 
Infonnation contained in any tangible fomn held by PHI, and where such Kimeragen 
Confidential Information is destroyed, provide to KIMEf^GEN a notice certifying 
destruction; and (3) delete pemnanently all Kimeragen Confidential Infomiation in any 
electronic fonn held by PHI, provided that this clause does not apply to Kimeragen 
Confidential Infomiation which, at the time of the request made by KIMERAGEN, came 
within the scope of Clause 2. 

6. AMENDMENTS No amendment or varialinn to ttiia AqnRenriftnt is x/aliH 
or binding on a party unless made in writing and executed by the parties. 

7. GOVERNING LAW This Agreement shall be governed by, and 
construed and interpreted in accordance with, the laws of the State of New York, United 
States of America, without reference to conflict of laws principles. 

S. ENTIRE AGREEMENT This Agreement constitutes the entire and 
exclusive agreement between the parties with respect to the subject matter hereof and 
supersedes and cancels all previous registrations, agreements, commitments and writings 
in respect thereof. 

9. AUTHORITY The undersigned are duly authorized to execute this 
Agreement on behalf of KIMERAGEN and PHI as applicable. 

IN WITNESS WHEREOF each party has executed this Agreement: 



KIMERAGEN. INC. PIONEER HYBRID INTERNATIONAL 



By: By: 

Name: Name. 
Title: Title: 
Date: Date: 
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KIMERAGEN, Inc. 

375 Park Avenue, Suite 1401 
New York, N.Y. 10152 
Phone: (212)319-3216 
Fax: (212)319-2808 
Direct Phone: (201) 635-1563 
Direct Fax: (201)635-1643 

Carrolll "Bo" Allen 
Senior Vice President 
Business Development and Marketing 



June 3, 1996 
PeterA. Fuller, Ph. D. 
Director, 

Technology Discovery and Assessment 
Pioneer Hi-Bred International 
7300 NW 62nd Ave. , P.O.Box 1004 
Johnston, Iowa 50131-1004 

Dear Peter, 

On behalf of Dr. Messerschmidt, Dr. Kumar, and myself, I would again like to thank you 
for your wonderful hospitality. The presentations by Chris, Ben, Dotty, and Robert were 
very interesting and insightfol. We came away from our meeting very excited about the 
prospects for a collaboration. Again it is worth notijig fliat all of our conversations are 
covered under the aegis of confidentiality. As I mentioned to you on Friday, I thought it 
might be useful to afiFurn Kimeragen's understanding of our next steps towards a formal 
collaboration. 

First, you will caucus with your team to review tiiree potential areas of opportimity for a 
mutual collaboration: 

• using tlie technology to efficiently change ti*aits in plants 

• utilization of the technology as a research tool 

• exploiting tiie technology to exchange "'bigger pieces ofDNA " in the genome 

Based on the results of these meetings. Pioneer will determine the merits of continuing 
with discussions towards entering into a research and development agreement with 
Kimeragen. 

Kimeragen has four basic tenets ttiat we would like to negotiate into an agreement widi 
Pioneer. We would like: 

• a long term research agreement ( approximately 10 years ) 

• a licensing fee ( cash and / or equity ) for access and utilization of the teclinology 
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• a prescribed royalty from technology enhanced , marketed products and / or 
technologies 

• exclusive rights to all developed technologies that are applicable to human and animal 
utilization 

Under tliis agreement Kimeragen will design and manufacture chimeras targeted to 
Pioneer's selected DNA sequences. This will be done in as timely and efficient manner as 
possible. Kimeragen will collaborate folly witli Pioneer in all chimera bassd research 
ventures such as expanding the size of tlie DNA sequences being replaced. 

Our expectations from a potential partner include aggressively researching the technology 
in multiple plant species, developing profitable applications for the technology, and 
regisb'ation and aggressive marketing of tiie products derived from the technology. Based 
on the people we met and our interchange of infoimation and ideas^ we believe that 
Pioneer is tiie kind of partner we are seeking for a collaboration in agronomy. We look 
forward to additional discussions moving us towards an agreement. Please feel free to 
contact me at any time ( 201-635-1563) should questions arise on business issues and Dr. 
Kumar for scientific issues (609-737-7319). 

Regards, 



Carroll "Bo" Allen 
Senior Vice President 



ooooiis. 



8:00 
8:15 



9:45 
10:00 

10:15 



KEVDERAGEN & PIONEER MEETING AGENDA 

August 6, 1996 , I 

#Reid-ConfAl i& #Reid-Con£A2 ^^^'"^ 

^Technical Group": Pierfce, Basz^m^ld^ Bowen, Kmiecr& Kumar 
^Business Group": Cavalieri, Fuller, Messerschmidt & Allen 



Greetings, introductions and purposcvof the meeting 
(juice, coffee and bagels) 

Informal seminar and general technology discussion 



Break 

Introductory comments by Tony Cavalieri & 
discussion about the goals of the Technology Group 
Meeting 

Identification of research goals and development of 
research plan 



12:00 Lunch (Dr. Kmiec to Airport) 



1 2 :45 Kimeragen and Pioneer groups meet separately 

1:15 Business Discussions & Conference call with 
Kimeragen legal counsel 

1:15 Technical Discussion (contd.) & Identification of 
research goals and development of research plan 

4:30 Reconvene Technical Group and Business Group, 
discuss next steps 



Bowen & Fuller 
#Reid-ConfA.l 

Dr. Kmiec, Technical 
& Business Groups, 
Technical guests 
#Reid-Confi\l 

Atl 

#Reid-ConfAl 

Technical & Business 
Group 

#Reid-ConfAl 

Technical & Business 
Group 

#Reid-Con£\l 

Technical & Business 
Group 

#Reid-Conf^l 

Technical Group 
#Reid-ConfAl &A2 

Business Group & 
Yates 

#Reid-ConfA2 

Technical Group 
#Reid-Con^l 

Technical & Business 
Groiip 

#Reid-ConfA2 



5:00 Adjoum 



000023 



1 

3 Draft 8/31/9B 

UCENSEAGRgEMEMT 



5 



11 
13 



35 
37 
39 
41 
43 
45 



THIS LICENSE AGREEMENT (the "AgreemenT) Is made and entered into this 

fay o^. . 1996 (the "Effective Date") between Pioneer Hi-Bred Intemati^ 

i?;/?! . corporation of 700 Capitol Square, 400 Locust Street, Oes Moines. lA 50309- 
2340 ( Licensee"), and Kimeragen, Inc.. a Delaware corporation, of 300 Pheasant Run 
Newtown, PA 18940 CLicertsoi"). J< 



/..T.i 5 !f ?• '-'°f"5°^ '3 exclusive licensee of Thomas Jefferson University If^^iJ 
( TJU) under U.S. and foreign patent applications with respect to a chimeric vector for 
15 application in gene therapy developed by TJU, certain methods and processes using that ^ 

chimeric vector, and the products of further research conducted at TJU and certain other ^ ^f}' 
1 7 institutions with respect to that chimeric vector; and ^ J 

19 WHEREAS, Ucensee wishes to obtain an exclusive, worldwide license under such 

technology to use and sell certain Licensed Products (as defined below). 



u '^^^™^''^'^ORE''"<»'«i«teratonofthe mutual promises and c^ 
23 herein and for good and valuable consideration, the adequacy and sufficiency of which is 
hereby aclcnowledged, the parties hereby agree as follows: 

27 ARTICLE l-DEFINITIONS 

^ ^ ^ u. ^ ■ \ "J?"''®*®" ^^^^ company or entity related to Licensee by contract 
and through which Licensee produces and/or maritets seed to end-user customers, but 
3 1 only for the period or periods during which such a contractual relationship exists. 

33 1^ "CWmera" shall mean the chimeric vector of RNA and DNA as claimed in the 



Patent Rights as supplemented by non-patented Ucensor Technology. 

' 1 .3 "Confidential Infomiation" shall mean all infomwtion, in whatever form which 
IS disdosed by either party prior to or subsequent to the Effective Date of this Agr^ment 
and which relates m any way to the Ucensor Technology. Confidential Information shall not 
include infomfiation that the receiving party can demonstrate by written evidence- (a) is in 
the public domain (provided that information in the public domain has not or does not come 
into the public domain as the result of disclosure by the receiving party); (b) becomes 
available to the receiving party on a non-confidential basis from a source other than the 
d©closing party; or (c) is known to the receiving party prior to disclosure by the disclosing 
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« ♦ ♦ M • Property" shall mean without limitation, all filed patents 

SfJSSf liT?!!®' •'"T^'*' techniques and ideas and all technrcai 

material which further includes germplasm, cell lines, plants, seeds. DNA and RNA 
s^^ces and genes, oligos and proteins, and associated nrjethods and all applications 

h« I L. P«>ducts" shall mean pnjducts containing genetic material that has 

been altered by the use of the Licensor Technology. 

1.6 "licensee neld<>f4Jse" shall mean all uses. exdudingPhannaceuti^ 
in Com. Sunflower, Soybean. Canola. Alfalfa and Sorghum and Research Use in Tobaccti 

7T!^\^?^^ "° [Arabadopslsj related in any way to 

such Research Use shaB be sold by Licensee. / r*" 

, n 'lu "'-''^"s®! Technolog/' shall mean all Intellectual Property conceived 
mTS ''y..an(Vor developed by Licensee pertaining to the Chimera and associated 
methods required for its use. 

"Licensor Field-of-Use" shall mean all uses outside the Licensee ReW-oWJse. 

^ J?u "^"^fP^^ Technology" shall mean all Intellectual Property conceived 
oorrtroHed by. and/br developed by Licensor pertaining to the Chimera and associated 
methods required for its use. 

^. ^ ^'^i 1^^?- ^!P^!f P®'®"** Patent applications and all foreign 

oountefparts thereof in the Territory as listed in Exhibit A . including all future divtsionals and 

27 confinuatons. continuations in part, additions, confimiations. renewals, extensions and 
reissues of patents and patent applications and their equivalents related to the Chimera 

29 and Licensor Technology. ""™?>a 

« . '^^"*^"*'^^'''"e®"'""'*'^«"'arrocrted organisms conta^ 

cellulose cell walls. 



33 



1 J^''^""®**"*'*^' "^3" 3" ««es related to phannaceutical 

35 «>"^Pound3 Jat are orwould be regulated bythe FDA Centers of Biological Evaluation and 

J^iS!? S V/ • ^"^ ^^^'^ Devi^ and Radiologic Health 

(CDRH) and Vetennary Medicine (CVM) in any species. 



37 
39 

4 1 Technology 



. J^t "Product Use" shall mean use of the Licensor Technology where the actual 
TTOhnolo ^"^'^ ^ ^^^^ ^® Licensor 
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^ "^"^ Usa- shal mean use of the UcenjorTedinotoay where the actual 



3 Licensor Technology. 
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7 
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1.16 "Sublicensee" shall mean any company or entity which is sublicensed bv 
bcensee pursuant to the tenns of Section 2 2 ^ " cn is suoiicensea Dy 

1.18 "Subsidiaiy- shall mean any company or entity attB&tt^ whose votina 
stock IS owned or directly or Indirectly controlled by Ucenie. ^ 



^1 117 "Temtoiy" Shall mean the world. 

13 

ARTICLE 2~LICgMSF 



.^nrfHiLl ^^"iP^'-'gP.nSff . Licensor herebygrants to Uoensee. upon the temis and 
conditions set forth herein, a royally-bearing. exclusive license under the LicereS 

?rS!'hr''"*"l'';f ^ ^'^^ ^ Chimera for 

Use. and (b) use and have used Chimera for Product Use. in both cases to the extent 
necessary to commercialize Ucensed Products in the Licensee Field in the Temtory 
«Sf rot?' "^^^ *° subcorrtract to Licensee's Subsidiaries and Stls 

;?n^!? ^"^^^ marketing of Licensed Products for the purposes of 

conducting Licensee s ongoing business. Such subcontracting shall not be considered a 

luhSr2.;S'^H'AjS- '■'J!."'^ ^ 'e«P°"«fWe for the activities of such 
Subsidianes and Affiliates as If they were part of Licensee. 

2.2 $ut?licen{8ing . Licensee may grant sublicenses within the scope of the 
licenses granted in Section 2 1 to third parties, provided that 

(a) Licensee shall cause all such sublicensees to comply with the 
provisions of this Agreement in the same manner as Licensee is - ^ 
bound hereby: '^^d^^ji^/i^ 

(b) Licensee shall be responsible for complfinS^ysiShsublicensees 
with the terms of this Agreement; and 




(c) 



Licensee shall give the Licensor prompt written notice of all 
sublicenses granted pursuant to this Section 2.2 

w^HnJifr Licensee hereby grants to Ucensor an exclusive paid up 

woridw.de license to the Licensee Technology, with the right to grant sublicenses (which 

thf I In 'C-"!? ^ "^''^ ^ Srant further sublicenses), for all uses and applications in 
the Ucensor Reld^f-Use. provide that Licensor shall have no right to Licensee Tech^lo^ 
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1 fof Plante. Licensor shall license Ucensee to use improvements In Licensor Technoloov 
3 dlsTse toS^- ^'^(•9thetem,provided^s£ljfinA2Jhepa^^^^^^^^ 

Ksee?4hX'' ' improvements which relate to the LicSnsor'olf 

5 

7 T«>rhnni.l» ^ ' '''^fy"? °l Fxc|ii5ivity . Except as provided below. thc licensos of 

r^^IS^lS^'^fl''"^^' ^'"l ^ ^ Territory in the 

respective field of use of each party. 

9 

The jicense shall be non-exclusive to the extent that rights of either party in 
the future shall be non-exclusive; 

" licenses shall be nonexclusive to the extent required by government 

regulations; and 

15 • / fi . fj^^^^^^i 

""^''"censes shall be nonexclusive to the extent of Research Use(?J. J^^^[)l4^^^ 

10 D™i'^» Ffe^dgm toUse . In the event Licensor shall license third-party Intellectual 
19 Propejj to gam freedom-looperate in Licensor's Fjeld-of-Use and such Intellectual ^ 
iw IS also needed hv I ir^nsAA i i/>MeAr »kaii ....^ ui. 



Pmnftrtt, !o -^-.^-.j u . . ^ . w.w«. . K;iu-wi-wac cino SUCH imeneciuai 

Property is also needed by Ucensee. Licensor shall use all reasonable efforts to i'loense 
such intellectual Property so that Ucensee's use of Ucensor InStetSirPrSpSJy is 

, ProtePtipnpf TeoljricjK%. Ucensee shall not use the Licensor Technology 

for any purpose other than |trmal(e. ^e^ nd sell Ucensed Products, as provided in this 
Agreement Licensee shall 6KS^6lionin respect of the Licensor Technology which is 
inconsistent wrth the terms of the license granted under this Agreement. 

J^, , >V^nowtedqmentofRig b ts . Licensee acknowledges that Licensee's right to 
use the Licensor Technology arises only out of the sublicense granted under this 
Agreement. AH bcensed Products manufactured under issued patents shall bear a patent 

ITi'^K?^® I® !P^^. ^ "®«»ssary or appropriate under the laws of the Temtory as 
reasonably specified by Licensor to Licensee. ^ 

. , l ^ , B pservation of Rights . This Agreement contains no grants under any 

ARTICLE 3-PAY| \^^f^T 
to the uinso?^™^' ^^"^^^^ "9^^ ^^^"^ ^erel". the Ucensee shall pay 

43 
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(a) three million dollars (US$3,000,000) ^«imiramK±^^ of 
execution of this Agreement, provided that this Agreement shaH not 
become effective until such payment shall be made. 

ttw million dollars (US$2,000,000) twenty (20) months after the 
Effective Date provided that Ucensee shall not have issued a notice 
of temfiination pursuant to Section e.g . 

(c) a royalty per bag of Ucensed Product as specified on ExhitMtB . 

(d) fifty percent (60%) of the value of all sublicense revenues (indudina 
fees and royalties) as provided in Section 3.3 

3 2 Royalty f^nnrii^^nc Royalties shall; 

(a) be payable only on the sales of Ucensed Product in (^(jntries^here 
pending or issued patents [or plant variety pwftoctioril exists 
covenng the Chimera [or Ucensed ProduclsFor on sales of 
Licensed Product where the Licensed Product was developed or 
grown in countries where such rights exist; 

8cwue upon the sale of Licensed Product as recognized by the SEC 
23 (please explain]: 

(c) be due and payable within sixty days after the dose of Licensee's 
fiscal year (August 31); 

(d) not be due and payable on Licensed Products used for Licensee's 
internal purposes (test beds) but shall be due on samples provided to 
customers; 



^ prorated based on the package sizes shown on Exhibit B for 
^ ^ package sizes not shown on Exhibit B. ' 

3.3 Siiblloenses. Licensor shall be entitled to share in all sublicensino fees and 
royanies on a 50:50 basis. In the event that Ucensee barters or t?adra SiS^rcJ 
Licensor Technology for other technology, or othenwise shall receive non-cash 
consideration, no fees shall be due to Ucensor to the extent of such non^sh consideration 
but Licensee shall be obligated to pay royalties to Ucensee on sales by the Sublicensee 
as rfsuch sales were sales by Ucensee. Licensee shall be responsible for r^oSS 
uS °" A ^"^"^"'""^ ^sporSble for all roS due to 
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5 ^ ;«59 Of all Licensed Products sold by Licensee (inciudino 

Subsidianes and Affiliates) and Sublicensees, sorted by individual 
7 Product, crops species and country; 

9 (b) Royalty calculation; and 

(c) Royalties due and payable. 

13 3.5 The Licensee shall keep full and accurate records at its orlnciDaltilflee 

15 Licensee and »ts Sublicensees during the tenn of this Agreement. Such reco^s shaH hi 
o^^reasonable times, for three (3) years followingSe end o^^the fiscSTear t^ vSiS^ 
ESn^'^'n? -trSfK'T.**^ independent certifed public accountant a^ptaSe to 
Licensee and retained by Licensor, at Licensor's expense, for the purposes of verifyinq 
Licensee^ royajr payments under this Agreement If a discrBpantJ of gnSter SJf 
Kr SL?'^"^' P«y^"tdue hereunder. L.censee'^haTreCe Server 
for the c(»t of such inspection and promptly pay such oveixJue amount [together vi^ 

iS'tl L" ^^^Snm The Independent certified aSn sTS 

report to Licensor only those items necessary to verify the royalty payments. 

. Third Party Royaltips . In any case where use of the Ucensor Technokxjv 

another current licensor of Ucensor (whether lumpsum or payable by reference to sates^ 
then in the event that Licensee detemiir^ to use such Ucensor Tec^SS^ uinS 
shall in addition to the royalty specified in Section 3.1 be responsTbrfo^LyS to 

31 sJSsTyVTc^see ' "'""""^ '° ""^^^ ^^^^^^ ^^'^ ^"^^ ^ 

. . ^'l L^te Payment?. All payments to be made by the Licensee tn the AJ.i 

35 CIttbank NA. New York. New York, on the day the payment Is overdue pi JhyJ-"!^ 
percent (2%) per annum until paid.1 A P'"* 

ARTICLE A~PATFMT,«S 

RinMcM 5^^- use reasonable efforts to prosecute the Patent 

Rights to the extent within the control of Ucensor. In the event that Liinsor shalelert nS 
43 to continue prosecution such that the Chimera would not be subject to pSent protSioS! 
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S!?nI;'Sf^ ^''^ "^^^.^ ^"""^ Prasecution at its expense, but any 

royalty obligation relating thereto shall cease. 

#h«^t olif ^lf^/lf"^ ^ "^"^ "^^'^ P'^0'"P"y any action, claim or 

parent infringement suit against Licensee relating to the Ucensor Technoloav or of anv 
infhijement of the Patent Rights within the Ucensee Field. The parties shall ^operate in 

utn!^ M '^'^^^y ^° ^«'"st such any action^gainst 

Licensee or to prevent any such infringement by a third party. 

ARTtCLE 5-WARRAMTI^f f INDEMMITIPg 

5.1 Warranties 

(a) Each party represents and warrants to the other that it has ftjil right 
power and authority to enter into this Agreement and that the terms of 
, . Agreement do not conflict with any other contractual obligations 

It has. 

Ucensor represents and wanants that, as of the execution date it 
, - 0^ no Intellectual Property that would prevent Ucensee from 

^•^ practicing the Licensor Technology. 

Licensor represents and wanants that it has the freedom to enter into 
*nis Agreement and the right to provide the rights and license 
contemplated in Section 2.1 

W N9 Other yv^rrantifs. Licensor makes no other warranty or 
representation with respect to the Licensor Technology, nor is 
Licensor in any way responsible for the utility of any Licensor 
Technology. LICENSOR HEREBY EXPRESSLY DISCUVIMS ANY 
AND ALL WARRANTIES AND REPRESENTATIONS. EXPRESS OR 
[MPUED, ARISING BY LAW OR CUSTOM. WITH RESPECT TO THE 

including, WITHOUT LIMITATION. 
Sl^'S?.'!'^'^^ MERCHANTABILITY. FITNESS FOR A 
PARTICULAR PURPOSE OR NON-INFRINGEMENT LICENSOR 
DOES NOT IN ANY WAY PROMISE THAT THE LICENSOR 
TECHNOLOGY SHALL PRODUCE ANY PARTICULAR RESULTS 
PRODUCTS OR PROFITABILITY ' 
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5.2 Indemnities . 

(a) Licensee hereby waives any claim against Licensor and TJU and 
^rees to indemnify, defend, and hold hannless Lk:ensor and TJU and 
their respective directors, officers, staff and agents, and in the case of 
TJU. tnistees. from all liabilities, demands, damages, expenses and 
losses (including reasonable attorneys' fees) arising out of or in 
connection with this Agreement (collectively, the "Indemnified 
Losses"), including without limitation Indemnified Losses resulting 
from any use. sale, or other disposition of Licensed Product by 
Licensee and any daim that Licensee's use, sale, or other disposition 
of Licensed Product infringes or violates any patent or other 
intellectual property rights. The indemnification r^hts contained 
herein are in addition to aO rights which Licensor and/or TJU may have 
at law or in equity. Licensee hereby agrees that TJU is entitled to 
enforce this Section 5.2 directly against Licensee. 



61 Tgmi Qf Agreement. This Agreement shall become effective as of its 
signature by both parties and payment by Licensee of the sum specified in Section 3 Ifa) 
All obligations thereunder shall expire at the last to expire of any Patent Right having a valid 
claim which Licensee vwuld infringe by its sale of Licensed Products but for this 
Agreement. 

6 2 Tenn of Technology Transfer The transfer of newly developed technology 
as foiBseen in Segtion 2J3 shall cease on the fifth (5th) anniversary of the Effective Date. 

6.3 Early Temnination. 



(a) Licensee shall have the right to temiinate this Agreement by at least 
sixty (60) days written notice to Ucensor effective [not earlier than 
twenty (20) months after the Effective Date]^ . , _ <- 



(b) Either party may tenninate this /^reement with immediate effect by 
written notice to the other party, if the other party goes iplo bankmptcy 
or insolvency, or the other party commits a materialfb^ch of any 
material obligation under this Agreement and feHs^'l^edy such 
breach within sixty (60) days after notice of such breadi. _ 
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..r... *hL ^^tomiteymaiSfir. This Agreement may be temiinated by Licensor 
upon thirty (30) days wntten notice to Licensee, upon a spedes by species basis if 

3 Licensee ceases. I6rl7;a<x)nsecutive months, to develop orsell Licensed Products within 

5 such species, ^j^;^^ -7;^ , 

6.5 Effe^^sofTemiinfltinn. temiination of this Agreement shall not affect the 
7 continued enforceability ofS^ptipn? _ and the continued existence of the license back 
under g^QP 2.3 of improvements for the life of the Intellectual Property Right [ConcoDt 
9 of 20 years does not seem to make sense.] 

11 

13 ARTICLE 7~QT HER AGREEMFWTS 

^ SMPplyofChimgra. In order to ensure the quality of the Chimera, Licensor 

n 7 5S^S^?i^S!?ISI!^ forsupply of Chimera to Uoensee at an initial priceof one thousand 
n,ll?rSif^ per micromole unpurlfled and one thousand two hundred dollars 
(US$1,200) per micromol^lfiPLC purified/ Such prices shall not be increased except to 
the extent of increases in Licensor's costs. Payments shall be made net thirty (30) days 
from delivery. Licensee shall be required to provkle forecasts of its requirements for 
Chimera. Licensee shall not be required to purchase Chimera in any countiy where such 
a requirement would be illegal or render unenforpeable Licensor's Patent Rights. 

J-2 gpromittee . A committee comprlsingxepresentatlves of each party shall be 
25 fomied (the Committee") and shall meet not le^ than once each calendar quarter to 

discuss research, progress toward commercialization and commercialization of Licensed 
27 Products. Pnor to each such meeting, Lk^nsee shall provkle Licensor with a written report 

setting out research conducted and summarizing progress toward oommercializatfon and 

2 9 when Licensed Products are available for commercial sale, a summary of marketing and 

sales figures and trends. The Committee shaO also discuss joint opportunities for licensino 
31 of technology for Plants outside Licensee's Field-of-Use. 

3^ 7-3 P'liggn s g - licensee shall use reasonable commercial efforts to develoD and 

commercialize the Licensed Products. 

35 

7.4 Re$e9 £ sb . Licensee shall be primarily responsible for development and 
3.7 execution of research. Licensor shall provide reasonable access to Its consultants and 
employees to assist Ucensee vwth the technotogy at a fee of $2,000 per full day of services 

3 9 plus reasonable expenses. The parties may agree to undertake joint research in which 
case the parties shall negotiate in good faith to agree to the terms upon which such 
^rch shall be conducted and a research plan. Puring the fir«t [three yeare after the 
Efliective Date,] Licensor shall provide Licensee with up to five (5) hours per year of 
Dr. Kmlec's consulting time per year at two thousand dollars (US$2,000) per day and 
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up to twenty (20) h<^ per year of Dr. Kumar's consulting time at no eost to 
Licensee, and up to twenty (20) hours per year at two thousand dollars (U8$2.000) 
per day.] 

^•^ .. Trademarks and Use of MamAR if Uoensee develops a product for 
commeraalization. the Committee shall consider in good faith whether use of Uoensor-s 
rademarks or a descripUon of Chimera technology in marlteting brochures, literature and 
labeling for any Licensed Product is appropriate and desirable, and the appropriate 
payment arid otherterms for such trademark use. Neither party shall use the name of the 
other, nor shaU Ucensee use the name of TJU, or the names of any of their respective staff 
members empk)yees or students or any adaptation thereof in any advertising, promotional 
or sales literature to the extent such use might imply a relationship between the parties or 
13 endorsement by either party or TJU of any act or thing or of any product or method 
descnbed m such material, without the prior written consent of the other party and TJU 
1 5 where applicable, which consent shall not be unreasonably withheld. 

7.6 Confidentiality. Each party shall; 

■■■ ^ maintain the Confkjential Information of the other party in confidence 

f^fra'" from disclosing any part of such Confidential Informatwn 
^ ^ to any person or entity other than to its employees and sublicensees 

whose duties or rights justify the need to know such Confidential 
23 information: 

(b) not to make any use of the Confidential Information other than for the 
purpose of canying out duties and obligations under this Agreement; 

(c) to take all reasonable steps to protect the Confidential information 
against disclosure, misuse, loss and theft, which steps include the 
execution by all such persons of written agreements containing 
obligations of confidentiality, restricted disctosure and limited use 
relative thereto consistent with this Section 7.6 prior to disclosure of 

33 Confidential Information to them; and 

3^ W) in the event that a third party wishes to evaluate Confidential 

Infomiation in connection with a proposed business transaction with 
3 a party, disclose only as much of the Confidential Information to that 

third party as is necessary to conduct such evaluation, provided that 
prior to disclosure such third party executes a written agreement 
prohibiting use of the Confidential Information for any reason other 
than evaluation of such transactions and containing obligations of 
confidentiality consistent with this Section 7.6 . 
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narfte/e'Lii PnoT to any piBss release concerning this Agreement both 

parties shall agree on the content, such consent not to be unreasonably dd 

all maLLic Rfl"'^^ Approvals . The parties shall provide to one another {at no cost) 
all rnatenaJs. data and mfbimation In their possession needed to s«ek amT r^S 

SSvXrLrtT '''''' "^V"^^^^ of p?od?.Sloh S^fth^'Sce^SSd 



AR TIC>,E 8~MI8CELLANgQII.<t PROVISIONS 

u. J^'^ . EpfCe M^lewffi. Neither party shall be liable for ftiiiure to D^rfnrm itc 

^.^?n ^^"'>' P"^^«^ «^at such party SSeTISrelSnabte 

^ ^ efforts to comply with the terms of this Agreement to the extent that it is able to dS^ 

1 9 f^n^tunl. Entiia^g{ggmgQt. This Agreement, togetherwith aU Exhibits attached hereto 
19 constitutes the entire Agreement between the parties with respect to the piesert subfeS 
2 1 he'r^S;. "^"^'"^ uncle^landings'being e^S^sJ^nS 

" ^^k^®'^ ^ "This Agreement may be amended only by a written aareement 

1 5 ^"^^ °' "'"^"''"^"^ ^'9"^^ '^'^'^'^^ ri^Si^'s^th 

Ao«^i:^ w*^^^?^^: '^®'*''®'P«'*y'"3y assign their rights or obligations under this 
Agre^nent without pnor wntten approval from the other party except as part of the salvor 
9 transfer of substantially all the business to which this Ag^mS^'peX l^de J ma 



8.5 geverabillty . Should any provision of this Agreement be illeaal invalid or 

Snt^i'StVsth iCf;^ 'ST' ''^^''^ AgSnl siS? be 
Slin Thi ! f '"^^"^ °' unenforceable provision had not been contained 
herein. The parties shall attempt to negotiate a provision replacing suchZSn i^d 

SL"IS°'"'^''?'^-^^"'^ ^'"^ P^'^' ^ «hat such neSotSn 7o n?t 
Anrl "'ent wifliu, ninety (90) days, either party shall have the right to terminate S 
Agreement by ninety (90) days written notice to the other party. »«""'nate mis 

J l . j^2-^iQSL£snsm^. The language used in this Agreement shall be 
deemed to be the language chosen by both parties hereto to express their mutill fntem 
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Sfe A^iSSr^M^ construction against either party stiall apply to any term or condition of 

87 Relatipn^hlP 9f Pjirties. Nottiing contained in this Agreement shall be 
construed as creating a partnership, joint venture, agency or an association of any kind. 

t ^ of one party hereto to enforce at any time any of the 

herein provided, shall in no way be considered to be a waiver of such provision rights or 
etections or in any way to affect the validity of this Agreement. Any Waiver IS ?n 



nnK/ »i L . ^® ^^"9^ contained in this Agreement are for convenience 

1. •iJHMd^'^!L"?K^'*^^i'f In this Agreement, the word 

IS Including shall be deemed to be followed by Vlthout limitation'.the vwrds "hereof and 

17 S anTS this Agreement as a whole, and the singular includes the 



8.10 iififiess. Notices shall be given by first class mail, by Federal Express or 
other recognized couner requiring signature on receipt, or by telecopy confinned bv 

SJJ^'Sr"'/ ''"l'!???'*^^" ^ ^ '®^'P'®"' of the.telecopy, and shall be 
addressed to the other party at the address set forth below (or at such address as a party 
23 may specify by notice to the other): c*»«Hpariy 

2^ If to Licensee: Pioneer Hi-Bred International, Inc. 

2^ Attention: 

700 Capitol Square 

2^ 400 Locust Street 

Des Moines, lA 50309-2340 
^ ^ Teleohonft- (515) 248-4800 

Telecppy: (515)253-2478 

If to Licensor Kimeragen, Inc. 

35 



Attention: 

^"^ 300. Pheasant Run 



Newtown, PA 18940 
Igjg|ta§: (215)504-4444 
Telecopy: (215) 504-4545 



8.11 Qoyeminq Uw - This Agreement shall be governed by and constaied in 
accordance with the laws of [New YoiM without giving effert to any choice of law or conflict 
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t^^^r^. ~^ """" "PP'''^ ^'^^ ^ i"risdict.on other 

« ^ J'^I^^TT^^^- executed in one or more counteroart« 



8.13 PisputeResplytion . The parties shall vwwk together to remedy ariv difficulties 
M^TJIJl^rjr f "":f*>" this Agreement.^, disputes a^ing out S^'S,1 
^^rlt? ^ referred to decisior, forthwith to a senior executive of each parh^ who 
IS. If possible, not involved in the dispute. If no agreement can be reachSlu^S^S? 

dS If«£L be entitled to referluch 

tn^^^ for arbitration, such arbitration to be held in Chicago tas^n 

^ ^' »PP°'"ted by each party within thirty (30) days of a 
f^ue^for arbitrapon or receipt of notice thereof, with such art)itratOfs to appoint tte th rd 

d2S:jJ^'" ^i^^f ^ ^'■y^ appointment of the latter of the partyr KoJ ?he 
decision of the art,rtrators shall be irrevocable and fully accepted by both parS 

IN WITNESS WHEREOF, the parties have caused their duly authorized 
representative to execute this Agreement as of the Effective Date. a"tnonzed 

PIONEER HI-BRED INTERNATIONAL, INC. 
By: 



Name:_ 
Title: 



KIMERAGEN. INC. 

By: . 



Name;. 
Title; 



C:\DATA\WPUOHNSON\A4S\KtMERV>IOUC 001 

[801/96 6:04 pm] 
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EXHIBIT A 
Patent Rights 
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EXHIBITS 
Royalty Calculatlan!^ 




7 




ROYALTY 


MAXIMUM 
ROYALTY 


9 


Com (80K unit) 


\$0.250 ^ 


V $0.50 




Sorghum (50# unit) 


$0,134 


\ $0,268 


11 


Soybean (S0# unit) 


$0,043 


\$0.087 




Sunflower (200K unit) 


$o.2eo 


$b,560 


13 


Canola (????) 


($o.o(Mn 


[$0,000] 


15 


AJfoifa (50# unit) 


$0,462 \ 


$0,924 







17 



19 



* For more than one use of the Licensor Technology. 
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KIRKLAND ELLIS 



ClVcorpCahler 
163 East 53rt Sifeet 

TO CaH Writer Diroefc J^^%sn 



September 11. 1998 



^ PRIVILEGED & pQMPtDENTlAL 

yiA FAPSIMILE ^^ri^Y CLIEWT CQtaM^ ^ 

Gerald L. Messerschmidt, M.Dm F AC-P, 
Pr^ident & CEO 
Wmeragen, Inc. 
284 Lafayette Una 
Wayne, PA 19087 

Dr. Ramesh Kumar 
Vice President Technology & 
Product Development 
Kimeragen, Inc. 
60 Yard Road 
Pennington, NJ 08534 



Re: Comell 



Gerttlemen; 



pioneer 

1 The paragraph of the Comell license dealing wfth sublicensing (Secflon 
XII oaae 15) is strange It states that royalty payments ''as above" f ^"be r^^^^^ 
Clfinftee This seems to suggest that sublicensees have to be charged the same 

(peronragejr^^^ a Comell just recedes a peroentage of the royalty 

JtelSia^ cx^nfim. with Comell that we can charge Pioneer on a per 

day basts. 

2 We should explore whether ComeU has any problem with the concept 
of a sublicensee (Pioneer) further sublicensing. TJU did not 

0O00G8 

Oiicago London 



KIRKLAND 8. ELLIS 



PAKT^fEft$HIPS INCUiDlNC PROFESSIONAL COAPORATtONS 



Staphen P. H. Johnson 
To Call Writer Diroct 
212 446^920 



Citicorp Center 
153 East S3rd Strast 
New Vbrk, New York 1 0023-4675 



212 446-4800 



FacsimiJe: 
212 446-4900 



September 10. 1996 



VIA FACSIMILE 

Peter A. Fuller. Ph.D. 

Director, Technology Discovery and Assessment 
Michael E. Yates. Esq. 
Patent Counsel 
Pioneer 

700 Capital Square 

400 Locust Street 

Des Moines, Iowa 50309 



Gentlemen: 

/ enclose a draft of the license between Kimeragen and Pioneer. We had 
planned to get this draft out a week ago, but unfortunately Bo is quite ill at the moment. 

Please note that this draft has not been seen by our client in its final form 
However, we did want to move matters fonvard to try and make up for the difficulties 
experienced last week. Let me know if it would expedite your review to have a copy on 
diskette or e-mailed. 



Re: Kimeragen License 



Very truly yours, 




Stephen P H. Johnson 



cc: Leonard Shakin (w/enclosure) 

Gerald Messerschmidt (w/enclosure) 
Bo Allen (w/enclosure) 
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Chicago 



London 



Los Angeles 



Washinglon, D.C. 



The infonnalton contained in thi$ fac«Mte message is fegally privileged and confidential information intended 
onty for the use of the individual or entity ruimad hRbw If I he reader of this message is not the intended 
recipient you are herei>y notified that any use. dissemination, distribution, or copy of this facsimile j$ etrictly 
prohibited. If you have received this facsimile in error, please imnoediatety notify us by telephone and retum 
the original messaQd to us by mail at the address below. Thank you. 

Facsimile CoverSlieet 



To; 


Bo Allen 


Phone; 


201 635-1563 




Kimerasen 


FAX: 


201 635-1463 


To: 


Stephen P H. Johnston 


Phone: 


212 446-4920 




Liriland & Ellis 


FAX: 


212 446-4900 


From: 


Peter A. Fuller. Ph.D. > 


Phone: 


(515) 253-2157 




Director, Technology Discovery 


FAX: 


(615) 253-2478 



Date: 
RE: 



& Assessment 
Pioneer Hi-Bred Int'l, Inc. 
Research and Product Development 
7300 N.W. 62nd Avenue 
PO Box 1004 
Johnston. lA 50131-1004 

Sept 20, 1996 

Kimeragen/Pioneer Draft 

Number of pages including cover sheet: 



Message: 

Bo & Stephen, 

For your review and comment. Thanks again for your 
cooperation. 



RAF 



terpit\ ^ [^(jIc vWn^, 

0^ 
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Draft 9/10/96 Kimeraaen 
Draft 9/20/96 Pioneer 



LICENSE AGREEMENT 



THIS LICENSE AGREEMENT (the "Agreement") is made and entered into this day of 

, 1996 (the ''Effective Date") between Pioneer Hi-Bred International, Inc., an Iowa 

corporation of 700 Capitol Square. 400 Locust Street, Des Moines, lA 50309-2340 ("Licensee"), 
and Kimeragen. Inc., a Delaware corporation, of 300 Pheasant Run, Newtown, PA 18940 
("Licensor"). 

WHEREAS, Licensor is the exclusive licensee of Thomas Jefferson University ('TJU") 
under U.S. and foreign patent applications with respect to a chimeric vector for application in gene 
therapy developed by TJU and certain methods and processes using that chimeric vector; and 

WHEREAS, Licensee wishes to obtain an exclusive, worldwide license to use the 
technoloav to make and sell products under suc h toohno l ogy to-ue e and co l l oorta i n L i ooncod 
ProduGto in the Licensee Field-of-Use (as defined below). 

NOW THEREFORE, in consideration of the mutual promises and covenants set forth herein 
and for good and valuable consideration, the adequacy and sufficiency of which is thereby 
acknowledged, the parties hereby agree as follows: 

ARTICLE 1>«DEFINltlONS 

1.1 "Affiliate" shall mean any company or entity related to Licensee or to a Subsidiary of 
Licensee bv contract and through which Licensee or Subsidiary of Licensee p roduces and/or 
markets seed to end-user customers, but only for the period or periods during which such a 
contractual relationship exists. 

1.2 "Chimera" shall mean the chimeric vector of RNA and DNA as claimed in the Patent 
Rights or othenwise the subject of non-patented Licensor Technology. 

1.3 "Confidential Information" shall mean all information, in whatever form, which Is 
disclosed by either party prior to or subsequent to the Effective Date of this Agreement and whksh 
rolatoo i n any way to th e- L i concor Technology . 

1.4 "Intellectual Property'* shall mean without limitation, all filed patents, patentable 
inventions, p l ant var ie t i es, know-how. trade secrets, techniques and ideas and all technical material 

which further included gormp l oom, co i l l inoo, p tonta, coodet DMA and RNA sequences and genes, 
oligos and proteins, and associated methods and all applications therefor 

1.5 "Kimeragen Licensors'* shall mean TJU and the Cornell Research Foundation, Inc. 
C'Cornell"). 
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1.6 'licensed Products" shall mean products containing genetic material that has t^en 
altered (in that generation or an earlier generation) by the use of the Licensor Technology. 

1.7 'licensee Reld-of-Use" shall mean Product Use and R es oaroh Uco, oxo l Lid i fk j 



Pharmsc eutic al Uco, in Com, Sunflower, Soybean, Canola /Rape . Alfalfa Tobacco Arabadops is 



and Sorghum and Rocoaroh Us e oxo l ud i ng Pharmac e utica l Ugo. i n Toboooo and [Arabadopo i o' i}, 



provided that no Tobacco or ^^feadops/ sf Arobadopcic] products r el ated i n any way to or a<^ 
PFedye t products produced by or from use of the Licensor Technoloov suoh R e coarcy> ueo s hall 1^ 
sold by Licensee. 

1 .8 "Licensee Technology" shall mean all Intellectual Property conceived, controlled by, 
and/or developed by Licensee pertaining to the Chimera and associated methods required for its 
use. 

1 .9 "Licensor Field-of-Use" shall mean ail uses outside the Licensee Field-oMJse. 

1.10 "Licensor Technology" shall mean the Chimera, all Intellectual Property conceived, 
corrtrolled by, and/or developed by Licensor covering the Chimera and other Intellectual Properly of 
Licensor (including Rec2 gene (as defined below)) but use of any such Intellectual Property shall be 
limited to the extent required for the use of the Chimera in the Licensee Field-of-Us e for Proddot 
Use. Licensor Technotoov shall further include all improvements to Licensor Technology. 

1.11 "Patent Rights" shall mean patents and patent applications and all foreign 
counterparts thereof in the Temtory as listed in Exhibit A. including all future divisionals and 
continuations, continuations in part, additions, confirmations, renewals, extensions and reissues of 
patents and patent applications and their equivalents covering the Licensor Technology. 

1.12 "Plants" shall mean multicellular rooted organisms containing chlorophyll and 
cellulose cell walls. 

1.13 "Pharmaceutical Use" shall mean all uses related to pharmaceutical compounds that 
are or would be regulated by the FDA Centers of Biological Evaluation and Research (CBER). Drug 
Evaluation and Research (CDER), Devices and Radiologic Health (CDRH) and Veterinary Medicine 
(CVM) in any species, and all similar foreign agencies. 

4t44 — "Product Uc e " shal l moan uco of tho L i ooncor T e chnology whor e th e- ootuo l produ st 
so l d doQC conta i n genotic mat e rial that hoc boon olt e r e d ( i n that gen e rat i on or an - oar liy 



genorat i on) by tho uc e of th e Lic e n s or Tochno l ogy. 

1.1€4 "Rec2" shall mean that gene as described in relation to Ustilago in U.S. patejit 
application serial no. 08/373,134 (*Vsti/ago RecT) and in relation to humans in patent disclosure 
Pennie & Edmonds docket no. 79gi0010 ("Human Rec2"), 

4t4€ — "Roe e orch Uco" cha ll moan uoo of tho L i coneor T e chno l ogy m th e L i c e ncoo F i e l d df 



Uco wh e ro no products cold contain gonot i c mat e ria l that has b e on alt e r e d by tho us e of t> >e 



L i o e noor Toohnotogy. 
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1.175 "Sublicensee" shall mean any company or entity which is sublicensed by Licensee 
pursuant to the terms of Section 2.2. 

1.1 S6 "Subsidiary" shall mean any company or entity at least 40% 6Q%-of whose voting 
stock is owned or directly or indirectly controlled by Licensee. 

1 . 1 87 "Territory" shall mean the world. 



ARTICLE 2->LiCENSE 

2.1 Grant of License . Licensor hereby grants to Licensee, upon the terms and 
conditions set forth herein, a royalty-bearing, exclusive license under the Licensor Technology^ 
including the Patent Right s, to use and make (pursuant to section 7.2) Chimera for research 
Dunooses and to lo) uo e and have ucod Ch i mora for Rocoarch Us e , and (b) uco and hovo uood 
Ch i mora for Product Us e . i n both oas e s to the oxtont noooGsary to the extend necessary to develop 
and commercialize Ucensed Products in the Licensee Field-of-Use in the Territory 

(z) Licensee shall have the right to assign within the Licensee Field-of-Use or 
Tenitorv for part thereof) the license granted in this Section 2,1 to certain 
whollv-owned Subsidiaries: and 

(b) L icensee shall have the right to subcontract to Licensee's Subsidiaries and 
Affiliates activities relating to the growing and marketing of Licensed Products 
within the Licensee Field-of-Use or Temtorv (or part thereof) f or the purposes 
of conducting Licensee's ongoing business. 



2.2 S uctv -Notwithstanding any such assignment as per (a) above or subcontracting as 
per (b) above, oha ll not bo oono i dorod q oubiioonco, pro v i ded that Licensee shall be responsible for 
the activities , including all reporting and rovaltv obligations, of such Subsidiaries and Affiliates as if 
they were the eart-^^icensee. 

2.23 Sublicensing . Licensee may grant sublicenses within the scope of the licenses 
granted in Section 2.1 to third parties, provided that: 

(a) Licensor has e ha ll havo t he right pursuant to any applicable contract between 
Licensor and a third party (or third parties) t o allow Licensee to sublicense 
the Intellectual Property right in question; 

(b) Licensee shall cause all such Sublicensees oub li ooncQOS t o comply with the 
provisions of this Agreement in the same manner as Licensee is bound 
hereby and shall contain provisions protecting the Kimeragen Licensors as 
specified on Exhibit B : 

(c) No Sublicensee cubliconcQ e shall have the further right to sublicense; 
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(d) Licensee shall b$ responsible for compliance by such Sublicensed 
oub l iconoQOO w ith the terms of this Agreement; and \ 

(e) Licensee shall give the Licensor prompt written notice of all sublicenses 
granted pursuant to this Section 2.2 as well as copy of the sublicense 
agreement. 

2.34 IhiDrovements . During the term provided in Section 6.2. the parties shall promptly 



disclose to each other In reasonable detail anv newlv developed Intellectual Property which 



IS 



related to the Licensor Technoloov or Licensee Technology. 

(a) Licensee hereby grants to Licensor an exclusive paid up worldwide license to the 
Licensee Technology, with the right to grant sublicenses (which may in turn 
include the right to grant further sublicenses), for all uses and applications in the 
Licensor Fleld-of-Use, prov i d e provided that Licensor shall have no right io 
Licensee Technology for anv uses and applications in fer Plants. The terms ar d 



conditions of such license shall be substantially like those contained in tM s 



present license recognizing that the parties to the new license are reversed. 
L i c e n s or cha ll l io e oeo Liconcoo to uoo improvomontc i n L i c e nsor Tochno t ogy purouant to Soctkfn 



2.1. During the torm providod in Soction 6.2, the part i es shal l promptly d i sclo se to e ach other 



r e q g on o b l o deta il any i nv e ntiono or improvomonto wh i ch ro tate to the L i concor T e chno l ogy 
L i conoe e- T e ohno l ogy. 

2.45 Limitations on Exclusivity . Except as provided below, the licenses of T e ohnok^y 



granted under Sections 2.1 and 2.3 shall be exclusive in the Territory in the respective field of use 
of each party. 



^a) Tho li corwio s ha ll bo non oxc i ucivo to th e ovtont that rights of e ither party 



tho futuro sha l l bo non -e xo l usivo; 



(ba) The licenses shall be non-exclusive to the extent required by governmeht 
regulations; and 

(g) Th e li c e n ses s ha l l bo non oxc l us i vo to tho extent of rocoarch uco. 

2.56 Freedom to Use . In the event that either party shall license third-party IntellectLjal 
Property to gain freedom-to-operate in that party's Field-of-Use and such Intellectual Property is 
also needed by the other party to gain freedom-to-operate in Its Fleld-of-Use, subject to Section 
3.6. the first party shall use all reasonable efforts to license such Intellectual Properiy so that other 
party's use of L i c e neor such Intellectual Property is covered Neither party shall enter into ailiv 



agreement that would preclude the other oartv from being able to also obtain a license. 

2,67 Protection of Technology . Licensee shail not use the Licensor Technology for arhy 
purpose other than to ma l <o, us e and s el l Lip e nsod Products, as provided in this Agreement. 
Licensee dhall lake no action in reepect of the Licensor Technology which is inconsistent with the 

terms of the license granted under this Agreement. 



000091 



Kimeragen. Inc/Pioneer HS«Bred International Inc. 

Page 54 . 

00/20/96 



2 
4 

6 
8 
10 
12 
14 
16 
18 

20 

22 

P4 

26 

28 

30 

32 

34 

36 

38 

40 

42 

44 

46 



2.?8 Acknowledgment of Rights . Licensee acknowledges that Licensee's right to use the 
Licensor Technology arises only out of the license s e ubl i o e ng e granted under this Agreement. All 
Licensed Products manufactured under issued patents shall bear a patent notice on the label as 
may be necessary or appropriate under the laws of the country in t he Teaitorv in which the 
Licensed Product is sold qc roooonab l y cpooif i Qd by L i concor to L i c e nfi a o 

2r8 R e e e rvot i on of R i ohts . Thio Agroomont conta i nB no qmntc undor any I ntfl li ftcrnn i 

Propofty of Liconcor, oxo e pt to th e oxtont of thoGo oxpl i o i t l y grontod und e r Soct i on 2.1. W i thout 
l im i tot i on, noright io granted to coquonoo RooQ or on y rel at e d gon e or rocombinaco i n Plantc. Any 
such work eha ll b e caniod out oo o jo i nt rooooroh projoct pur s u a nt to Soct i on 7.4 w i th L i coneor and 
L i oonooo jointly own i ng any gonoc is olatod ac a rocu l t of such worfe 



ARTICLE 3-PAYMENT 

3,1 Payment. In consideration of the rights granted herein, the Licensee shall pay to the 
Licensor: 



(a) three million dollars (US$3,000,000) upon the date of execution of this 
Agreement, provided that this Agreement shall not become effective until 
such payment is^shall-4 30 made. Such payment shall be for the use of the 
rights gran ted herein for a peri od extending from the Effective date to twenty 
(20) months after the Effective Date. 

(b) two million dollars (US$2,000,000) twenty (20) months after the Effective 
Date provided that Licensee shall not have issued a notice of termination 
pursuant to Section 6.3(a) effective on or before such date. Such payment 
shall be comprised of two portions: i) one million nine hundred thousand 
dollars ($1.900,000) for patents and patent applications in the Patent Rights 
that are filed after June 8. 1995 or issued before twenty months after the 
Effectiye Date, and ii) one hundred thousand dollars ($100.000) for patent 
applications and patents in the Patent Rights but not included in i) above. 

(c) a royally per uniLba^-of Licensed Product as specified on Exhibit C. 

(d) fifty poroont (60%) of th e va l uo of o il Gubl i conco a portion of sublicensing fees 
and/or royalties r e v e nuoc ( i noiuc l in^ f ee s and royp l tioc) as provided in 
Section 3.3. 

3.2 RoyaHv Conditions . Royalties shall: 

(a) be payab l e on l y on the sa le s of Liconcod Product i n oountrioc whoro pond i ng 
or i s B uod patontc or p l ant varioty protoct i on ox i ctG cover i ng th e Ch i mora or 
L i oonood Produoto or on ca l eo of L i concod Product whoro th e Liconcod 
Product wac devo l opod or grown i n countrioc whero cuch r i ghts ox i Gt. be 
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payable on the sale bv Licensee (including Licensee's Affiliates. Subsldiari^ 



2 or sublicensees) of Licensed Products to end-usie customers, but only wh tn 



such Licensed Products' sale, develooment or production is. at the time 



4 sale covered bv an issued Patent Right in the country where Llcens4d 

Product is sold, developed or produced: 



5f 



(b) accrue upon the sale of Licensed Product (including Affiliates and 
Subsidiaries) as d_etermined bv U.S. GAAP roooan l a e d bv tho SEC fpioaAo 
wplaiA}; I 



(c) be due and payable in U.S. dollars annually within sixty (60) days after tf|ie 
12 close of Licensee's fiscal year (August 31); 

14 (d) not be due and payable on il^Licensed Products used for Licensee's inlernial 

purposes (test beds) but shall be due on samples provided to end-u< e 
16 customers and Affi l iatoc , or ii) sales of Licensed Product to or amot io 



Licensee and Licensee's Affiliates. Subsidiaries or Sublicensees: 



(e) be prorated based on the package sizes shown on Exhibit C for package 
20 sizes not shown on Exhibit C> 



22 (f) be due and payable on Licensed Products used by Licensee for th e 

production of commercial grain at the same royalty amount as if the Licens< ^d 

Prnrti irle tAfora eolH 



24 Products were sold. 

26 3.3 Sublicenses . Licensor shall be entitled to share in all sublicensing fees and royo l t i Ao 



on a 50:50 basis. In the event that Licensee barters or trades the rights as granted in Section 2 



28 to a third party a Subl i oonoo of Lioonoor Tochnn l ngy f or other technology, or othenwise shall receive 
non-cash consideration, no fees shall be due to Licensor. to tho ext e nt of Guoh non nrn ^h 



30 cono i derat i on but Licensee shall be obligated to pay royalties to Licenso r Lio e n ee o on sales by su^;h 



third party t ho Sub l ioonooo a s if such sales were sales by Licensee ^ but at s e v e nty fiv e p e rco ^^ 



1 



32 ( 76%) of - t he rate provided on Exhibit C. Licensee shall be responsible for monitoring and reportir|g 
on the sales of its Sublicensees and shall be responsible for all royalties due to Licensor. 

34 

3.4 Reports . Licensee shall provide royalty reports to Licensor within sixty (60) days 
36 after the close of Licensee's fiscal year. Such reports shall contain informaliori about Licensee's 
sales as well as sales by and revenue received from Sublicensees reasonably necessary to verify 
38 royalties due, including: 

40 (a) A listing of all Licensed Products gualifvinq for royalties sold by Lioens4e 

(including Subsidiaries and Affiliates) and Sublicensees, sorted by individual 
42 product, crops s p e o iee a nd country; | 

44 (b) Royalty calculation; and 

46 (c) Royalties due and payable. 
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3.5 Audit , The Licensee shall keep full and accurate records at its principal place of 
business in the United States of all Licensed Products grown, distributed, or sold by Licensee 
(including Subsidiaries and Affiliates) and its Sublicensees during the term of this Agreement. Such 
records shall be open, at reasonable times, for three (3) years following the end of the fiscal year to 
which they pertain, to an inspection by a mutually agreed upon Certified Public Accountin g 
Firm X i ooncor or i t s rooroGontat i vo. at Licensor's expense, for the purposes of verifying Licensee's 
royalty payments under this Agreement. If a discrepancy of greater than five percent (5%) is found 
in any payment due hereunder, Licensee shall reimburse Licensor for the cost of such Inspection 
and promptly pay such overdue amount together with interest at the rate specified in Section 3.7. 

3.6 Third Party Royalties . In any case where use of the Licensor Technology licensed to 
I Licensee is in the future subject to a royalty (whether lump-sum or payable by reference to sales) to 

a third party other than Kimeragen Licensors with respect to currently licensed Licensor 
Technology, then in the event that Licensee determines to use such Licensor Technology, Licensee 
shall, in addition to the royalty specified in Section 3.1, be responsible for payment to Licensor of a 
further amount equal to the royalty payable to the third party attributable to sales by Licensee. 

3.7 Late Payments . All payments to be made by the Licensee to the Licensor hereunder 
shall bear interest at the prime or equivalent rate as quoted by Citibank N.A.. New York, New York, 
on the day the payment is overdue plus two percent (2%) per annum until paid. 



ARTICLE 4-PATENTS 

4.1 Prosecution , Licensor shall use reasonable efforts to prosecute the Patent 
Rights to the extent within the control of Licensor. In the event that Licensor shall elect not 
to continue prosecution such that the Chimera would not be subject to patent protection, 
then Licensee shall have the right to assume such prosecution at its expense, but any 
royalty obligation relating solely thereto shall cease.] [Chinrtera patent about to issue*] 

4.2 Infringement Actions . Licensee shall notify Licensor promptly of any action, daim or 
threat of patent infringement suit, either oral or written, or the commencement of any such patent 
infringement suit against Licensee relating to the Licensor Technology or of any infringement by a 
third party o f the Patent Rights within the Licensee Field of-Use. The parties shall cooperate in the 
development and execution of a strategy to defend against eweh-any such action against Licensee 
or to prevent any such infringement by a third party. 



ARTICLE 5-WARRANTIES & INDEMNITIES 

5.1 Warranties . 

(a) Each party represents and warrants to the other that it has full right, power 
and authority to enter into this Agreement and that the terms of this 
Agreement do not conflict with any other contractual obligations it has. 
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(b) Licensor represents and warrants that, as of the execution date, it knows of 
no Intellectual Property that would prevent Licensee from practicing the 
Licensor Technology. 

(c) Licensor represents and warrants that it has the freedom to enter into this 
Agreement and the right to provide the rights and license contemplated in 
Section 2.1. 

(6) Licensor represents and warrants that, as of the Effective Date. Licensor his 



disclosed to Licensee all known, and knows of no other, rovaity obligatiot is 



pursuant to Section 3.6: 

(de). No Other Warranties. Licensor makes no other wan^anly or representation 
with respect to the Licensor Technology, nor is Licensor in any way 
responsible for the utility of any Licensor Technology. LICENSOR HEREBY 
EXPRESSLY DISCLAIMS ANY AND ALL WARRANTIES AND 
REPRESENTATIONS. EXPRESS OR IMPLIED, ARISING BY LAW OR 
CUSTOM. WITH RESPECT TO THE LICENSOR TECHNOLOGY. 
INCLUDING, WITHOUT LIMITATION. WARRANTIES OF 
MERCHANTABILITY. FITNESS FOR A PARTICULAR PURPOSE. 
PATENTABILITY OR NON-INFRINGEMENT. LICENSOR DOES NOT IN 
ANY WAY PROMISE THAT THE LICENSOR TECHNOLOGY SHALL 
PRODUCE ANY PARTICULAR RESULTS. PRODUCTS OR 
PROFITABILITY. 

5.2 Indemnities . Licensee hereby waives any claim against Licensor and the Kimeragen 
Licensors and agrees to indemnity, defend, and hold harmless Licensor and the Kimeragen 
Licensors and their respective directors, officers, employees and agents, and in the case of the 
Kimeragen Licensors, their trustees, officers, agents and employees and those of any associated 
university, from all liabilities, demands, damages, expenses and losses (including without limitation 
for death, personal injury, illness or property damage, and including reasonable attorneys* fees) 
arising out of or in connection with this Agreement (collectively, the "Indemnified Losses"), including 
without limitation Indemnified Losses resulting from any exercise or use by Licensee or its 
transferees of Patent Rights, and any use, sale, or other disposition of Licensed Product by 
Licensee or its transferees and any claim thai Licensee's use, sale, or other disposition of Licensed 
Product infringes or violates any patent or other intellectual property rights. The indemnification 
rights contained herein are in addition to all rights which Licensor and/or the Kimeragen Licensors 
may have at law or in equity. Licensee hereby agrees that the Kimeragen Licensors are entitled to 
enforce this Section 5.2 directly against Licensee. Licensee shall cause its Affiliates and 
Subsidiaries, contractors and sub-contractors to waive claims against and indemnify the Kimeragen 
Licensors on the terms set forth above. Notwithstanding the foregoing, the indemnities provided fev 



Licensee herein shall not aoplv to the extent the indemnified losses would be or are covered bv th e 



foregoing Licensor's warranties. 

ARTICLE 6»TERM 
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6.1 Term Of Agreement This Agreement shall become effective as of its signature by 
I both parties and payment by Licensee of the sum specified in Section 3.1(a). All r i ghto ond 

obligations hereunder shall expire at the last to expire of any Patent Right having a valid claim 
which Licensee would infringe by its sale of Licensed Products but for this Agreement. 

6.2 Tenm of Technology Transfer The transfer of improvements nowtv d e v et oo e d 
t e ohno l ogy a s foreseen in Section 2.3 shall cease on the eight f8^) f i fth (6th) a nniversary of the 
Effecth^e Date. 

6.3 Early Termination . 

(a) Licensee shall have the right to terminate this Agreement by at least sixty 
(60) days written notice to Licenso r offoot i vo not - e arl ie r than twenty (20) 
months aft e r th e Effect i v e Dat e. 

(b) Either party may terminate this Agreement with immediate effect by written 
notice to the other party, if the other party goes into bankruptcy or 
insolvency, or the other party commits a material breach of any material 
obligation under this Agreement and fails to remedy such breach within sixty 
(60) days after notice of such breach. 

6.4 Restriction of Licensee Field-of-useTemii nat i on by Lio e ncor . Licensor shall be 
entitled to modify Licensee Field-of-Use on a crop-bv-croD basis Th i o Aqroomont may bo 
torminatod by Lioencor upon thirty (30) days written notice to Licensee, , upon a sp e ci es by spoo i oo 
baeier-if Licensee ceases, for twelve (12) consecutive months, after the year 2003. to develop or 
sell Licensed Products within such species. 

6.5 Effects of Termination . Termination of this Agreement shall not affect the continued 
enforceability of Sections and th e cont i nued e xictonoo of tho lioonco back under S e ct i on 
a. 3 of i mprovonf> e nto for tho li fe of th e Intollootual Prop e rty Right, [Conoopt of 20 y e ar s do os not 
eoom to mak e ee nsoi] 



ARTICLE 7-OTHER AGREEMENTS 

7.1 Supply of Chim era. In order to ensure the quality of the Chimera, Licensor shall 
supply or arrange for supply of Chimera to Licensee at an initial price of one thousand dollars 
(US$1,000) per micromole unpurified and one thousand two hundred dollars (US$1,200) per 
micromoie (HPLC purified). Such prices shall not Oe increased except to the extent of increases in 
Licensor's costs. Licensor shall make a reasonable effort to supply the agreed upon quantity of 
Chimera within fifteen (15) dav$ of receipt of the order Payments shall be made net thirty (30) 
days fronn delivery. Licensee shall be required to provide forecasts of its requirements for Chimera. 

7.2 Obligation to Purchase of Chimera. Upon the second anniversary of the Effective 
date. Licensee may make internally or have made or buy from another vendor Chimera for its own 
internal use. L icensee shall not be required to purchase Chimera in any country wherft such a 
requirement would be illegal or render unenforceable Licensor's Patent Rights. 
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2 7.33 Committee , A committee comprising an equal number of representatives of eaih 

party shall be formed (the "Committee") and shall meet not less than once each calendar yfi|r 
4 quart e r t o discuss research, progress toward commercialization and commercialization of Licensed 

Products. Licensee shall provide a research plan with benchmarks for development and 
6 commercialization of Licensed Products in each crop sge^te^ within the Licensee Field-of-Usjd. 

Prior to each such meeting, Licensee shall provide Licensor with a written report setting out 
8 research conducted measured against benchmarks, and summarizing progress toward 

commercialization and. when Licensed Products are available for commercial sale, a summary of 
10 marketing and sales figures and trends. The Committee shall also discuss joint opportunities for 

licensing of technology for Plants outside Licensee Field-of-Use. 

12 

7.34 Diligence . Licensee shall use reasonable commercial efforts to develop ai^d 
]4 commercialize the Licensed Products. 

16 7.46 Research , Licensee shall be primarily responsible for development and execution j^f 

research in Licensee Retd-of-Use. Licensor shall provide reasonable access to its consultants and 
18 employees to assist Licensee with the technology at a fee of $2,000 per full day of services plus 

reasonable expenses. The parties may agree to undertal<e joint research, in which case the parties 
20 shall negotiate in good faith to agree to the temns upon which such research shall be conducted 

and a research plan. [During the first [three years after the Effective Date,] Licensor shall 
22 provide Licensee with up to five (5) days per year of Dr, Kmiec's consulting time per year at 

two thousand dollars (US$2,000) per day and up to twenty (20) days per year of Dr. Kumar's 
24 (or other Licensor's scientists') consulting time at no cost to Licensee, and up to twenty (20) 

hours per year at two thousand dollars (US$2,000) per day.] [Subject to review] 

7.66 Trademarks and Use of Names . If Licensee develops a Licensed Producte fedeet fj^r 
28 commercialization, the Committee shall consider in good faith whether use of Licensor's 

trademarks or a description of Chimera technology in marketing brochures, literature and labeling 
30 for any Licensed Product is appropriate and desirable, and the appropriate payment and other 

terms for such trademark use. Neither party shall use the name of the other, nor shall Licensee 
32 use the name of any Kimeragen Licensor, or the names of any of their respective staff members. 

employees or students or any adaptation thereof in any advertising, promotional or sales literature 
34 to the extent such use might imply a relationship between the parties, or endorsement by either 

party or any Kimeragen Licensor of any act or thing or any product or method described in such 
16 material, without the prior written consent of the other party and the Kimeragen Licensor where 

applicable, which consent shall not be unreasonably withheld, 

38 
40 

(a) maintain the Confidential Information of the Other party in confidence and 
42 refrain from disclosing any part of such Confidential Information to any 

person or entity other than to its employees, consultants and sublicensees 
44 whose duties or rights justify the need to know such Confidential Information; 

46 (b) not to make any us© of the Confidential Information other than for the 

purpose of carrying out duties and obligations under this Agreement; 



7 Ml Confidentiality . Each party shall: | 
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2 (c) to take all reasonable steps to protect the Confidential Information against 

disclosure, misuse, loss and theft, which steps include the execution by all 

4 such persons of written agreements containing obligations of confidentiality, 

restricted disclosure and limited use relative thereto consistent with this 

6 Section 7,6 prior to disclosure of Confidential Infoonation to them; and 

8 (d) in the event that a third party wishes to evaluate Confidential Information In 

connection with a proposed business transaction with a party, disclose only 

10 as much of the Confidential Information to that third party as is necessary to 

conduct such evaluation, provided that prior to disclosure such third party 

12 executes a written agreement prohibiting use of the Confidential Information 

for any reason other than evaluation of such transactions and containing 

14 obligations of confidentiality consistent with this Section 7.6. 

16 The provisions of this Section 7.6 shall not apply to any part of the Confidential Information 

disclosed by one party to the other (a) which is agreed in writing by the disclosing party to be 

15 excluded; or (b) which the receiving party can show was known to or developed by it prior to 
Confidential Information first being received by it from, or disclosed to it by, the disdosmg party; or 

20 (c) which is public knowledge, or becomes public knowledge in the future, other than through acts 

or omissions of the receiving party in breach of this Agreement; or (d) which is lawfully obtained by 
22 receiving party from sources independent of the disclosing party who have a lawful right to possess 

and disclose such Information; or (e) which it is necessary for the receiving party to disclose in 
24 order to comply with any applicable law or if required to do so by order of any court or any other 

judicial or administrative body, provided that prior to making such disclosure the receiving party 
26 gives the disclosing party notice of the requirement of disclosure and the information to be 

disclosed. 

28 

7.78 Press Releases . Prior to any press release concerning this Agreement, both parties 
30 shall agree on the conten t and timing , such consent not to be unreasonably withheld, 

32 I 7.ft9 Regulatory Approvals . The parties shall provide to one another (at no cost) all 

materials, data and information in their possession needed to seek and obtain regulatory approvals 

34 ( necessary for the use and sale of products in their respective Fields-of»Use w hich use the Licensed 
Technology. Neither party shall use any regulatory infomnation and/or packages developed by the 

36 other for the benefit of a third party. Licensee shall comply with all regulatory requirements relating 
to the Licensed Products and shall take all reasonable or required steps to ensure that the 

38 Licensed Products are safe and lawful. 

40 I 7.giO Product Liability Insurance . Licensee shall obtain and maintain commercial general 

liability insurance, including commercial liability, product liability and completed operations 
42 insurance coverage in a minimum amount of five million dollars ($5,000,000) per loss including 

coverage for contractual liability. Licensor and the Kimeragen Licensors and their respective 
44 officers, directors, trustees, members of governing boards and employees will be named insureds 

under all such insurance. Such insurance shall also provide that Licensor and the Kimeragen 
46 Licensors be given notice of any modification thereof and at least ten (10) days prior written notice 

of cancellation or termination and the reason therefor. A certificate of insurance evidencing such 
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coverage will be provided to Licensor and the Kimeragen Licensors and. upon each annual 
anniversary of this Agreement, Licensee shall provide written confirmation issued by the insurer or 
an independent insurance agent confirming that Insurance is maintained in accordance with the 
above requirements. At Licensee's sole determination. Licensee may elect to be self-insured In 
accordance with reasonable business practines | 

7.11 Upon request from Licensee. Licensor shall diliaentiv undertake to have triis 



in 



8 licensing aoreement registered by the competent authorities of the countries of the Terrttorv ,,, 
order to safeguard Licensee's ability to join Licensor in any Intellectual Property rights enforceme nt 



10 action brought by Licensor against a third party and allow Licensee to claim damages resultif iq 



from the violation of the Intellectual Property rights licensed to him 

12 

14 ARTICLE 8--MISCELLANE0US PROVISIONS 

16 8.1 Force Majeure . Neithef party shall be liable for failure to perform its. obligations 

hereunder for so long as that failure may be the result of an event t>eyond its reasonable control (a 

18 'Torce majeure" event), proyided that such party uses all reasonable efforts to comply with the 
terms of this Agreement to the extent that it is able to do so. 

20 

8.2 Entire Agreement . This Agreement, together with all Exhibits attached hereto, 
22 constitutes the entire Agreement between the parties with respect to the present subject matter, all 

prior negotiations, agreements and understandings being expressly canceled hereby. 

24 

8.3 Amendment . This Agreement may be amended only by a written agreement 
26 embodying the full terms of the amendment signed by authorized representatives of both parties. 

28 8.4 Assignment . Neither party may assign their rights or obligations under this 

Agreement without prior written approval from the other party, except a^ -i) as setforth in Article 



30 and W) as p art of the sale or transfer of substantially all the business to which this Agreemept 
pertains, provided that such purchaser expressly agrees to assume that party's rights and 
32 obligations under this Agreement 

34 8,5 Severability . Should any provision of this Agreement be illegal, invalid or 

unenforceable under applicable law, the remaining provisions of this Agreement shall be construed 

36 as if such illegal, invalid or unenforceable provision had not been contained herein. The parties 
shall attempt to negotiate a provision replacing such provision and providing comparable benefits to 

38 each party, but in the event that such negotiations do not result in agreement within ninety (90) 
days, either party shall have the right to terminate this Agreement by ninety (90) days written notice 

40 to the other party. 

42 8.6 No Strict Construction . The language used in this Agreement shall be deemed to be 

the language chosen by both parties hereto to express their mutual intent and no rule of strict 
44 construction against either party shall apply to any term or condition of this Agreement. 

46 8.7 Relationship of Parties . Nothing contained in this Agreement shall be construed as 

creating a partnership, joint venture, agency or an association of any kind. 
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8.8 No Waiv&r . The failure of one party hereto to enforce at any time any of the 
provisions of this Agreement, or any rights in respect thereto, or to exercise any election herein 
provided, shall in no way be considered to be a waiver of such provision, rights or elections or in 
any way to affect the validity of this Agreement. Any waiver must be in writing. 

8.9 Interpretation . The headings contained in this Agreement are for convenience only 
and shall not affect the interpretation of this Agreement, in this Agreement, the word including** 
shall be deemed to be followed by •^Arithout limitation", the words "hereof and "herein" and 
"hereunder'' refer to this Agreement as a whole, and the singular includes the plural and vice versa. 

8.10 Notices . Notices shall be given by first class mail, by Federal Express or other 
recognized courier requiring signature on receipt, or by telecopy confirmed by contemporaneous 
phone conversation with the recipient of the telecopy, and shall be addressed to the other party at 
the address set forth below (or at such address as a party may specify by notice to the other): 

If to Licensee: Pioneer Hi-Bred International, Inc. 

Attention: Vice President. T&TD 

200 Cao i tQl Sq»ar Q 73QQ NW 62'^ Ave, 
4 0Q Loouct Stroo t P.O. Box 1004 

Hap h/lninftr f A fin -^nfi-?a4 Q Johnston. lA 50131-1004 
Telephone : ffl15\ 318 1800 ^515^ 270-3600 
Telecopv ; (fil5^ 363 3^78 (515) ■253>2476 

if to Licensor: Kimeragen, Inc. 

Attention: 
300. Pheasant Run 
Newtown, PA 18940 
Telephone : (215)504-4444 
Telecopv : (215) 504-4545 

8.1 1 Governing Law . This Agreement shall b© governed by and construed in accordance 
with the laws of Pennsylvania without giving effect to any choice of law or conflict of law provision 
or aile that would cause the application of the laws of any jurisdiction other than Pennsylvania. 

8.12 Counterparts . This Agreement may be executed in one or more counterparts, each 
of which sriall be deemed an original, but ail of which together shall constitute one and the same 
instrument. 

8.13 Dispute Resolution . The parties shall work together to remedy any difficulties which 
may arise in connection with this Agreement. All disputes arising out of this Agreement shall be 
referred to decision forthwith to a senior executive of each party who is, if possible, noi Involved in 
the dispute. If no agreement can be reached through this process within thirty (30) days of request 
by on© party to thd other to nomin^to a senior executivft for dispute resolution, then either party 
hereto shall be entitled to refer such dispute to three arbitrators for arbitration, such artsitration to be 
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held in Chicago, Illinois on an expedited basis in accordance with the rules and regulations of the 
2 American Arbitration Association. One arbitrator shall be appointed by each party vvithin thirty (30) 

days of a request for arbitration or receipt of notice thereof, with such arbitrators to appoint the third 
4 arbitrator within thirty (30) days of the appointment of the latter of the party arbitrators. The decision 

of the arbitrators shall be irrevo»tble and fully accepted by both parties. 

6 

* ♦ ♦ • » 

s 

IN WITNESS WHEREOF, the parties have caused their duly authorized representative to 
10 execute this Agreement as of the Effective Date. 

12 

PIONEER Hl-BRED INTERNATIONAL. INC. 

14 

By: 

16 

18 Name: '. 

20 Title: 

22 

KIMERAGEN. INC. 

24 

By: 



28 Name:. 
30 Title: 
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2 EXHIBIT A 

4 Patent Rights 

6 
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2 EXHIBIT B 

4 Sublicense Provisions 

6 1. Definitions , 

g "Kimeragen" shall mean Kimeragen, Inc. 

10 "Kimeragen Licensors" shall mean TJU and the Cornell Research Foundation. Inc. 

("Cornell"). 

12 

2. Indenr^nities , Licensee hereby waives any claim against Kimeragen and the 
14 Kimeragen Licensors and agrees to indemnify, defend, and hold harmless 

Kimeragen and the Kimeragen Uccnsors and their respective directors, officers, 
16 employees and agents, and in the case of the Kimeragen Licensors, their trustees, 

officers, agents and employees and those of any associated university, from all 
la liabilities, demands, damages, expenses and losses (including without limitation for 

death, personal injury, illness or property damage, and including reasonable 
20 attorneys' fees) arising out of or in connection with this Agreement (collectively, the 

"Indemnified Losses"), including without limitation Indemnified Losses resulting from 
22 any exercise or use by Licensfie or its transferees of Patent Rights, and any use. 

sale, or other disposition of Licensed Product by Licensee or its transferees and any 
24 claim that Licensee's use, sale, or other disposition of Licensed Product infringes or 

violates any patent or other intellectual property rights. The indemnification rights 
26 contained herein are in addition to all rights which Kimeragen and/or the Kimeragen 

Licensors may have at law or in equity. Licensee hereby agrees that the Kimeragen 
28 Licensors are entitled to enforce this Section directly against Licensee. Licensee 

shall cause its affiliates, subsidiaries, contractors and sub-contractors to waive 
30 claims against and indemnify the Kimeragen Licensors on the terms set forth abovfe. 

Notwithstandino the foreooinq. the indemnities provided bv Lice nsee herein shall npt 



32 apply to the extent the indemnified losses would be or are covered by the foregoitjiq 

Licensor's warranties. 

34 

36 3. Product Liability Insurance . Licensee shall obtain and maintain commercial general 

liability insurance, including commercial liability, product liability and completed 
38 operations insurance coverage in minimum amount of five million dollars 

($5,000,000) per loss including coverage for contractual liability. Kimeragen and the 
40 Kimeragen Licensors and their respective officers, directors, trustees, members of 

governing boards and employees will be named insureds under all such insurance. 
42 Such insurance shall also provide that Licensor and the Kimeragen Licensors be 

given notice of any modification thereof and at least ten (10) days prior written notice 
44 of cancellation or termination and the reason therefor. A certificate of insurance 

evidencing such coverage will be provided to Kimeragen and the Kimeragen 
46 Licensors and, upon each annual anniversary of this Agreement, Licensee shall 

provide written confirmation issued by the insurer or an independent insurance agent 
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2 
4 

6 



EXHIBIT C 
Royal ty Calculations 
[SUBJECT TO REVIEW] 



10 



Com (80K unit) 
Sorghum (50# unit) 
Soybean (50# unit) 
Sunflower (200K unit) 
Canola (??? ?50# unit) 

Alfalfa (50# unit) 



ROYALTY 



MAXIMUM 
ROYALTY' 



$0,250 
$0,134 
$0,043 
$0,280 
ttQ,QQ mCND$0.381 

$0,462 



$0.50 

$0,268 

$0,087 

$0,560 

fSftQQ 0K:NP$0.7 
62 
$0,924 



• For more than one use of the Licensor Technology. 
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confirming that insurance is maintained in aiccordance with the above requirements. 
At Licensee's sole determination. Licensee may elect to be self-insured, provided 
that such aeff-insurance is substantially equal to the coverage as described above, 

4. Use of Names . Licensee shall not use the name of Kimeragen or any Kimeragen 
Licensor, or the names of any of their respective staff members, employees or 
students or any adaptation thereof in any advertising, promotional or sales literature 
to the extent such use might imply a relationship between the parties, or 
endorsement by Kimeragen or any Kimeragen Licensor of any act or thing or any 
product or method described in such material, without the prior writlen consent of 
Kimeragen and the Kimeragen Licensor where applicable, which consent shall not 
be unreasonably withheld. 

5. Disclaimer of Waranties . LICENSOR HEREBY EXPRESSLY DISCLAIMS ANY 
AND ALL WARRANTIES AND REPRESENTATIONS, EXPRESS OR IMPLIED, 
ARISING BY LAW OR CUSTOM, WITH RESPECT TO THE LICENSOR 
TECHNOLOGY, INCLUDING. WITHOUT LIMITATION. WARRANTIES OF 
MERCHANTABILITY. FITNESS FOR A PARTICULAR PURPOSE, PATENTABILITY 
OR NONINFRINGEMENT LICENSOR DOES NOT IN ANY WAY PROMISE THAT 
THE LICENSOR TECHNOLOGY SHALL PRODUCE ANY PARTICULAR RESULTS, 
PRODUCTS OR PROFITABILITY. 

6. Qualttv Control . Licensee shall comply with all regulatory requirements relating to 
the Licensed Products and shall take all reasonable or required steps to ensure that 
the Licensed Products are safe and lawful. 
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LICENSE AGREEMENT 



THIS LICENSE AGREEMENT (the "Agreement") is made and entered into this day of 

. 1996 (the "Effective Date") between Pioneer Hi-Bred International, Inc., an Iowa 

corporation of 700 Capitol Square, 400 Locust Street, Des Moines. lA 50309-2340 ("Licensee"), 
and Kimoragen, Inc., a Delaware corporation, of 300 Pheasant Run, Newtown, PA 18940 
fLicensor"). 

WHEREAS. Licensor is the exclusive licensee of Thomas Jefferson University CTJU") 
under U.S. and foreign patent applications with respect to a chimeric vector for application in gene 
therapy developed by TJU and certain methods and processes using that chimeric vector; and 

WHEREAS. Licensee wishes to obtain an exclusive, worldwide license to use the 
technology to make and sell products in the Licensee Field-of-Use (as defined below). 

NOW THEREFORE, in consideration of the mutual promises and covenants set forth herein 
and for good and valuable consideration, the adequacy and sufficiency of which is hereby 
acknowledged, the parties hereby agree as follows: 



1.1 "Affiliate" shall mean any company or entity related to Licensee or to a Subsidiary of 
Licensee by contract and through which Licensee or Subsidiary of Licensee produces and/or 
markets seed to end-user customers, but only for the period or periods during which such a 
contractual relationship exists. 

1 .2 "Chimera" shall mean the chimeric vector of RNA and DNA as claimed in the Patent 
Rights or othenvise the subject of non-patented Licensor Technology. 

1.3 Xonfidential Information*' shall mean all information, in whatever form, which is 
disclosed by either party prior to or subsequent to the Effective Date of this Agreement. 

1.4 "Intellectual Property" shall mean without limitation, all filed patents, patentable 
inventions, know-how, trade secrets, techniques and ideas and all technical material which further 
includes DNA and RNA sequences and genes, oligos and proteins, and associated methods and all 
applications therefor. 

1.5 "Kimeragen Licensors" shall mean TJU and the Cornell Research Foundation, Inc. 
("Cornell"). 

1.6 "Licensed Products'* shall mean products containing genetic material that has been 
altered (in that generation or an earlier generation) by the use of the Licensor Technology. 



ARTICLE l-DEFINITIONS 
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"Licensee Fiefd-of-Use" shall mean Com, Sunflower, Soybean, Canola/Rape, Alfalfa, 
TobaccBTArafiacfops/s and Sorghum, provided that no Tobacco or Arabadopsis products or 
products produced by or from use of the Licensor Technology shall be sold by Licensee. 

1.8 "Licensee Technology" shall mean all Intellectual Property conceived, controlled by, 
and/or developed by Licensee pertaining to the Chimera and associated methods required for its 
use. 

1 .9 "Licensor Field-of-Use" shall mean all uses outside the Licensee Field-of-Use. 

^^j^ "Licensor Technology" shall mean the Chimera, all Intellectual Property conceived. 
controlleS^. and/or developed by Licensor covering the Chimera and other Intellectual Property of 
Licensor (including Rec2 gene (as defined below)) but use of any such Intellectual Property shall be 
limited to the extent required for the use of the Chimera in the Licensee Field-of-Use. Licensor 
Technology shall further include all improvements to Licensor Technology. 

1.11 "Patent Rights" shall mean patents and patent applications and all foreign 
counterparts thereof In the Tenitory as listed in Exhibit A, including all future divisionals and 
continuations, continuations in part, additions, confimnations, renewals, extensions and reissues of 
patents and patent applications and their equivalents covering the Licensor Technology. 

1.12 "Plants" shall mean multicellular rooted organisms containing chlorophyll and 

cellulose ceil walls. 

1.13 "Pharmaceutical Use" shall mean all uses related to pharmaceutical compounds that 
are or would be regulated by the FDA Centers of Biological Evaluation and Research (CBER), Drug 
Evaluation and Research (CDER), Devices and Radiologic Health (CDRH) and veterinary Medicine 
(CVM) in any spedes, and all similar foreign agencies. 

1.14 "RGC2" shall mean that gone as described in relation to Ustilago in U.S. patent 
application serial no. 08/373.134 {"Ustilago Rec2") and in relation to humans in patent disclosure 
Pennie & Edmonds docket no. 79910010 ("Human Rec2")- 



1,15 "Sublicensee" shall mean any company or entity which is sublicensed by Licensee 
pursuant to the terms of Section 2.2. 

1-16 "Subsidiary" shall mean any company or entity at least 40% of whose voting stock is 
owned or directly or indirectly controlled by Licensee. 

1.17 *Tenitory" shall mean the world. 



ARTICLE 2-UCENSE 



Oj/ Grant of License . Licensor hereby grants to Licensee, upon the temns and 
conditions set forth herein, a royalty-bearing, exclusive license under the Licenaor Technology, 
including the Patent Rights, to use and make (pursuant to section 7.2) Chimera for research 
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purposes and to the extend necessary to develop and commercialize Lrcensed Products in the 
2 Licensee Field-of-Use in tlie Territory. 

4 (a) Licensee shall have the right to assign within the Licensee Field-of-Use or 

Territory (or part thereof) the license granted in this Section 2.1 to certain 
6 wholly-owned Subsidiaries; and 

8 (b) Licensee shall have the right to subcontract to Licensee's Subsidiaries and 

Affiliates activities relating to the growing and marketing of Licensed Products 

10 within the Licensee Field-of-Use or Territory (or part thereof) for the purposes 

of conducting Licensee's ongoing business. 

12 

2.2 Notwithstanding any such assignment as per (a) above or subcontracting as per (b) 
14 above, Licensee shall be responsible for the activities, including all reporting and royalty 

obligations, of such Subsidiaries and Affiliates as if they were the Licensee. 

16 

2.3 Sublicensing . Licensee may grant sublicenR«s Nwithin the scope of the license.*? 
18 granted in Section 2.1 to third parties, provided that; 

20 (a) Licensor has the right pursuant to any applicable contract between Licensor 

and a third party (or third parties) to allow Licensee to sublicense the 

22 Intellectual Property right in question; 

24 (b) Licensee shall cause all such Sublicensees to comply with the provisions of 

this Agreement in the same manner as Licensee is bound hereby and shall 

26 contain provisions protecting the Kimeragen Licensors as specified on Exhibit 

B; 

28 

(c> No Sublicensee shall have the further right to sublicense; 

30 

(d) Licensee shall be responsible for compliance by such Sublicensees with the 
32 terms of this Agreement; and 

34 (e) Licensee shall give the Licensor prompt written notice of all sublicenses 

granted pursuant to this Section 2.2 as well as copy of the sublicense 
36 agreement. 

38 2.4 Improvements . During the tenn provided in Section 6.2, the parties shall promptly 

disclose to each other in reasonable detail any newly developed intellectual Property which is 
40 related to the Licensor Technology or Licensee Technology. 

42 (a) Licensee hereby grants to Licensor an exclusive paid up worldwide license to the 

Licensee Technology, with the right to grant sublicenses (which may in turn 

44 include the right to grant further sublicenses), for all uses and applications in the 

Licensor Reld-of-Use. provided that Licensor shall have no right to Licensee 

4^ Technology for any uees and applications in Plants. The terms and conditions of 
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such license shall be substantially like those contained in this present license 
2 recognizing that the parties to the new license are reversed. 

4 

2.5 Limitations on Exclusivity . Except as provided below, the licenses granted under 
6 Sections 2.1 and 2.3 shall be exclusive in the Territory in the respective field of use of each party. 

8 

(a) The licenses shall be non-exclusive to the extent required by government 
10 regulattcne; and 

12 2.6 Freedom to Use . In the event that either party shall license third-party Intellectual 

Property to gain freedom-to-operate in that party's Field-of-Use and such Intellectual Property is 

14 also needed by the other party to gain freedom-to-operate in its Field-of-Use, subject to Section 
3.6, the first party shall use all reasonable efforts to license such Intellectual Property so that other 

16 party's use of such Intellectual Property is covered. Neither party shall enter into any agreement 
that would preclude the other party from being able to also obtain a license. 

18 

2.7 Protection of TechnolOQv . Licensee shall not use the Licensor Technology for any 
20 purpose other than as provided in this Agreement. Licensee shall take no action in respect of the 
Licensor Technology which is inconsistent with the terms of the license granted under this 
22 Agreement. 

24 2.8 Acknowledgment of Riohts . Licensee acknowledges that Licensee's right to use the 
Licensor Technology arises only out of the licenses granted under this Agreement. All Licensed 

26 Products manufactured under issued patents shall bear a patent notice on the label as may be 
necessary or appropriate under the laws of the country in the Territory in which the Licensed 

25 Product is sold. 

30 

32 ARTICLE 3-PAYMENT 

34 3.1 Payment In consideration of the rights granted herein, the Licensee shall pay to the 

Licensor: 

36 

38 (a) three million dollars (US$3,000,000) upon the date of execution of this 

Agreement, provided mat tnis Agreement shall not t>ecome errectlve until 

40 such payment is made. Such payment shall be for the use of the rights 

granted herein for a period extending from the Fffective date to twenty (20) 

42 months after the Effective Date. 

44 (b) two million dollars {US$2,000,000) hwenty (20) months after the Effective 

Date provided that Licensee shall not have issued a notice of termination 

46 pursuant to Section 6.3(a) effective on or before such date. Such payment 

shall be comprised of two portions: i) one million nine hundred thousand 
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dollars ($1,900,000) for patents and patent applications in the Patent Rights 
2 that are filed after June 8, 1995 or issued before twenty months after the 

Effective Date, and ii) one hundred thousand dollars ($100,000) for patent 
4 applications and patents in the Patent Rights but not included in i) above. 

6 (c) a royalty per unit of Licensed Product as specified on Exhibit C. 

8 (d) a portion of sublicensing fees and/or royatties as provided in Section 3.3. 

10 ► 3.2 Royalty Conditiona . Royallied shall: 

12 (a) be payable on the sale by Licensee (including Licensee's Affiliates. 

Subsidiaries or sublicensees) of Licensed Products to end-use customers, 
14 but only when such Licensed Products' sale, development or production is, at 

the time of sale covered by an Issued Patent Right in the country where 
16 Licensed Product is sold, developed or produced; 

(b) accme upon the sale of Licensed Product (including Affiliates and 
18 Subsidiaries) as determined by U.S. GAAP; 

20 (c) be due and payable in U.S. dollars annually within sixty (60) days after the 

close of Licensee's fiscal year (August 31); 

22 

(d) r^ot be due and payable on i) Licensed Products used for Licensee's internal 
24 purposes (test beds) but shall be due on samples provided to end-use 

customers, or ii) sales of Licensed Product to or among Licensee and 
26 Licensee's Affiliates. Subsidiaries or Sublicensees; 

28 (e) be prorated based on the package sires shown on Exhibit C for package 

sizes not shown on Exhibit C; 

30 

(f) be due and payable on Licensed Products used by Licensee for the 
32 production of commercial grain at the same royalty amount as if the Licensed 

Products were sold. 

34 

3.3 Sublicenses . Licensor shall be entitled to share in all sublicensing fees on a 50:50 
^fi basis. In the event that Licensee barters or trades the rights as granted in Section 2.1 to a third 

party for other technology, or otherwise shall receive non-cash consideration, no fees shall be due 
38 to Licensor. Licensee shall be obligated to pay royalties to Licensor on sales by such third party as 

if such sales were sales by Licensee at the rate provided on Exhibit C. Licensee shall t>e 
40 responsible for monitoring and reporting on the sales of its Sublicensees and shall be responsible 

for all royalties due to Licensor. 

42 

3.4 Reports . Licensee shall provide royalty reports to Licensor within sixty (60) days 
44 after the close of Licensee's fiscal year Such reports shall contain information about Licensee's 

sales as well as sales by and revenue received from Sublicensees reasonably necessary to verify 
46 royalties due, including: 



OOOliO 



1 V IV/ VL I 



Kimeragen, Inc/Pioneer Hi-Bred International, Inc. 
Page 6. 

09/20/96 

(a) A listing of all Licensed Products qualifying for royalties sold by Licensee 
2 (including Subsidiaries and Affiliates) and Sublicensees, sorted by individual 

product, crops and country; 



(b) Royalty calculation: and 

(c) Royalties due and payable. 



4 

6 
8 

3.5 Audit , The Licensee shall keep full and accurate records at its principal place of 
10 business In the United States of al! Licensed Products grown, distributed, or $old by Licensee 

(including Subsidiaries and Affiliates) and its Sublicensees during the term of this Agreement. Such 
12 records shall be open, at reasonable times, for three (3) years following the end of the fiscal year to 

which they pertain, to an inspection by a mutually agreed upon Certified Public Accounting Finm. at 
14 Licensor's expense, for the purposes of verifying Licensee's royalty payments under this 

Agreement. If a discrepancy of greater than five percent (5%) is found in any payment due 
16 hereunder. Licensee shall reimburse Licensor for the cost of such inspection and promptly pay 

such overdue amount together with interest at the rate specified in Section 3.7. 

18 

3.6 Third Party Royalties . In any case where use of the Licensor Technology licensed to 
20 Licensee is in the future subject to a royalty (whether lump-sum or payable by reference to sales) to 

a third party other than Kimeragen Licensors with respect to currently licensed Licensor 
22 Technology, then in the event that Licensee determines to use such Licensor Technology, Licensee 

shall, in addition to the royalty specified in Section 3.1, be responsible for payment to Licensor of a 
24 further amount equal to the royalty payable to the third party attributable to sales by Licensee. 

26 3.7 Late Payments . All payments to be made by the Licensee to the Licensor hereunder 

shall bear interest at the prime or equivalent rate as quoted by Citibank N.A., New York, New Yori^, 
28 on the day the payment is overdue plus two percent (2%) per annum until paid. 



ARTICLE 4-PATENTS 



30 

32 

4.1 Prosecution . Licensor shall use reasonable efforts to prosecute the Patent 
34 Rights to the extent within the control of Licensor. In the event that Licensor shall elect not 

to continue prosecution such that the Chimera would not be subject to patent protection, 
36 then Licensee shall have the right to assume such prosecution at its expense, but any 
royalty obligation relating solely thereto shall cease.] [Chimera patent about to issue.] 

38 

4.2 Infringement Actions . Licensee shall notify Licensor promptly of any action, claim or 
40 threat of patent infringement suit, either oral or written, or the commencement of any such patent 

infringement suit against Licensee relating to the I irensor Technology or of any infringement by a 
42 third parly of the Patent Rights within the Licensee Field-of-Use. The parties shall cooperate in the 

development and execution of a strategy to defend against any such action against Licensee or to 
44 prevent any such infringement by a third party. 

46 ARTICLE 5-WARRANTIE9 S. INDEMNITIES 
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5.1 Warranties. 



2 



(a) Each party represents and warrants to the other that it has full right, power 
4 and authority to* enter into this Agreement and that the terms of this 

Agreement do not conflict with any other contractual obligations it has. 



6 



(b) Licensor represents and warrants that, as of the execution date, it knows of 
8 no Intellectual Property that would prevent Licensee from practicing the 

Licensor Technology. 



10 



(c) Licensor represents and warrants that it has the freedom to enter into this 
12 Agreement and the right to provide the rights and license contemplated in 

Section 2.1. 

14 

(d) Licensor represents and warrants that, as of the Effective Date, Licensor has 
16 disclosed to Licensee all known, and knows of no other, royalty obligations 

pursuant to Section 3.6; 

18 

(e) . No Other Warranties. Licensor makes no other warranty or representation 
20 with respect to the Licensor Technology, nor is Licensor in any way 

responsible for the utility of any Licensor Technology. LICENSOR HEREBY 
22 EXPRESSLY DISCLAIMS ANY AND ALL WARRANTIES AND 

REPRESENTATIONS. EXPRESS OR IMPLIED. ARISING BY LAW OR 
24 CUSTOM, WITH RESPECT TO THE LICENSOR TECHNOLOGY, 

INCLUDING, WITHOUT LIMITATION, WARRANTIES OF 
26 MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE, 

PATENTABILITY OR NON-INFRINGEMENT. LICENSOR DOES NOT IN 
28 ANY WAY PROMISE THAT THE LICENSOR TECHNOLOGY SHALL 

PRODUCE ANY PARTICULAR RESULTS. PRODUCTS OR 
30 PROFITABILITY. 

32 5.2 Indemnities . Licensee hereby waives any claim against Licensor and the Kimeragen 

Licensors and agrees to indemnify, defend, and hold hamiless Licensor and the Kimeragen 
34 Licensors and their respective directors, officers, employees and agents, and in the case of the 

Kimeragen Licensors, their trustees, officers, agents and employees and those of any associated 
36 university, from all liabilfties, demands, damages, expenses and losses (including without limitation 

for death, personal injury, illness or property damage, and including reasonable attorneys' fees) 
38 arising out of or in connection with this Agreement (collectively, the "Indemnified Losses"), including 

without limitation Indemnified Losses resulting from any exercise or use by Licensee or its 
40 transferees of Patent Rights, and any use, sale, or other disposition of Licensed Product by 

Licensee or its transferees and any claim that Licensee's use. sale, or other disposition of Licensed 
42 Product infringes or violates any patent or other intellectual property rights. The indemnification 

rights contained herein are In addition to all rights which Licensor and/or the Kimeragen Licensors 
44 may have at law or in equity. Licensee hereby agrees that the Kimeragen Licensors are entitled to 

enforce this Section 5,2 directly against Licensee. Licensee shall cause its Affiliates and 
4<5 Subsidiaries, contractors and sub-oontractors to waive claime against and indemniry the Kimeragen 

Licensors on the terms set forth above. Notwithstanding the foregoing, the indemnities provided by 
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Licensee herein shall not apply to the extent the indemnified losses would be or are covered by the 
foregoing Licensor's warranties. 

APTICLE 6-.TERM 

6 1 Term Of Aareennent . This Agreement shall become effective as of its signature by 
both parties and payment by Licensee of the sum specified in Section 3.1(a). All obligations 
hereunder shall expire at the last to expire of any Patent Right having a valid claim which Licensee 
would infringe by Ha sate of Licensed Products but for this Agreement. 

6.2 Term of Technoloov Transfer . The transfer of improvements as foreseen in Section 
2.3 shall cease on the eight (8*) anniversary of the Effective Date. 

6.3 Early Termination . 

(a) Licensee shall have the right to temiinate this Agreement by at least sixty 
(60) days written notice to Licensor. 

(b) Either party may terminate this Agreement with immediate effect by written 
notice to the other party, if the other party goes Into bankoiptcy or 
insolvency, or the other party commits a material breach of any material 
obligation under this Agreement and fails to remedy such breach within sixty 
(60) days after notice of such breach . 

6.4 Restriction of Licensee Field-of-use . Licensor shall be entitled to modify Licensee 
Field-of-use on a crop-by-crop basis upon thirty (30) days written notice to Licensee if Ucensee 
ceases, for twelve (12) consecutive months, after the year 2003, to develop or sell Licensed 
Products within such species. 

6-5 Effects of Tennlnation . Termination of this Agreement shall not affect the continued 
enforceability of Sections 

ARTICLE 7-OTHER AGREEMENTS 

7.1 SuDOlv of Chimera . In order to ensure the quality of the Chimera. Licensor shall 
supply or an-ange for supply of Chimera to Licensee at an initial price of one thousand dollars 
(LIS$1,000) per micromole unpurified and one thousand two hundred dollars (US$1,200) per 
micromote (MPLC purified). Such prices snail not be increased except to the extent of increases in 
Licensor's costs. Licensor shall make a reasonable effort to supply the agreed upon quantity of 
Chimera within fifteen (15) days of receipt of the order Payments shall be made net thirty (30) 
days from delivery. Licensee shall be required to provide forecasts of its requirements for Chimera. 

7.2 Obligation to Purchase of Chimera . Upon the second anniversary of the Effective 
date, Licensee may make internally or have made or buy from another vendor Chimera for its own 

internal uee. Licenw© ehall not be required to purchase Chimera in any country where such a 

requirement would be illegal or render unenforceable Licensor's Patent Rights. 
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10 

12 



38 
40 



7.3 Committee . A committee comprising an equal number of representatives of each 
party shall be formed (the "CommiUee") and shall meet not less than once each calendar year to 
discuss research, progress toward commercialization and commercialization of Licensed Products. 
Licensee shall provide a research plan with Ijenchmarks for development and commerdafizaf on of 
Licensed Products in each crop within the Licensee Field-of-Use. Prior to each such meeting, 
Licensee shall provide Licensor with a written report setting out research conducted measured 
against benchmarks, and summarizing progress toward commerdalization and. when Licensed 
Products are available for commercial sale, a summary of marketing and sales figures and trends. 
The Committee shall also diecuss joint opportunities for licensing of technology for Plants outside 
Licensee Reld-of-Use. 



7.4 Diligence . Lcensee shall use reasonable commercial efforts to develop and 
14 commercialize the Licensed Products. 

,6 7.5 Research . Licensee shall be primarily responsible for development and execution of 

research in Licensee Field-of-Use. Licensor shall provide reasonable access to its consultants and 
18 employees to assist Ucensee with the technology at a fee of $2,000 per full day of semces plus 

reasonable expenses. The parties may agree to undertake joint research, in which case the parties 
20 shall negotiate in good faith to agree to the temis upon which sucn research shall be conducted 

and a research plan, puring the first [three years after the EffecUve Date,] Licensor shall 
22 provide Licensee with up to five (5) days per year of Dr. Kntiiec's consulting time per year at 

two thousand dollars (US$2,000) per day and up to twenty (20) days per year of Or. Kumar's 
24 (or other Licensor's scientists') consulting time at no cost to Licensee, and up to twenty (20) 

hours per year at two thousand dollars (US$2,000) per day.] [Subject to review] 

26 

7.6 Trademark and Use of Names . If Licensee develops a Licensed Product for 
28 commercialization, the Committee shall consider in good faith whether use of Licensor's 

trademarks or a description of Chimera technology in marketing brochures, Irterature and labeling 
30 for any Licensed Product is appropriate and desirable, and the appropriate payment and other 

terms for such trademark use. Neither party shall use the name of the other, nor shall Licensee 
32 use the name of any Kimeragen Licensor, or the names of any of their respective staff members, 

employees or students or any adaptation thereof in any advertising, promotional or sales literature 
34 to the extent such use might imply a relationship between the parties, or endorsement by either 

party or any Kimeragen Licensor of any act or thing or any product or method described ir such 
36 material, without the prior written consent of the other party and \t\e Kimeragen Licensor where 

applicable, which consent shall not be unreasonably withheld. 



7.7 Confldentlalltv . Each party shall: 



(a) maintain the Confidential Information of the other parly in confidence and 
42 refrain from disclosing any part of such Confidential Infomiation to any 

person or entity other than to its employees, consultants and sublicensees 
44 whose duties or rights justify the need to know such Confidential Infomriation; 

4^ (b) not to make any use of the Confidential Information other than for the 

purpose of carrying out duties and obligations under this Agreement; 
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(c) to take all reasonable steps to protect the Confidential Infom^ation against 
disclosure, misuse, loss and theft, yyhich steps include the execution by all 
such persons of written agreements containing obligations of confidentiality, 
restricted disclosure and limited use relative thereto consistent with this 
Section 7.6 prior to disclosure of Confidential Information to them; and 

(d) in the event that a third pany wishes to evaluate Confidential Information in 
connection with a proposed business transaction with a party, disclose only 
as much of the Confidential Information to that third party as is necessary to 
conduct such evaluation, provided that prior to disclosure such third party 
executes a written agreement prohibiting use of the Confidential Infonnation 
for any reason other than evaluation of such transactions and containing 
obligations of confidentiality consistent with this Section 7.6. 

The provisions of this Section 7.6 shall not apply to any part of the Confidential Information 
disclosed by one party to the other (a) which is agreed in writing by the disclosing party to be 
excluded; or (b) which the receiving party can show was known to or developed by H pnor to 
Confidential Infonnalion first being received by it from, or disclosed to it by. the disclosing party; or 
(c) which is public knowledge, or becomes public knowledge in the future, other than through acts 
or omissions of the receiving party in breach of this Agreement; or (d) which is lawfully obtained by 
receiving party from sources independent of the disclosing party who have a lawful right to possess 
and disclose such Information; or (e) which it is necessary for the receiving party to disclose m 
order to comply with any applicable law or if required to do so by order of any court or any other 
judicial or administrative body, provided that prior to making such disclosure the receiving party 
gives the disclosing party notice of the requirement of disclosure and the information to be 
disclosed. 

7 8 Press Releases . Prior to any press release concerning this Agreement, both parties 
shall agree on the content and timing, such consent not to be unreasonably withheld. 

7.9 Regulatory Approvals . The parties shall provide to one another (at no cost) all 
materials, data and information in their possession needed to seek and obtain regulatory approvals 
necessary for the use and sale of products in their respective f^iclds-of-Use which use the Ucensed 
Technology. Neither party shall use any regulatory information and/or packages developed by the 
other for the benefit of a third party. Licensee shall comply with all regulatory requirements relating 
to the Licensed Products and shall take all reasonable or required steps to ensure that the 
Licensed Products are safe and lawful. 

7.10 Product Liabilitv Insurance . Licensee shall obtain and maintain commercial general 
iiabilKy insurance, including commercial liability, product liability and completed operations 
insurance coverage in a minimum amount of five million dollars ($5,000,000) per loss including 
coverage for contractual liability. Licensor and the Kimeragen Licensors and their respective 
officers, directors, tmstees. members of goveming boards and employees will be named insureds 
under all such insurance. Such insurance shall also provide that Licensor and the Kimeragen 
Licensors be given notice of any modification thereof and at least ten <10) days prior written notice 
of cancellation or termination and the reason therefor. A certificate of insurance evidencing such 
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coverage will be provided to Licensor and the Kimeragen Licensors and, upon each annual 
2 anniversary of this Agreement, Licensee shall provide written confirmation issued by the insurer or 

an independent insurance agent confimiing that insurance is maintained in accordance with the 
4 above requirements. At Licensee's sole determination. Licensee may elect to be self-insured in 

accordance with reasonable business practices. 

6 

7.11 Upon request from Licensee. Licensor shall diligently undertake to have this 
s licensing agreement registered by the competent authorities of the countries of the Territory in 

order to safeguard Licensee's ability to join Licensor in any Intellectual Property rights enforcement 
10 adion brought by Licensor against a third party and allow Ucensee to claim damages resulting 

from the violation of the Intellectual Property rights licensed to him. 

12 

14 ARTICLE 8-MISCELLANEOUS PROVISIONS 

)5 8.1 Force Majeure . Neither party shall be liable for failure to perform its obligations 

hereunder for so long as that failure may be the result of an event beyond its reasonable control (a 

18 "force majeure" event), provided that such party uses all reasonable efforts to comply with the 
terms of this Agreement to the extent that it is able to do so. 

20 

8.2 Entire Agreement . This Agreement, together with all Exhibits attached hereto, 
22 constitutes the entire Agreement between the parties with respect to the present subject matter, all 

prior negotiations, agreements and understandings being expressly canceled hereby. 

24 

8.3 Amendment . This Agreement may be amended only by a written agreement 
26 embodying the full terms of the amendment signed by authorized representatives of both parties. 

28 8.4 Assignment , Neither party may assign their rights or obligations under this 

Agreement without prior written approval from the other party, except i) as setforth in Article 2 and 

30 ii) as part of the sale or transfer of substantially all the business to which this Agreement pertains, 
provided that such purchaser expressly agrees to assume that party*s rights and obligations under 

32 this Agreement. 

34 8.5 Severabititv . Shoufd any provision of this Agreement be illegal, invalid or 

unenforceable under applicable law, the remaining provisions of this Agreement shall be construed 

36 as if such illegal, invalid or unenforceable provision had not been contained herein. The parties 
shall attempt to negotiate a provision replacing such provision and providing comparable benefits to 

38 each party, but in the event that such negotiations do not result in agreement within ninety (90) 
days, efther party shall have the right lo ternunale Ihis Agreement by ninety (90) days written notice 

40 to the other party. 

42 8.6 No Strict Constaiction . The language used in this Agreement shall be deemed to be 

the language chosen by both parties hereto to express their mutual intent and no rule of strict 
44 construction against either pany shall apply to any term or condition of this Agreement. 

46 8.7 Relationship of Parties Nothing contained in this Agreement shall be construed as 

creating a partnership, joint venture, agency or an association of any kind. 
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8.8 No Waiver . The failure of one party hereto to enforce at any time any of the 
provisions of thfs Agreement, or any righls in respect thereto, or to exercise any election herein 
provided, shall in no way be considered to be a waiver of such provisioa rights or elections or in 
any way to affect the validity of this Agreement Any waiver must be in writing. 

8.9 Interpretation . The headings contained in this Agreement are for convenience only 
and shall not affect the interpretation of this Agreement. In this Agreement, the word -^incfuding-* 
shall be deemed to be followed by 'Without limitation", the words "hereof and "herein" and 
•hereunder" refer to this Agreement as a whole, and the singular includes the plural and vice versa. 

8.10 Notices , Notices shall be given by first class mail, by Federal Express or other 
recognized courier requiring signature on receipt, or by telecopy confirmed by contemporaneous 
phone conversation with the recipient of the telecopy, and shall be addressed to the other party at 
the address set forth below (or at such address as a party may specify by notice to the other): 

If to Licensee: Pioneer Hi-Bred International. Inc. 

Attention: Vice President, T&TD : 

7300 NW62'^Ave. 
P.O. Box 1004 
Johnston. lA 50131-1004 
Telephone : (515) 270-3600 
Telecopy: (515) -253-2478 

if to Licensor: Kimeragen, Inc. 

Attention: 

300. Pheasant Run 
Newtown. PA 18940 
Telephone : (215)504^444 
Telecopy : (215) 504-4545 

8.1 1 Governing Law . This Agreement shall be governed by and construed in accordance 
with the laws of Pennsylvania without giving effect to any choice of law or conflict of law provision 
or njle that would cause the application of the laws of any jurisdiction other than Pennsylvania. 

8.12 Counterparts . This Agreement may be executed in one or more counterparts, each 
of which shall be deemed an original, but all of which together shall constitute one and the same 
instrument. 

8.13 Dispute Resolution . Trie parties Shalt work together to remedy any difficulties which 
may arise in connection with this Agreement. All disputes arising out of this Agreement shall be 
referred to decision forthwith to a senior executive of each party who is, if possible, not involved in 
the dispute. If no agreement can be reached through this process within thirty (30) days of request 
by on© party to the other to nominate a senior executive for dispute resolution, then either party 
hereto shall be entitled to refer such dispute to three arbitrators for arbitration, such art)itration to be 
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held in Chicago. Illinois on an expedited basis in accordance with the rules and regulations of the 
2 American Arbitration Association. One arbitrator shall be appointed by each party within thirty (30) 

days of a request for art)itration or receipt of notice thereof, with such art)itrators to appoint the third 
4 arbitrator within thirty (30) days of the appointment of the latter of the party arbitrators. The decision 

of the arbitratorR shall be irrevocable and fully accepted by both parties. 

6 



IN WITNESS WHEREOF, the parties have caused their duly authorized representative to 
1 0 execute this Agreement as of the Effective Date. 



PIONEER Hl-BRED INTERNATIONAL. INC. 

14 

By: _ 

16 

18 Name: 

20 Title: 

22 

KIMERAGEN. INC. 

24 

By: : _ 

26 

2S Name: 

30 Title: . 
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EXHIBITA 
Patent Rights 



6 



000119 



KimeragcB, Inc/Pioneer Hi-Bred Imemational, Inc. 

Page 15. 

09/20/96 



EXHIBIT B 
Sublicense Provisions 

1. Definitions . 

"Kimeragen** shall mean Kimeragen. Inc. 

"Kimeragon Ucensors" shall mean TJU and the Cornell Research Foundation, Inc. 
rComell"). 

2. Indemnities . Licensee hereby waives any claim against Kimeragen and the 
Kimeragen Licensors and agrees to indemnify, defend, and hold harmless 
Kimeragen and the Kimeragen Licensors and their respective directors, officers, 
employees and agents, and in the case of the Kimeragen Licensors, their trustees, 
officers, agents and employees and those of any associated university, from all 
liabilities, demands, damages, expenses and losses (including without limitation for 
death, personal injury, illness or property damage, and including reasonable 
attorneys' fees) arising out of or in connection with this Agreement (collectively, the 
"Indemnified Losses"), including without limitation Indemnified Losses resulting from 
any exercise or use by Licensee or its transferees of Patent Rights, and any use. 
sale, or other disposition of Licensed Product by Licensee or its transferees and any 
claim that Licensee's use, sale, or other disposition of Licensed Product infringes or 
violates any patent or other intellectual property rights. The indemnification rights 
contained herein are in addition to all rights which Kimeragen and/or the Kimeragen 
Licensors may have at law or in equity. Licensee hereby agrees that the Kimeragen 
Licensors are entitled to enforce this Section directly against Licensee. Ucensee 
shall cause its affiliates, subsidiaries, contractors and sub-contractors to waive 
claims against and indemnify the Kimeragen Licensors on the terms set forth above. 
Notwithstanding the foregoing, the indemnities provided by Licensee herein shall not 
apply to the extent the indemnified losses would be or are covered by the foregoing 
Licensor's warranties. 



3. Product Liability Insurance . Licensee shall obtain and maintain commercial general 
liability, insurance, including commercial liability, product liability and completed 
operations insurance coverage in minimum amount of five million dollars 
($5,000,000) per loss including coverage for contractual liability. Kimeragen and the 
Kimeragen Licensors and their respective officers, directors, trustees, members of 
governing boards and employees will be named insureds under all such insurance. 
Such insurance shall also provide that Licensor and the Kimeragen Licensors be 
given notice of any modification thereof and at least ten (1 0) days prior written notice 
of cancellation or temiination and the reason therefor. A certificate of insurance 
evidendng such coverage will be provided to Kimeragen and the Kimeragen 
Licensors and, upon each annual anniversary of this Agreennent, Licensee shall 
provide written confirmation issued by the insurer or an independent insurance agent 
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confirming that insurance is maintained in accordance with the above requirements. 
At Licensee's sole determination. Licensee may elect to be self-insured, provided 
that such self-insurance is substantially equal to the coverage as described above. 

Use of Names . Licensee shall not use the name of Kimeragen or any Kimeragen 
Licensor, or the names of any of their respective staff members, employees or 
students or any adaptation thereof in any advertising, promotional or sales literature 
to the extent such use might imply a relationship between the parties, or 
endorsement by Kimeragen or any Kimeragen Ucensor of any act or thing or any 
product or method described in such material, without the pnor written consent of 
Kimeragen and the Kimeragen Licensor where applicable, which consent shall not 
be unrea8onat>ly withheld. 

5 nisclaimer of Warranties . LICENSOR HEREBY EXPRESSLY DISCLAIMS ANY 
AND ALL WARRANTIES AND REPRESENTATIONS. EXPRESS OR IMPLIED, 
ARISING BY LAW OR CUSTOM, WITH RESPECT TO THE LICENSOR 
TECHNOLOGY INCLUDING. WITHOUT LIMITATION. WARRANTIES OF 
MERCHANTABiLITY. FITNESS FOR A PARTICULAR PURPOSE. PATENTABILITY 
OR NON-INFRINGEMENT. LICENSOR DOES NOT IN ANY WAY PROMISE THAT 
THE LICENSOR TECHNOLOGY SHALL PRODUCE ANY PARTICULAR RESULTS. 
PRODUCTS OR PROFITABI LITY. 

Qualih/ Control . Ucensee shall comply with all regulatory requirements relating to 
the Licensed Products and shall take all reasonable or required steps to ensure that 
the Licensed Products are safe and lawful. 



6 
8 

10 

12 



22 

24 
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EXHIBIT C 

Royalty Calcu lations 
ISUBJECTTO REVIEW] 





ROYALTY 


mxmm 

ROYALTY* 






Corn (80K unit) 


$0,250 


$0.5G 


1 




Sorghum (S0# unit) 


$0,134 


$0,268 




Soybean (5b# unit) 


$0,043 


$0,087 




Sunflower (200K unit) 


$0,280 


$0,560 




Canola (50# unit) 


CND$0.381 


CND$0.762 




Alfalfa (50# unit) 


$0,462 


$0,924 



* For more than one use of the Licensor Technology 




PlOMFER HI-BRED I CM T E R N AT I O N A L . INC. 

RESEARCH AND PRODUCT DEVGLOPMENT 



RESeAftCH CENTER 
7300 N.W. 62NO AVeNUe • P.O. BOX 1 004. 

JOHNSTON. tOWA SOI 31 -1004 
PMONE: <SlS) 270-3600 
TEI..Eh-AXi (SIS) 



PIONEER. 



September 20, 1996 

Mr. Bo Allen 
Senior Vice President 
300 Pheasant Run 
Newtown, PA 18940 

Dear Bo. 

First, let me reiterate that Pioneer continues to be very interested in Kimeragen's 
technology and pleased with our relationship with you and your colleagues. Like you, we 
are anxious to conclude this transaction as soon as practicable. Before proceeding, I 
would like to conunend Stephen for an excellent job in capxuring the parties* inieniions. 

I have alUiched our response to your draft of September 10'\ At first glance, you will see 
that we have made a considerable number of changes. However, upon further review, I 
believe you will find that, with few exceptions, our change.*; were made to add clarity and 
definitivcness. 

My greatest challenge at Pioneer is to be sure that one, our agrcemenis can be readily 
understood by lay people, thus helping guarantee that Pioneer will meet all of its 
obligations, and two, the wording of the agreement reflects Pioneer's business structure in 
such a way as to not be limiting. It is in this spirit that I have made most of the changes. 

In the interest of time, I will not explain the rationale for each and every change in 
writing, but I will try to cover some of die more substantial changes. 

Second Whereas: Changed to more accurately reflect the grant and the relationship 
between our rights under the grant and the right to sell Licensed Products. 

Article 1.7; Redrafted, but no change in scope or intent (at least no change intended). 

Article LIO: Improvements are specifically included in the grant pursuant to Section 2.3. 
For clarity, I have incorporated this concept in the definition. 

Articles 1 .14 and 1.16: After taking a close look at these definitions, it appeared that they 
do not materially help define the field, grant or obligation to pay royalties, so they were 
deleted. 
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Article 2.1: The grant has been redrafted, primarily because l.Uand 1.16 were deleted 
However, we have added the right to "make'\ principally due to Article 7. 1 (now new 
Article 7,2). We have also introduced a new 2.1(a) - this change does not impact our 
obligation to track and pay royalties or the total amount due to Kimeragen (sec Section 
2.2), rather it merely reflects the idiosyncrasies of our business sirucnire. 

Article (old 2.3) 2.4: Redrafted to clarify the term "improvement" and to somewhat 
define the terms and conditions of the grant-back. 

Article (old 2.4) 2.5: Section (a) is an issue for use - philosophically it may make sense, 
but in practice its problematic because it suggests that our license may revert to non- 
exclusive for events completely out of our control Section (b) is a problem because our 
license is exclusive for both commercial as well as research purposes in our field-of-use, 
which this provision contradicts. 

Article (old 2.6) 2.7: Deleted to avoid redefining the rights granted under the license. 

Article 2*8: We discussed this briefly over the phone - additional discussion is needed. 

Article 3.1 : We have not changed the timing or magnitude of the payment*;. Rather, we 
have further defined them, primarily in response to suggestions made by our tax 
consultants. 

Article 3.2: Part of this Article has been extensively redrafted, primarily to clarify what 
event triggers a royalty obligation. From experience, this section will be the most widely 
read (and misunderstood), so it must be absolutely clear and concise, I do not believe our 
changes have, in any way, changed Pioneer^s obligation to pay royalties on all Licensed 
Products which are covered by an issued patent. 

Article 3.3: The changes made here do represent a deviation from our previous 
agreement. Conceptually, I think we agree that Kimerngen's goal is to collect $.25 for 
every unit of com sold around the world, but we also agreed not to leave this issue to the 
committee. However, given that small changes in the language yielded the desired result, 
I opted to make the changes and propose that we deal with this issue now instead of at 
some later date. 

Article 3.5: A sensitive issue for Pioneer. 

Article 5,1 : This change relates back to Article 3 .6. While we do not like the concept of 
additional royalties as suggested in Article 3.6, we understand the reality of the situation. 
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We would, however, ask that Kimeragen disclose these obligations as part of their reps 
and warranties. 

Article 5.2: We have added language to die end of 5.2 which excludes the warrantees 
described in Article 3.1 from the indemnification. 

Article 6.2: Wc prefer eight years to five, but I am not sure this is a significant issue for 



Article (new) 72: To fully exploit the value of the technology (and hence, maximize the 
royalty payment to Kimeragen), we would like the flexibility to make or have made (to 
the extent that this is possible given Kimeragen's patent estate) our own chimera. Given 
that Kimeragen has agreed to provide chimera at co.<;t and, therefore, not a source of profit 
for IGraeragen, we are unclear why we are restricted from making our own. 

Article (old 7.2) 73 : Quarterly meetings are too frequent - given the nature of our 
product development cycle, yearly meetings should be sufficient. 

Article (old 7.4) 7.5: More discussion is needed here. However, I think we agree that 
Kimeragen will make a concerted effort to transfer thft ft^chnology to Pioneer without 
si gnificant additional cost to Pioneer. 

Article (old 7.9) 7.10: Pioneer is self-insured at a level that should be adequate. 

Article 7.11: Our European counsel has asked that this provision be added. While the 
Uccnsor typically does this and, therefore, we seldom include this language, our European 
counsel has recommend that it be included. 

Article 8.4: This change was necessary given the changes proposed in Article 2. 

That about does it. Please look over our proposed changes and let me know if you have 
any questions. Also, please let me know if I need to send a disk or electronic copy to 
Stephen. Thank you for your cooperation. 

Sincerely, - , / / 



Pioneer. 



Peter A. Fuller 
Director, Technology Identification & Access 

Attachments: Redline and clean copy of Kimeragen/Pioneer License. 
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Molecular Pharmaceuticals 



Bo Alien 
Senior Vice President 
Business Development & Marketing 



November 20, 1996 



Peter A. Fuller 
Director 

Technology Identification & Access 

Pioneer Hi-Bred International, Inc. 

Research Center 

7300 N.W. 62"^ Avenue 

P.O. Box 1004 

Johnston, lA 50131-1004 

Dear Peter, 



Unfortunately, there were delays by our attorneys in preparing this preliminary draft of a 
non-exclusive world wide license for Kimeragen's technology. These delays made it 
impossible to get it to you in a timely fashion. Please accept my apologies. 



Warmest regards, 




Carroll "Bo" Allen 

Senior Vice President 

Marketing and Business Development 

/ies 

enclosure 

cc: Gerald Messerschmidt Q^^O'^ *^ ^* 



300 P/.^.c... Run Me^to^n. PA 1^^40 fZlS) 504-4444 Fa.: (215) 504.4545 
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KiMERAGEN, Inc. 

Molecular Pharmaceuticals 



Bo Allen 
Senior Vice President 
Business Development & Marketing 



November 20, 1996 



Tony Cavalieri 

Pioneer Hi-Bred International, Inc. 

Research Center 

7300 N.W. 62"^ Avenue 

P.O. Box 1004 

Johnston, lA 50131-1004 

Dear Tony, 

Unfortunately, there were delays by our attorneys in preparing this preUminary draft of a 
non-exclusive world wide license for Kimeragen's technology. These delays made it 
impossible to get it to you in a timely fashion. Please accept my apologies. 



Warmest regards, 

Carroll "Bo" Allen 

Senior Vice President 

Marketing and Business Development 

/ies 

enclosure 

cc: Gerald Messerschmidt 
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KiMERAGEN, Inc. 

Molecular Pharmaceuticals ^ 

Bo Allen 
Senior Vice President 
Business Development 8c Marketix2g 

November 21, 1996 




Peter A. Fuller 
Director 

Technology Identification & Access 

Pioneer Hi-Bred International, Inc. 

Research Center 

7300 N.W. 62"^ Avenue 

P.O. Box 1004 

Johnston, lA 50131-1004 



Dear Peter, 

Unfortunately, there were delays by our attorneys in preparing this preliminary 
non-exclusive world wide license for Kimeragen's technology. These delays n 
impossible to get it to you in a timely fashion. Please accept my apologies. 



Warmest regards, 




Carroll "Bo" Allen 

Senior Vice President 

Marketing and Business Development 



/ies 



enclosure 

cc: Gerald Messerschmidt ^.^ 0003^6 

Leonard Shaykin 



300 Pteas.ntRun Ne^to^n.PA 1^940 (215)504^4444 F..: (215) 504.4545 



Pioneer Hi-Bred International, Inc. 
7300 NW 62"** Avenue 
Johnston, lA. 50131-1004 
PH: 515/270-3300 



FAX 

jQ. ||.jg FROM: Nancy Christianson 

KImeragin Pioneer Hi-Bred Intn'l., Inc. 

Fax#: 215/504^545 PH: 515/270-3956 

Fax: 515/253-2478 



Iris: 



Room resen/atioHB have been made for Beau Allen and Gerald W'/^Jf J.'l'J^^t ^^^^^^^^^ 
Universitv P«rk Holiday I nn-1 800-50- Street, West Des Momes. lA^ S15/223-1800 and 
guaranteed for late arrival on the evening of December 8. The confirmation number for 
Gerald-#66750116, Beau-»66751483. 

Pickup at the Des Moines International Airport has been arranged with LIMO SERVICE 
which is owned and operated by Waraha Millard-Mobile Ph: ^BO-O^^^- P-^^ 
Beau and Gerald outeide the baggage claim area in the t'-«"«P°rtfj°"J^P^;^^^^ 
the taxi's. If for some reason the vehicle Is not there, please call the mobile number 
listed above. Marsha is very punctual, so I doubt you will have a problem. 

I have also made arrangements for Marsha's Limo Service to pickup Beau and Gerald 
8:00am aUhe U^^^^^^ Park and transport them to the Pioneer Campus for an 8:30 
meeting with Tony Cavalieri and Peter Fuller. 

If you have any questions or need additonai information, please call me at the above 
phone number. 

Thanks, 



Nancy 



000327 



1 



LICENSE AGREEMENT 



TfflS LICENSE AGREEMENT (the "Agreement") is made and entered into this /Q day 
5 of March, 1997 (the "Effective Date") between Pioneer Hi-Bred International, Inc., an Iowa 
Company, of 400 Locust Street, Suite 700, Des Moines, lA 50309-2340 ("Licensee"), and 
7 Kimeragen, Inc., a Delaware corporation, of 300 Pheasant Run, Newtown, PA 1 8940 ("Licensor"). 

9 WHEREAS, Licensor represents that it is the exclusive licensee of Thomas Jefferson 

University ("TJU") under U.S. patent and certain U.S. and foreign patent applications with respect 
11 to a chimeric vector for application in gene therapy developed by TJU and certain methods and 
processes using that chimeric vector; and 

13 

WHEREAS, Licensee wishes to obtain a non-exclusive, worldwide license under such 
1 5 technology to conduct research with respect to Plants (as defined below) and to use, sell and license 
Licensed Products (as defined below). 

17 

NOW THEREFORE, in consideration of the mutual promises and covenants set forth herein 
19 and for good and valuable consideration, the adequacy and sufficiency of which is hereby 
acknowledged, the parties hereby agree as follows: 

21 

ARTICLE 1 - DEFINITIONS 

23 

1 . 1 "Affiliate" shall mean any person, which directly or indirectly controls, or is under 
25 common control with, or is controlled by, Licensee. "Control" shall mean the power to direct or 

cause the direction of the management and policies of a person, whether through the ownership of 
27 voting securities by contract or otherwise. "Subsidiary" shall mean with respect to a person, another 

person owned as to at least fifty percent (50%) of its equity or other ownership interests; and 
29 controlled, by the first person. 

31 1.2 "Agent" shall mean any company or entity through which Licensee and/or any 

Affiliate and/or any Third Party Licensee produces and/or markets Licensed Products on behalf of 
33 such person. 

35 1.3 "Chimera" shall mean any synthetic oligonucleotide of DNA and RNA and/or 

derivatives intended to create a specific alteration in a target sequence of the genome of a cell, the 

37 manufacture, use or sale of which falls within the disclosure and/or claims of U.S. patent no. 
5,565,350 or any application or patent claiming the same priority date as that patent. 

39 

1.4 "Commercial Sale" shall mean a sale of any Licensed Product by Licensee or any 
41 Affiliate, Agent or Third Party Licensee to an end user customer of that Licensed Product. 

■ 0U(jb41 
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1 1.5 ^'Confidential Information" shall mean all infomiation, in whatever form, which is 

disclosed by either party to the other prior to or subsequent to the Effective Date of this Agreement. 

3 

1.6 "Enabling Technology" shall mean, Intellectual Property which covers the 
5 manufacture, design, delivery and/or use of Chimera, molecules, compounds, drugs, adjuvants, 
protems or other material that are used in conjunction with Chimera to alter, modify or deliver DNA 
7 and/or RNA, in each case to the extent that they facilitate: (i) dissolution or and/or suspension of 
the Chimera (and associated agents); (ii) transit of Chimera across cell walls and membranes 
9 (including, v^thout limitation, cellular, nuclear, mitochondrial and chloroplast membranes); (iii) 
protection of Chimera from degradation or inactivation; (iv) target localization to, and accurate 
1 1 pairing of, a target v^th Chimera; (v) enzyme localization to a Chimera target pairing site; (vi) using 
or working in conjunction with Chimera to make accurate base changes in genomic and/or target 
1 3 sequences as predicated in any given Chimera design; and any other Intellectual Property which 
covers aspects of the Chimera design, manufacture, storage, use, mixture, and/or manipulation and/or 
1 5 that improves and/or changes in any way characteristics of such Chimera to locate the desired target 
and attract or operate on or with appropriate cellular components and/or functions \o perform 
17 efficient and specific base changes (including without limitation insertions or deletions); but shall 
not include any such Intellectual Property which is specific to the DNA and/or RNA sequence being 
1 9 altered, modified or delivered. 

21 1.7 "Field" means Licensed Products that are Plants, but excludes Pharmaceutical Use. 

23 1.8 "Full-Price Units" shall mean Units of Licensed Product that are invoiced to end user 

customers and are not Sample Units or Replant Units. 

25 

1.9 "Intellectual Property" shall mean without limitation, all patents and patent 
27 applications (including utility patents and plant patents and applications for utility patents and plant 

patents), patentable inventions, plant variety certificates and applications, know-how, trade secrets, 
29 techniques and ideas and all technical documentation and/or information which further includes 

DNA and/or RNA sequences and/or modifications thereof and genes, oligos and proteins, and 
3 1 associated methods and all applications therefor. 

33 1.10 "Kimeragen Licensors" shall mean TJU and any other person that licenses any part 

of the Licensor Technology to Licensor, including licensors of Third Party Enabling Technology. 

35 

1.11 "License Revenues" shall mean all revenues received from Third Party Licensees 
37 including, but not limited to, license fees, royalties, and milestone payments. 

39 1.12 "Licensed Genetic Material" shall mean genetic material that has been altered, 

identified, modified or created (in that generation or an earlier generation) by the use (in whole or 
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1 in part) of the Licensor Technology which is the subject of any Patent Right or of any other Licensor 
Technology which Licensee would not have the right to use but for this License. 

3 

1.13 "Licensed Products" shall mean products containing Licensed Genetic Material. 

5 

1.14 "Licensee Enabling Technology" shall mean all Enabling Technology owned by or 
7 licensed to Licensee or any Affiliate. 

9 1.15 "Licensee Product Rights" shall mean any patent or patent application (including any 

utility patent or plant patent and any application for a utility patent or plant patent), Plant Variety 
1 1 Certificate or plant variety application owned or licensed by Licensee or any Affiliate which covers 
any Licensed Product or the sale, use, development or production of any Licensed Products. 

13 

1.16 "Licensor Technology" shall mean all Enabling Technology owned by or licensed 
15 to Licensor, including Third Party Enabling Technology. Licensor Technology shall further include 

all Patent Rights that cover Licensor Technology. 

17 

1.17 "Patent Rights" shall mean patents and patent applications listed in Exhibit A and all 
19 foreign counterparts thereof in the Territory, including all divisionals and continuations, 

continuations in part, additions, confirmations, renewals, extensions, reexaminations and reissues 
2 1 of patents and patent applications and their equivalents covering the Licensor Technology. Patents 

and patent applications and all foreign counterparts thereof in the Territory covering Third Party 
23 Enabling Technology, including all divisionals and continuations, continuations in part, additions, 

confirmations, renewals, extensions, reexaminations and reissues of patents and patent applications 
25 and their equivalents shall be deemed to be included in Exhibit A and to be part of ttie Patent Rights 

upon (i) becoming Third Party Enabling Technology and (ii) being licensed to Licensee hereunder. 

27 

1.18 "Patent Term" shall mean the period from the Effective Date until the expiration of 
29 the last to expire of any Patent Right having a valid claim which, but for this Agreement, Licensee 

would infringe by any activity permitted under this Agreement. 

31 

1.19 "Plants" shall mean multicellular rooted organisms containing chlorophyll and 
33 cellulose cell walls. 

35 L20 "Pharmaceutical Use" shall mean (a) manufacture, synthesis and/or metabolism in 

Plants (naturally or through genetic engineering) of compounds, precursors or other products with 

37 pharmaceutical applications as active ingredients; (b) all harvesting, extraction, refinement,, 
production and sale of such pharmaceutical compounds, precursors or other products; and (c) all uses 

39 related to such pharmaceutical compounds, precursors or other products that are or would be 
regulated by the FDA Centers of Biological Evaluation and Research (CBER), Drug Evaluation and 
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1 Research (CDER), Devices and Radiologic Health (CDRH) and Veterinary Medicine (CVM) in any 
species, and all foreign agencies regulating similar subject matter. 

3 

1 .2 1 "Replant Units" shall mean Units of Licensed Product that are invoiced to end user 
5 customers at a reduced value for use to replace defective seed and/or seed loss due to flooding or 

other damage or quality problems. 

7 

1 .22 "Sample Units" shall mean Units of Licensed Product that are mvoiced at no value 
9 to end user customers for promotional purposes. 

11 1 .23 "Territory" shall mean the v^^orid. 

13 1.24 "Third Party Enabling Technology" shall mean Enabling Technology owned or 

controlled by other licensees of the Licensor Technology that has been licensed to Licensor. 

15 

1 .25 "Third Party Licensee" shall mean any company or entity, other than an Agent, that 
1 7 is licensed by Licensee and/or any Affiliate to Licensed Products or Licensed Genetic Material. 

19 1 .26 "Unit" shall have the meaning specified on Exhibit B. 

21 1 .27 "University" shall mean a university or other institution of higher education that is 

exempt from taxation under clause 501(a) of the Code (26 U.S.C. § 501(a)). 

23 

25 ARTTCLE 2 -LICENSE 

27 2.1 Grant of License . Licensor hereby grants Licensee, upon the terms and conditions 

set forth in this Agreement, a royalty-bearing non-exclusive license under the Licensor Technology 

29 in the Territory to use Licensor Technology to conduct product development in the Field and to 
make, use, sell, import and export Licensed Products in the Field. 

31 

2.1.1 Licensee shall have the right to subcontract to Licensee's Subsidiaries and to 
33 Universities activities relating to the development, and to Licensee's Affiliates and Agents 

activities relating to the growing and marketing of Licensed Products, for the purposes of 
35 conducting Licensee's ongoing business. Such subcontracting shall not be considered a 

sublicense, and Licensee shall be responsible for such activities as if they were the activities 
37 of Licensee. Without limiting the foregoing. Licensee shall not subcontract any development 

work to any Subsidiary or University without requiring that the results of such development, 
39 if Enabling Technology, be subject to the license provided in Section 2.3.1. 
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2.1.2 Licensee shall have the right to sublicense its rights hereunder for activities 
within the Field to Third Party Licensees but only to the following extent: 



(a) Licensee shall have the right to sublicense Licensed Genetic Material 

alone; 

(b) Licensee shall have the right to sublicense Licensed Genetic Material 
incorporated into other germ plasm; and 

(c) Licensee shall have the right to sublicense the growing and marketing 
of Licensed Products. 

2.1.3 Licensee shall have the right to assign in part the license granted in Section 

2.1 to Pioneer Overseas Corporation ("POC") within the Field; provided that POC shall not 
further assign any rights under this Agreement other than together with, and not separate 
from, any other permitted assignment by Licensee in accordance v^th Section 8.4 : and 
provided further that Licensee gives Licensor prompt written notice of the exercise of that 
right and the scope of the grant. Notwithstanding any exercise by Licensee of rights under 
this Section 2.1.3, Licensee shall be responsible for activities of POC as if they were 
activities by Licensee. 

2. 1 .4 No license is granted hereunder for sale of Licensed Products as commodity 
grain, except to the extent that seed grain is discarded as a resuU of obsolescence or quality 
defects. 

2.2 Improvements . During the term of this Agreement, the parties shall promptly disclose 
to each other in reasonable detail, including available written protocols of the methodology and of 
the materials used, and any available replicated data obtained, any newly developed or controlled 
Licensee Enabling Technology or Licensor Technology. 

2.3 Further Licenses . 

2.3.1 Licensee hereby grants to Licensor a worldwide license (substantially on the 
terms contained in this present license but: (i) excluding payment obligations other than 
Section 3.8 . and recognizing the respective roles of the parties to the license back, and 
(ii) limiting use solely to applications in conjunction with Chimera) to Licensee Enabling 
Technology on a non-exclusive basis for all applications with the right to grant sublicenses^ 
(which may further include the right to grant sublicenses). Licensor shall sublicense 
Licensee Enabling Technology of a specific type to each particular licensee only to the extent 
(i) such licensee has the similar obligation to grant Licensor a license (including the right to 
grant sublicenses) under its rights in that particular type of Enabling Technology; (ii) 
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Licensee is granted rights to such Enabling Technology as part of the Licensor Technology; 
and (iii) such licensee has covenanted substantially as provided in Section 2.3 .2. Without 
limiting Section 2.3.2. such license shall not grant any rights to Intellectual Property owned 
or licensed by Licensee or any Affiliate prior to the Effective Date. 

2.3.2 Licensee covenants for the benefit of Licensor and Licensor's other licensees 
of Enabling Technology in the Field (who may enforce this provision directly) not to assert 
any patent owned or controlled by Licensee to prevent use of any Enabling Technology in 
conjunction with Chimera pursuant to a license from Licensor in the Field. 

2.3.3 In negotiating with a third party any potential license for Enabling 
Technology from that third party that is exclusive or would othenvise prevent that third party 
or Licensee from granting rights to Licensor or other licensees of Enabling Technology, 
Licensee shall either (i) obtain the right to sublicense such Enabling Technology to Licensor 
and its other Ucensees of Enabling Technology, or (ii) include Licensor in such negotiations 
so that Licensor may seek to obtain rights for use vsdth Chimera. 

2.4 Protection of Technology . Licensee shall not use any Licensor Technology, nor shall 
Licensor use any Licensee Enabling Technology, for any purpose other than as provided in this 
Agreement, unless such technology shall come into the public domain. 

2.5 Acknowledgment of Rights . Licensee acknowledges that Licensee's right to use the 
Licensor Technology arises only out of the licenses granted under this Agreement. All Licensed 
Products shall bear a patent notice on the label to the extent, if any, as may be required under the 
laws of the country in Territory in which the Licensed Products are sold. 



ARTTri E .PAYMENT 

3.1 Payment . In consideration of the rights granted herein, Licensee shall pay to 
Licensor: 

3.1.1 A one-time non-refundable payment of one hundred thousand dollars 
(US$100,000) upon the date of execution of this Agreement. This payment shall be 
attributable in part to issued patents as set forth in Exhibit A (ninety thousand dollars 
(US$90,000)) and in part to know-how, and rights to continuations of such patents; and 
rights in future patents and other technology as set forth in Exhibit A and elsewhere in this 
Agreement (ten thousand dollars (US$10,000)); 
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1 3 . 1 .2 A one-time non-refundable payment of nine hundred thousand (US$900,000) 

for the conduct of research on behalf of Licensee in pursuit of Milestone I A (as provided in 
3 Section 3.1.3 below); 

5 3.1.3 Further one-time non-refundable payments of: (i) five hundred thousand 

dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit of 
7 Milestone II upon the achievement of Milestone lA (as provided below); (ii) five hundred 

thousand dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit 
9 of Milestone II upon the achievement of Milestone IB (as provided below); and (iii) one 

million dollars (US$1,000,000) as a bonus for the successful completion of Milestone II. All 
1 1 payments will be payable within thirty (30) days of the earlier of (a) achievement by 

Licensee of each Milestone; or (b) written notification to Licensee by Licensor of the 
13 achievement of each milestone, together with written protocols of the methodology and 

materials used, and data which has been replicated at least once demonstrating that such 
1 5 Milestone was reached; 

17 (a) Milestone lA : proof of principle of Licensor Technology in a dicot 

plant species as demonstrated by a genomic sequence altered as predicated by a 
19 specific Chimera design; 

21 (b) Milestone IB : proof of principle of Licensor Technology in a 

monocot plant species as demonstrated by a genomic sequence altered as predicated 
23 by a specific Chimera design; and 

25 (c) Milestone II : creation of any Plant using or incorporating (in any 

generation) Licensor Technology and/or Licensee Enabling Technology as 

27 demonstrated by the trait of the target altered as predicated by a specific Chimera 

design and such trait is transmitted to at least its next generation progeny; 

29 

provided that if any such milestone is reached prior to Licensee executing this Agreement, 
3 1 the payment due for such milestone under this Section 3.1.3 shall be added to the up-fi-ont 

fee payable under Sections 3.1 .1 and 3.1.2 : 

33 

3.1.4 A further non-refimdable payment of one million dollars (US$1,000,000) 
3 5 upon the earlier of (i) filing of the first patent application (including any application for a 

utility patent or plant patent) or plant variety protection application in the Territory with 
3 7 respect to any Licensed Products by Licensee or any Affiliate, or designating Licensee or any ^ 

Affiliate as assignee; or (ii) the first Commercial Sale; 

39 

3.1.5 A royalty per Unit of Licensed Products as specified in Exhibit B for use of 
41 Licensor Technology in developing Licensed Products, which the parties agree for 
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1 convenience shall be structured as set out in Section 3.2 . Notwithstanding anything to the 

contrary herein, in a series of transactions, only the Commercial Sale shall be treated as 
3 royalty bearing for the purpose of this Agreement; and 

5 3.1.6 Royalties as provided in Section 3.4 . 

7 3.2 Royalty Conditions . Royalties shall: 

9 3.2. 1 be payable for the diuration of the Patent Term: 

1 1 (a) on Commercial Sales by Licensee and/or Affiliates and/or Agents of 

Licensed Products that are Full-Price Units or Sample Units, and 

13 

(b) uses of Licensed Products by Licensee and/or any Affiliate and/or any 
1 5 Agent unless the result of that use is a subsequent royalty-bearing sale under Section 

3.2. Ua\ with royalty to be payable on the Licensed Products used in the same 
1 7 amount as if such Licensed Products had been the subject of a Commercial Sale of 

Full-Price Units 

19 

in both cases where such Licensed Products are either : 

21 

(i) at the time and place of development, covered by a pending or issued 
23 claim in the Patent Rights; or 

25 (ii) at the time and place of either use, production or sale, covered by a 

pending or issued claim in the Patent Rights; 

27 

3.2.2 be payable for a period of five (5) years after the Patent Term (not as post- 
29 expiration royalties but for use of Licensor Technology during the Patent Term to develop 

Licensed Products, the payment for which has been agreed for convenience shall be 
3 1 measured by sales of Licensed Products), on Conunercial Sales by Licensee and/or Affiliates 

and/or Agents of those Licensed Products described in Section 3.2.1ffl which are Full-Price 
33 Units or Sample Units and uses under Section 32A(h) of those Licensed Products described 

in Section 3.2. Iffl : provided that , at the time of production, sale or use, the Licensed Product 
35 or its production, sale or use, is covered by a Licensee Product Right; 

37 3.2.3 accrue upon the sale, as determined by U.S. GAAP, of Licensed Products by 

Licensee and/or Affiliates and/or Agents or upon use pursuant to Section 3.2. Ub^ : 

39 

3.2.4 be due and payable within sixty (60) days of the end of each fiscal year of the 
41 Licensee in U.S. dollars. Subject to the next sentence, any and all withholding taxes levied 
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1 on account of royalties or milestones accruing under this Section 3 shall be paid by Licensee, 

on behalf of Licensor. If laws or regulations require withholding of said taxes on royalties, 
3 such taxes may be deducted from such remittable royalty only if (i) such taxes will be paid 

by Licensee, in the name of Licensor to the proper taxing authority, and (ii) proof of payment 
5 and any other documentation required by Licensor to obtain credit for any such payment 

from the U.S. tax authorities shall be sent to Licensor no later than forty-five (45) days 
7 following December 31st of each reporting year. Taxes may not be withheld from the 

amount of milestone payments made to Licensor. 

9 

3.3 At any tune after the first anniversary of the Effective Date, but not more frequently 
1 1 than once in any twenty-four (24) month period, Licensee may give written notice to Licensor that 

it desires to negotiate a lump sum payment in lieu of royalties payable under Sections 3.L5 and 3.4 
1 3 for any one or more Licensed Products. Within thirty (30) days of receivmg such notice, Licensor 

shall commence negotiations with Licensee to determine an appropriate amount for such lump sum 
1 5 payment for each Licensed Product nominated by Licensee. If the parties are unable to agree on an 

amount for each Licensed Product nominated by Licensee within sixty (60) days of the 
17 commencement of such negotiations, Licensor may notify Licensee that it will not accept a lump 

sum payment in lieu of royalties at that time, at all, or for those Licensed Products with respect to 
19 which no agreement was reached. 

21 3.4 License Revenues . 

23 3.4.1 Licensor shall be entitled to share in all License Revenues derived by 

Licensee and/or any Affiliate. Where License Revenues are payable to Licensee in cash or 

25 equivalent legal tender pursuant to Section 2.1.2ra\ Licensee shall pay Licensor fifty per 

cent (50%) of such License Revenues within thirty (30) days after the calendar quarter in 

27 which such License Revenues are received. 

29 3.4.2 In the event that Licensee proposes to: 

3 1 (a) barter or trade a sublicense under Section 2.1.2 (including any license 

to an Agent for purposes other than producing and/or marketing any Licensed 

33 Product for or on behalf of Licensee and/or any Affiliate) in return for other 

technology, or Licensee shall otherwise receive non-cash consideration for such 

35 sublicense (in whole or in part); and/or 

37 (b) <;iihlirftnse pursuant to Sections 2 A .2(h) or (c) , 

39 then Licensee shall not proceed with such sublicense without Licensor's consent, which shall 

be predicated upon agreement between the parties on an appropriate fee payable by Licensee 
41 to Licensor with respect to such license. Such fee shall be equal to the proportional value 
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1 of the Licensed Genetic Material as compared to any other germ plasm licensed, expressed 

as a percentage and divided by two (2), provided that in no event shall the amount of royalty 
3 payable to Licensor be less than that amount which would be payable pursuant to.Section 

3.L5 on the sale or use of the Licensed Products sold or used by the Third Party Licensee. 
5 An example of such a calculation is provided on Exhibit C . Such percentage shall be applied 

to the value of any such barter or trade plus any cash or cash equivalent forming part of the 
7 consideration, payable within sixty (60) days of the earlier of entry into such license or 

conclusion of the procedure of Section 8.13,2 . or with respect to ongoing payments, within 
9 sixty (60) days of receipt of payment by Licensee. In the event that the parties are unable to 

agree on an appropriate fee within sixty (60) days of Licensee notifying Licensor of the 
11 proposed license, Licensee may enter into the, license subject to the procedure of 

Section 8.13.2 to determine the fee payable to Licensor. 

13 

3.4.3 Licensee shall be responsible for monitoring and reporting on the sales of 
1 5 Affiliates, Third Party Licensees and Agents to the extent information is necessary for the 

calculation of royalties, and shall be responsible for all royalties due to Licensor. 

17 

3.5 Reports . Licensee shall provide royalty reports to Licensor together with each 
1 9 payment made under Sections 3.1.5 and 3.4 . Such reports shall contain all information relating to 

Licensee's sales as well as sales by Affiliates, Third Party Licensees and Agents and License 
2 1 Revenues received, as reasonably necessary to verify amounts due under this Agreement, including: 

23 (a) a listing of all Licensed Products qualifying for royalties sold or used by 

Licensee, Affiliates, Third Party Licensees and Agents, sorted by individual product, crops, 
25 species, country and number of Units; 

27 (b) all License Revenues received, sorted by Third Party Licensee, license fees, 

royalties and milestone and other payments; 

29 

(c) royalty calculation; and 

31 

(d) royalties due and payable. 

33 

3.6 Records . Licensee shall also keep full and accurate records at its principal place of 
35 business in the United States or, if Licensee has no principal place of business in the United States, 

at a location agreed upon in writing by the parties, of all Licensed Products developed, used, grown, 
37 distributed, or sold by Licensee, Affiliates, Third Party Licensees and Agents and any other records 
reasonably necessary to enable verification of reports provided under Section 3.5 . 

39 

3.7 Audit . Records kept by Licensee pursuant to Section 3.6 shall be open, at reasonable 
41 times during business hours, to an inspection by a mutually agreed upon Certified Public 
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1 Accountant, at Licensor's expense, for the purposes of verifying Licensee's royalty payments under 

this Agreement. If a shortage of greater than five percent (5%) is established in any payment due 
3 hereunder. Licensee shall reimburse Licensor for the cost of such inspection and promptly pay such 

overdue amount together with interest at the rate specified in Section 3.9. In addition, in the event 
5 that Licensee or a Subsidiary has commercialized a Licensed Product but Licensee has failed to 

make any royalty payments hereunder with respect to such Licensed Product, then Licensee shall 
7 promptly pay all such past due royalties eIus interest of twenty-five percent (25%) per annum, 

calculated fi-om the date such royalties became due until the date such royalties are paid. 

9 

3 .8 Third Partv Royalties . In any case where use of the Licensor Technology is in the 
1 1 future subject to a royalty (whether lump-sum or payable by reference to sales) to a third party (other 

than a royalty to TJU with respect to Licensor Technology licensed by Licensor as at the date 
1 3 hereof), then Licensee shall, in addition to the royalty specified in Section 3.1, be responsible for 

payment to Licensor of a fiirther amount equal to the royalty payable to the third party with respect 
1 5 to Licensee's use under this Agreement, except to the extent Licensee shall be separately licensed 

by that third party with respect to such use. In any case where use of the Licensee Enabling 
1 7 Technology is in the future subject to a royalty (whether lump-sum or payable by reference to sales) 

to a third party, Licensor shall be responsible for payment to Licensee of an amount equal to the 
19 royalty payable to the third party with respect to Licensor's or its licensees use of such Enabling 

Technology under this Agreement, except to the extent Licensor or any of its licensees shall be 
2 1 separately licensed by that third party with respect to such use. 

23 3.9 Late Payments . All payments to be made by the Licensee to the Licensor hereunder 

shall bear interest at the prime or equivalent rate as quoted by Citibank N.A., New York, New York, 

25 on the day the payment is overdue plus two percent (2%) per annum from the date payment becomes 
overdue, until paid. 

27 

3.10 Royalty Structure . Licensee represents and warrants that: (i) it currently markets its 
29 seed products through a system pursuant to which all seed produced by Licensee, Affiliates and 

Agents is invoiced by Licensee and sold to the end user customer (i.e., the grower of commodity 
3 1 grain); (ii) seeds are either sold as Full-Price Units, Sample Units or Replant Units and not in any 

other manner; (iii) seeds are not sold as foundation stock other than to AffiUates or Agents where 
33 seed produced is either a royalty-bearing use or Commercial Sale under this Agreement; and (iv) 

seeds are not sold for purposes other than growing commodity grain except as provided in Section 
35 2AA- The parties acknowledge that it is the intention of this Agreement that Licensor receive 

royalties and payments based on Licensee's business as presently structured of the amounts set forth 
37 herein. In the event the structure of Licensee's business changes such that Licensee receives, 

revenues in a different manner, the parties shall restructure the royalty and payment mechanisms set 
39 forth herein to achieve equivalent royalty and payment amounts using, if applicable, a royalty 

structure offered to Licensee pursuant to Section 7.6 . hi the absence of agreement within sixty (60) 
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1 day s of commencing negotiations hereunder, any such dispute shall be resolved pursuant to Section 
8.13.2 . 

3 

3.11 Fffect on Agreement . This Agreement shall not become effective until payments as 
5 described in Sections 3.1.1 and 3.1.2 have been made. 

7 

ARTTCT.E 4-PATENT INFRINGEMENT 

9 

Licensee shall notify Licensor promptly of any action, claim or tiireat of patent infringement suit, 
1 1 either oral or written, or tiie conmiencement of any such patent infringement suit against Licensee 

relating to the Licensor Technology. The parties shall cooperate in the development and execution 
13 of a strategy to defend against any such action against Licensee, Licensor or other licensee of 

Licensed Technology in tiie Field by a third party. Each party shall also notify tiie otiier promptly 
15 of any infringement, in the Field, of the Patent Rights by a tivird party of which tiiat party becomes 

aware. In the event of a suspected infringement of the Patent Rights by a third party with respect to 
17 Licensed Products being developed or commercialized by Licensee, both parties will consult with 

each other and any other affected licensees of Licensor to determine tiie appropriate sti-ategy to 
19 attempt to prevent such infringement. 

21 ARTICLE 5-WARRANTIES & INDEMNITIES 

23 5.1 Warranties . 

25 5.1.1 Licensor represents and warrants that it has full right, power and authority to 

enter into tiiis Agreement and that the terms of tiiis Agreement do not conflict witii any otiier 
27 contractual obligations it has. 

29 5. 1 .2 Licensor represents and warrants that, as of the execution date, it knows of 

no Intellectual Property that would prevent Licensee from practicing tiie whole of the 

31 Licensor Technology as described in U.S. Patent No. 5,565,350. Licensor is aware of 

numerous patents covering particular nucleic acids, nucleotides, intermediates, gene 

33 fragments and other aspects of genetic technology. 

35 5.1.3 Licensor represents and warrants that it has the freedom to enter into this 

Agreement and the right to provide the rights and license contemplated in Section 2.1. 

37 

5. 1 .4 Licensor represents and warrants tiiat, as of the Effective Date, Licensor has 
39 disclosed to Licensee all known, and knows of no otiier, royalty obligations pursuant to 

Section 3.8 . 
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5.2 No Other Warranties . Neither party makes any warranty or representation with 
respect to the Enabling Technology, nor is either party in any way responsible for the utility of any 
Enabling Technology. BOTH PARTIES HEREBY EXPRESSLY DISCLAIM ANY AND ALL 
WARRANTIES AND REPRESENTATIONS, EXPRESS OR IMPLIED, ARISING BY LAW OR 
CUSTOM, WITH RESPECT TO THE ENABLING TECHNOLOGY, INCLUDING, WITHOUT 
LIMITATION, WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR 
PURPOSE, PATENTABILITY OR NON-INFRINGEMENT. NEITHER PARTY IN ANY WAY 
PROMISES THAT THE LICENSOR TECHNOLOGY SHALL PRODUCE ANY PARTICULAR 
RESULTS, PRODUCTS OR PROFITABILITY. 

5.3 Indemnities . Licensee hereby waives any claim agamst Licensor and the Kimeragen 
Licensors and agrees to indemnify, defend, and hold harmless Licensor and the Kimeragen Licensors 
and their respective directors, officers, employees and agents, and in the case of the Kimeragen 
Licensors, their directors, trustees, officers, agents and employees and those of any associated 
University, from all liabilities, demands, damages, expenses and losses (including without limitation 
for death, personal injury, illness or property damage, and including reasonable attomeys' fees) 
arising out of or in connection with Licensee's or its transferee's actions under this Agreement 
(collectively, the "Indemnified Losses"), includmg without limitation Indemnified Losses resulting 
from any exercise or use by Licensee or its transferees of Patent Rights, and any use, sale, or other 
disposition of Licensed Products by Licensee or its transferees and any claim that Licensee's use, 
sale, or other disposition of Licensed Products infringes or violates any patent or other Intellectual 
Property rights. The indemnification rights contained herein are in addition to all rights which 
Licensor and/or the Kimeragen Licensors may have at law or in equity. Licensee hereby agrees that 
the Kimeragen Licensors are entitled to enforce this Section 5.3 directly against Licensee. As used 
in this Section 5.3 . Licensee includes its Affiliates, Subsidiaries, contractors and sub-contractors. 
Notwithstanding the foregoing, the indemnities provided by Licensee herein shall not apply with 
respect to Licensor to the extent the indenmified losses would be or are covered by the foregoing 
Licensor's warranties. 



ARTICLE 6-TERM 

6. 1 Term Of Agreement . This Agreement shall become effective upon signature by both 
parties and payment by Licensee of the sums specified in Sections 3. 1.1 and 3.1.2. Subject to 
Section 6.4 and Article 3 . and to earlier termination as provided herein, all rights and obligations 
hereunder shall expire upon the conclusion of the Patent Term. Subject to Section 6.3, upon 
expiration of the royalty obligation pursuant to Article 3 . Licensee shall have a frilly paid up license^ 
to all Licensor Technology licensed during the term of this Agreement without fiirther obligation 
to Licensor. 

. 0001)5:] 
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6.2 Rarlv Termination 



3 6.2.1 Subject to Section 6.3. Licensee shall have the right to terminate this 

Agreement by at least sixty (60) days written notice to Licensor. 

5 

6.2.2 Subject to Section 6.3. either party may terminate this Agreement with 
7 immediate effect by written notice to the other party, if the other party commits a breach of 

any material obligation under this Agreement and fails to remedy such breach within sixty 
9 (60) days after notice of such breach. 

11 6.3 F.fFects of Termination . Termination or expiration of this Agreement shall not affect 

the continued enforceability of Sections 2.3- 5.3. 7.2. 7.4. 7.5 and 8.13 . and Article 3 (with respect 

13 to any sale or use of Licensed Products, until the date on which the last of any royalty payments 
payable under Article 3 have been paid). 

15 

1 7 ARTICLE 7~OTHER AGREEMENTS 

19 7.1 Supply of Chimera . Licensee may obtain its supply of Chimera solely from: 

(i) Licensor under terms to be negotiated between the parties; (ii) vendors that are licensed by 
2 1 Licensor to produce Chimera or (iii) from its own production. 

23 7.2 Confidentiality . Each party shall: 

25 (a) maintain the Confidential Information of the other party in confidence and 

refrain from disclosing any part of such Confidential Information to any person or entity 

27 other than to its employees, consultants, subcontractors or sublicensees whose duties or 

rights justify the need to know such Confidential Information; 

29 

(b) not to make any use of the Confidential Information other than for the purpose 
3 1 of carrying out duties and obligations and exercising rights under this Agreement; 

33 (c) to take all reasonable steps to protect the Confidential Information against 

disclosure, misuse, loss and theft, which steps include the execution by all such persons of 

3 5 written agreements containing obligations of confidentiality, restricted disclosure and limited 

use relative thereto consistent v^th this Section 7.2 prior to disclosure of Confidential 

37 Information to them; and 

39 (d) in the event that a third party v^ashes to evaluate Confidential Information in 

connection with a proposed business transaction with a party, disclose only Enabling 
4 1 Technology developed by Licensee hereunder to that third party as is necessary to conduct 
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1 such evaluation, provided that prior to disclosure such third party executes a written 

agreement prohibiting use of the Confidential Information for any reason other than 

3 evaluation of such transactions and containing obligations of confidentiality consistent with 

this Section 12 . 

5 

The provisions of this Section 7.2 shall not apply to any part of the Confidential Information 
7 disclosed by one party to the other (a) which is agreed in writing by the disclosing party to be 

excluded; or (b) which the receiving party can show was known to or developed by it prior to 
9 Confidential Infomation first being received by it fi'om, or disclosed to it by, the disclosing party; 

or (c) which is public knowledge, or becomes public knowledge in the fixture, other than through acts 
1 1 or omissions of the receiving party in breach of this Agreement; or (d) which is lawfully obtamed 

by receiving party from sources independent of the disclosing party who have a lawfiil right to 
1 3 possess and disclose such Information; (e) which it is necessary for the receiving party to disclose 

in order to comply with any applicable law or if required to do so by order of any court or any other 
1 5 judicial or administrative body, provided that prior to making such disclosure the receiving party 

gives the disclosing party notice of the requirement of disclosure and the information to be disclosed; 
17 or (f) which is to be included in any patent application, provided that prior to filing any such patent 

appUcation, the party proposing to file such application shall provide a copy to the other party and 
19 not file such application until the other party shall have consented, such consent not to be 

unreasonably withheld or delayed. 

7.3 Press Releases . Prior to any press release concerning the execution of this 
23 Agreement, its terms and conditions, or any subsequent event under this Agreement which either 
party considers newsworthy, both parties shall agree on the content and timing, such consent not to 
25 be unreasonably withheld. 

27 7.4 Regulatory Approvals . The parties shall provide to one another (at no cost) all 

materials, data and information in their possession needed to seek and obtain regulatory approvals 
29 necessary for the use and sale of Licensed Products. Neither party shall use any regulatory 

information and/or packages developed by the other for the benefit of a third party, except that 
3 1 Licensor shall be permitted to use such information to establish master files for filing with regulatory 

agencies. Licensee shall comply with all regulatory requirements relating to the Licensed Products 
33 and shall take all reasonable or required steps to ensure that the Licensed Products are safe and 

lawfiil. 

35 

7.5 Product Liability Insurance . Licensee shall obtain and maintain commercial general 
37 liability insurance, including commercial liability, product liability and completed operations. 

insurance coverage in a minimum amount of five million dollars ($5,000,000) per loss including 
39 coverage for contractual liability. Licensor and the Kimeragen Licensors that are Universities and 

their respective officers, directors, trustees, members of governing boards and employees will be 
41 named insureds under all such insurance. Such insurance shall also provide that Licensor and the 
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1 BCimeragen Licensors that are Universities be given notice of any modification thereof and at least 

ten (10) days prior written notice of cancellation or termination and the reason therefor. A certificate 
3 of insurance evidencing such coverage v^ll be provided to Licensor and, upon each annual 

anniversary of this Agreement, Licensee shall provide written confirmation issued by the insurer or 
5 an independent insurance agent confirming that insurance is maintained in accordance with the 

above requirements. Subject to Licensee obtaining consent firom the Kimeragen Licensors that are 
7 Universities, Licensee may elect to be self-insured in accordance with reasonable business practices, 

provided that the above requirements are met. 

9 

7.6 Equivalent Rovaltv Structure . Licensor undertakes to Licensee that it v^U not offer 
1 1 any third party licensee of Licensor Technology in the Field any up-front payment or milestone 

payment lower than those set out m Sections 3.LL 3.1.2, 3.1.3 and 3.1.4 : or any royalty rate lower 
1 3 than that set out in Section 3.1.5 and Exhibit B without offering such terms to Licensee to the extent 
applicable to Licensee's business structure. 

15 

7.7 Committee . A conmiittee of not more than six (6) persons comprising an equal 
1 7 number of representatives of each party shall be formed (the "Committee") and shall meet not less 

than once each calendar year to discuss research, progress toward achievement of the milestones set 
19 out in Sections 3.1.3 and 3.1.4 and commercialization of Licensed Products. At such meeting. 

Licensee shall provide to Licensor, in a document marked "confidential," a description of the 
2 1 projects to which Licensee or its Subsidiaries or Universities subcontracted by Licensee have applied 

Chimera, a description of Licensed Products developed by Licensee or its Subsidiaries, and a 
23 notification of any such Licensed Products that have been commercialized. 

25 7.8 Trademarks and Use of Names . Neither party shall have any right to use any 

trademark or trade name of the other without the other party's prior written consent, and then subject 
27 to such terms and conditions as may be agreed to in writing by the parties. If Licensee develops a 

Licensed Product for commercialization, the Committee shall consider in good faith whether use of 
29 Licensor's trademarks or a description of Licensor Technology and/or a particular aspect thereof in 

marketing brochures, literature and labeling for any Licensed Product is appropriate and desirable, 
3 1 and the appropriate payment and other terms for such trademark use. Neither party shall use the 

name of the other, nor shall Licensee use the name of any Kimeragen Licensor, or the names of any 
33 of their respective staff members, employees or students or any adaptation thereof in any advertising, 

promotional or sales literature to the extent such use might imply a relationship between the parties, 
35 or endorsement by either party or any Kimeragen Licensor of any act or thing or any product or 

method described in such material, without the prior vmtten consent of the other party and the 
37 Kimeragen Licensor where applicable, which consent shall not be unreasonably withheld. 

39 



l:\KIMER\AGRMNTS\LICENSE\PIONEER.025 
3/6/97 (07:00) 



-16- 



1 ARTICLE 8-MISCELLANEOUS PROVISIONS 

3 8.1 Force Majeure . Neither party shall be liable for failure to perform its obligations 

(other than any obligation to pay money) hereunder for so long as that failure may be the result of 

5 an event beyond its reasonable control (a "force majeure" event), provided that such party uses all 
reasonable efforts to comply with the terms of this Agreement to the extent that it is able to do so. 

7 

8.2 F.ntire Agreement . This Agreement, together with all Exhibits attached hereto, 
9 constitutes the entire Agreement between the parties with respect to the present subject matter, all 

prior negotiations, agreements and understandings being expressly canceled hereby. 

11 

8.3 Amendment . This Agreement may be amended only by a written agreement 
1 3 embodying the full terms of the amendment signed by authorized representatives of both parties. 

15 8.4 A.ssignment . Neither party may assign their rights or obligations under this 

Agreement without prior written approval from the other party, except as provided for in Sectipn 

1 7 2.1.3 and except that neither party shall require the consent of the other for the assignment of this 
Agreement as part of the sale or transfer of substantially all of its business, provided that any 

1 9 purchaser of such business (or surviving entity in the case of any merger) expressly agrees to assume 
that party's rights and obligations under this Agreement. 

21 

8.5 Severability . Should any provision of this Agreement be illegal, mvalid or 
23 unenforceable under applicable law, the remaining provisions of this Agreement shall be construed 

as if such illegal, invalid or unenforceable provision had not been contained herein. The parties shall 
25 attempt to negotiate a provision replacing such provision and providing comparable benefits to each 

party, but in the event that such negotiations do not result in agreement within ninety (90) days, 
27 either party shall have the right to terminate this Agreement by ninety (90) days written notice to the 

other party. 

29 

8.6 No Strict Construction . The language used in this Agreement shall be deemed to be 
3 1 the language chosen by both parties hereto to express their mutual intent and no rule of strict 

construction against either party shall apply to any term or condition of this Agreement. 

33 

8.7 Relationship of Parties . Nothing contained in this Agreement shall be construed as 
35 creating a partnership, joint venture, agency, franchise or an association of any kind between the 

parties or otherwise. 

37 

8.8 No Waiver . The failure of one party hereto to enforce at any time any of the 
39 provisions of this Agreement, or any rights in respect thereto, or to exercise any election herein 

provided, shall in no way be considered to be a waiver of such provision, rights or elections or in any 
4 1 way to affect the validity of this Agreement. Any waiver must be in writing. 

- UU0b57 
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1 8.9 Tnterpretation . The headings contained in this Agreement are for convenience only 

and shall not affect the interpretation of this Agreement. In this Agreement, the word "including" 

3 shall be deemed to be followed by "without limitation", the words "hereof and "herein" and 
"hereunder" refer to this Agreement as a whole, and the singular includes the plural and vice versa. 

5 

8.10 Notices . Notices shall be given by first class mail, by Federal Express or other 
7 recognized courier requiring signature on receipt, and shall be addressed to the other party at the 
address set forth below (or at such address as a party may specify by notice to the other): 

9 

If to Licensee: Pioneer Hi-Bred Intemational Inc. 
11 7300 NW 62nd 

P.O. Box 1004 

13 Johnson, I A 50131-1004 

1 5 Attention: Director, Research Technology Services 

Telephone : (515)270-3600 
17 Telecopy : (515)253-2478 

19 If to Licensor: BCimeragen, Inc. 

300 Pheasant Run 
21 Newtown, PA 18940 

23 Attention: President 

Telephone : (215)504-4444 
25 Telecopv : (215)504-4545 

27 8.11 Governing Law and Jurisdiction . Pursuant to Section 5-1401 of the New York 

General Obligations Law, this Agreement shall be govemed by and construed in accordance with 

29 the laws of the State of New York without giving effect to any choice of law or conflict of law 
provision or rule that would cause the application of the laws of any jurisdiction other than the State 

31 of New York. 

33 8.12 Counterparts . This Agreement may be executed in one or more counterparts, each 

of which shall be deemed an original, but all of which together shall constitute one and the same 
35 instrument. 

37 8.13 Dispute Resolution . 

39 8. 1 3 . 1 The parties shall work together to remedy any difficulties which may arise in 

connection with this Agreement. All disputes arising out of this Agreement (other than 
4 1 disputes arising under Section 3 .4 or 3.10. which shall be resolved in the manner described 
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1 below in Section 8.13.2') shall be referred to decision forthwith to a senior executive of each 

party who is, if possible, not involved in the dispute. If no agreement can be reached through 

3 this process within thirty (30) days of request by one party to the other to nominate a senior 

executive for dispute resolution, then either party hereto shall be entitled to bring 

5 proceedings relating to such dispute. Any and all such proceedings shall be brought in a 

court having jurisdiction over the parties in the County of Manhattan, New York. 

7 , J 

8.13.2 Any dispute arising under SectionMofthis Agreement which is not resolved 

9 between the parties within sixty (60) days of Licensee notifying Licensor of a proposed 

sublicense, or any dispute under Section 3.10 or Exhibit B . shall be referred to a partner of 
1 1 Arthur Andersen & Company in Philadelphia nominated by that firm (the "Arbitrator") for 

decision on (i) in the case of Section 3.4. which proposal for the fees payable to Licensor for 
1 3 such sublicense, (ii) in the case of Section 3.10 . which revised payment structure, last put 

forward by the respective parties prior to the referral to arbitration is the most reasonable in 
1 5 the circumstances; or (iii) in the case of Exhibit B . which proposal last put forward by the 

respective parties prior to the referral to arbitration is the most reasonable in the 
1 7 circumstances. The Arbitrator shall have no discretion to make any determination other than 

a choice between the last proposal put forward by each of the parties. The parties may each 
1 9 present written material to the Arbitrator to support their last offer, provided such material 

is submitted to the Arbitrator within thirty (30) days of the matter being referred to the 
2 1 Arbitrator, and the parties will use their best efforts to ensure that the Arbitrator shall make 

a decision in the manner prescribed in this Section and notify the parties of such decision 
23 within thirty (30) days of the expiration of the time for the parties to submit written material, 

or earlier waiver by the parties of that right. The Arbitrator's decision shall be irrevocable 
25 and fully accepted by the parties, and Licensee shall pay the fee stipulated by the Arbitrator 

to Licensor with its next royalty payment after such decision. The party whose proposal was 
27 not chosen by the Arbitrator shall bear all reasonable costs incurred by both parties incurred 

in connection with such arbitration. 

29 
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1 IN WITNESS WHEREOF, the parties have caused their duly authorized representative to 

execute this Agreement as of the Effective Date. 

3 




21 Name: Gerald L. Messerschmidt, M.D. 

23 Title: President 
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3 
5 
7 
9 
11 
13 
15 
17 
19 
21 
23 
25 
27 



EXHIBIT A 
Patent Rights ' 



United States Patent Number 5,565,350 



Foreign coxinterparts to '350 patent: 

Country 

Australia 

Canada 

China, People's Republic 
European Patent Convention 
Korea (South) 
Japan 

New Zealand 



A pplication Serial No. 
13995/95 
2,178,729 
94194935.4 
95905337.2 
703040/96 
7-516367 
278490 



Saliwanchik, Lloyd & Saliwanchik docket no. KIM 100-P 
"Alteration of Plant and Yeast Genes" 



' Rights of Licensee in above listed patents and applications are limited to Enabling Technology 
in the Field and specifically exclude any right to practice any gene or sequence specific subject 
matter of any such patents or applications. 
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EXHIBIT B 



3 



Royalty Calculations 



5 It is the intent of the Parties to have an equitable and auditable protocol for determining royalties. 
The following definitions shall be used: 

7 

"Adjusted Net Royalty Base" shall mean the Royalty Base, as annually adjusted by Royalty Base 
9 Adjustment Factor beginning in 1998 and compounded annually, less the Gross-to Net Factor. An 
example of the calculation of the Adjusted Net Royalty Base is set forth in Attachment B.2. 

11 

"Average Net Published Price" shall mean the average price in the U.S.A. for all non-transgenic 
1 3 "Performance Elite" products as published in the "Master Card" or equivalent. 

15 "Base Year" shall mean the first year a Licensed Product that is a Qualifying Unit is sold in the 
U.S.A. 

17 

"Gross-to-Net Factor" shall mean the multiplier that is a proxy for the typical and traditional 
19 conversion of list price to invoice price for Full-Price Units (regardless of crop species), which 
equals 20%. 

21 

"Licensee Marketshare" shall mean Licensee Unit Sales divided by Total Market Size, expressed as 
23 a percentage. 

25 "Licensee Unit Sales" shall mean Licensee's Unit sales of a particular crop species in the Qualifying 
Region as reported in commercially prepared reports, such as Merrits and Doans or any other 

27 publication agreed upon by the parties and listed on Attachment B.3 . expressed in Units. In the 
absence of such reports. Licensee shall prepare a report documenting Licensee Unit Sales for 

29 agreement by the parties. 

31 "Multiple-Use Royalty Rate" shall mean 0.70% or 1.0% for two (2) or more uses of Licensor 
Technology in one version of Licensed Product where Licensor's Marketshare is greater than 33.3% 
33 or less than 33.3%, respectively. 

35 "Net Sales" shall mean the Adjusted Net Royalty Base times the number of Qualifying Units. 

37 "Qualifying Region" shall mean the region composed of North America, South America and the 
European Union. 



"Qualifying Units" shall mean Sample Units and Full-Price Units sold or used which create a royalty 



39 



41 



obligation pursuant to Section 3.2 . 
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1 "Royalty Base" shall mean the royalty base and shall be one hundred and five dollars and ninety 
cents (US$105.90) per Unit of Com for 1997. For other crop species, the Royalty Base shall be 
3 calculated using the same protocol and formula as was used for Com. 

5 "Royalty Base Adjustment Factor" shall mean the average increase in the Average Net Published 
Price over a period starting in 1997 through the earlier of (i) 2001 or (ii) the Base Year. 

7 

"Royalty Rate" shall mean the royalty rate for a particular crop species and shall be 0.35% where 
9 Licensee's Marketshare is greater than 33.3% and 0.50% where Licensee's Marketshare is less than 
33.3%. 

11 

"Total Market Size" shall mean the total number of purchased Units for a particular crop species 
13 (i.e., Com, Sorghum, Soybean, Canola/Rape, Sunflower, etc.) in the Qualifying Region as reported 

in commercially prepared reports, such as Merrits and Doans or any other publication agreed upon 
15 by the parties and listed on Attachment B.3 , expressed in Units. In the absence of such reports, 

Licensee shall prepare a report documenting Total Market Size for agreement by the parties. 

17 

"Unit" shall mean the package size. For the purposes of this Agreement, the following package sizes 
19 shall be used (for crop species not listed below, the Licensee shall provide information on such 

package sizes for agreement by the parties). Package sizes different from below shall be prorated 
21 to the package sizes shown below: 

23 Com: 80,000 kernel package 

Sorghum: 50 pound package 
25 Soybean: 50 pound package 

Canola/Rape: 50 pound package 
27 Sunflower: 200,000 kernel package 

29 For clarity, an example is provided in Attachment B.l . The numbers used in the example are 
examples and should not be considered binding. In the absence of agreement within sixty (60) days 

3 1 of commencing negotiations hereunder with respect to any issue in this Exhibit B, any such dispute 
shall be resolved pursuant to Section 8.13.2 . 
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Attachment B.l 
Example of Royalty Calculation 



Assumptions : 



Crop species: Com 

Total Market Size: 22,000,000 Units 

Licensee Unit Sales: 12,500,000 Units (all units) 

Replant Units: 75,000 (non-royalty bearing) 

Sample Units: 200,000 (royalty bearing) 

Full-Price Units: 3,200,000 (royalty bearing) 

Base Year: 2003 (first year of Conunercial Sale) 

Royalty Base Adjustment Factor (for 1997-2001): 3.79% per year 

Single Use Royalty Rate 

Calculations : 

Licensee Marketshare: 12,500,000 Units/22,000,000 Units = 56.8% 
Royalty Rate: .35% 

Qualifying Units: 3,400,000 (sum of Full-Price Units and Sample Units) 

Adjusted Net Royalty Base: See Attachment B.2 

Net Sales: $105.91/Units * 3,400,000 Units = $360,094,000 

The royalty due and payable for the year 2003 would be: 
$360,094,000 * .35% = $1,260,329 
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1 



Attachment B.2 



3 Example of 

Adjusted Net Royalty Base 
5 (for Com) 



7 


Year 


Koyaiiy rJase 
Adjustment 
Factor 


Royalty Base 


Net to Gross 
Factor 


Adjusted Net 
Royalty Base 


9 


1997 


N/A 


$ 105.90 


20% 


$ 84.72 




1998 


3.79% 


109.91 


20% 


87.93 


11 


1999 


3.79% 


114.08 


20% 


91.26 




2000 


3.79% 


118.40 


20% 


94.72 


13 


2001 


3.79% 


122.89 


20% 


98.31 




2002 


3.79% 


127.55 


20% 


102.04 


15 


2003 


3.79% 


132.38 


20% 


105.91 




2004 


3.79% 


137.40 


20% 


109.92 


17 


2005 


3.79% 


142.61 


20% 


114.09 




2006 


3.79% 


148.01 


20% 


118.41 



19 
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1 EXHIBIT C 

3 Examples of Calculation of Sublicense Fee 

5 EXAMPLE 1 

7 Assumption : 

9 Value of Licensed Genetic Material = 30 
Value of other germ plasm = 70 

11 

Therefore, percentage of Licensed Genetic Material = 30% 

13 

15 Calculation : 

17 Factor to apply to License Revenues: 30%/2= 1 5% 
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yiPS T A M^Nnyn a nd BFSTATEP l,irF,NSF, ACTRRRMt;NT 

THIS LICENSE AGREEMENT (the "Agreement") is made and entered into this day 
of March 1997 (the "Effective Date") between Pioneer Hi-Bred International. Inc., an Iowa 
c' mp^y of 400 Locust Street. Suite 700. Des Moines, lA 50309-2340 ("Licensee"), and 
Kime^ei Inc.. a Delaware coiporation, of300 Pheasant Run, Newtown. PA 18940 ("Licensor ). 

WHEREAS, Licensor represents that it is the exclusive Ucensee of Thomas Jefterson 
University ("TJU") under a U.S. patent and certain U.S. and foreign patent appUcations with respect 
to a chimeric vector for application in gene therapy developed by TJU and certain methods and 
processes using that chimeric vector; and 

WHEREAS. Licensee wishes to obtain a non-exclusive, worldwide license under such 
technology to conduct research with respect to Plants (as defined below) and to use, sell and hcense 
Licensed Products (as defined below). 

NOW THEREFORE, in consideration of the mutual promises and covenants set forth herein 
and for good and valuable consideration, the adequacy and sufficiency of which is hereby 
acknowledged, the parties hereby agree as follows: 

ARTfrT.E 1 - DEFBVrriONS 

1 1 "Affiliate" shall mean any person, which directly or indirectly controls, or is under 
common control with, or is controlled by. Licensee. "Control" shall mean the power to direct or 
cause the direction of the management and policies of a person, whether through the ownership of 
voting securities by contract or otherwise. "Subsidiary" shall mean with respect to a person, anotha 
person owned as to at least fifty percent (50%) of its equity or other ownership interests; and 
controlled, by the first person. 

1 2 "Agent" shall mean any company or entity through which Licensee and/or any 
AffiUate and/or any Third Party Licensee produces and/or markets Licensed Products on behalf of 
such person. 

1 3 "Chimera" shall mean any synthetic oligonucleotide of DNA and RNA and/or 
derivatives intended to create a specific alteration in a target sequence of the genome of a ceU, tiie 
manufacture, use or sale of which falls wifliin the disclosure and/or claims of U.S. patent no. 
5,565,350 or any application or patent claiming the same priority date as that patent. 

1 4 "Commercial Sale" shaU mean a sale of any Licensed Product by Licensee or any 
AffiUate, Agent or Third Party Licensee to an end user customer of (hat Licensed Product. 
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1 1.5 "Confidential Information" shall mean all infonnation, in whatever fonn, w 

disclosed by either party to the other prior to or subsequent to the Effective Date of this Agreement. 

3 

1.6 "Enabling Technology" shall mean. Intellectual Property which covers the 
5 manufacture, design, delivery and/or use of Chimera, molecules, compounds, drugs, adjuvants, 
proteins or other material that are used in conjunction with Chimera to alter, modify or deliver DNA 
7 and/or RNA, in each case to the extent that they facilitate: (i) dissolution or and/or suspension of 
the Chimera (and associated agents); (ii) transit of Chimera across cell walls and membranes 
9 (including, without limitation, cellular, nuclear, mitochondrial and chloroplast membranes); (iii) 
protection of Chimera firom degradation or inactivation; (iv) target localization to, and accurate 
1 1 pairing of, a target with Chimera; (v) enzyme localization to a Chimera target pairing site; (vi) using 
or working in conjunction with Chimera to make accurate base changes in genomic and/or target 
13 sequences as predicated in any given Chimera design; and any other Intellectual Property which 
covers aspects of the Chimera design, manufacture, storage, use, mixture, and/or manipulation and/or 
1 5 that improves and/or changes in any way characteristics of such Chimera to locate the desired target 
and attract or operate on or with appropriate cellular components and/or functions to perform 
1 7 efficient and specific base changes (including without limitation insertions or deletions); but shall 
not include any such Intellectual Property which is specific to the DNA and/or RNA sequence bemg 
19 altered, modified or delivered. 

21 1.7 "Field" means Licensed Products that are Plants, but excludes Pharmaceutical Use. 

For clarification, the Field includes development of Plants using Licensed Products that arc Plant 
23 cell protoplasts. 

25 1.8 "Full-Price Units" shall mean Units ofLicensed Product that are invoiced to end user 

customers and are not Sample Units or Replant Units. 

27 

1.9 "Intellectual Property" shall mean without limitation, all patents and patent 
29 applications (including utility patents and plant patents and applications for utility patents and plant 

patents), patentable inventions, plant variety certificates and applications, know-how, trade secrets, 
31 techniques and ideas and all technical documentation and/or information which further includes 

DNA and/or RNA sequences and/or modifications thereof and genes, oligos and proteins, and 
33 associated metiiods and all applications therefor. 

35 1.10 "Kiraeragen Licensors" shall mean TJU and any other person that licenses any part 

of the Licensor Technology to Licensor, including licensors of Third Party Enabling Technology. 

37 

1.1 1 "License Revenues" shall mean all revenues received fi-om Third Party Licensees , 
39 including, but not limited to, license fees, royalties, and milestone payments. 
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1 1.12 "Licensed Genetic Material" shall mean genetic material that has been altered, 

identified, modified or created (in that generation or an earlier generation) by the use (in whole or 

3 in part) of the Licensor Technology which is the subject of any Patent Right or of any other Licensor 
Technology which Licensee would not have the right to use but for this License. 

5 

1.13 "Licensed Products" shall mean products containing Licensed Genetic Material. 

7 

1.14 "Licensee Enabling Technology" shall mean all Enabling Technology owned by or 
9 licensed to Licensee or any Affiliate. 

11 L15 "Licensee Product Rights" shall mean any patent or patent ^jplication (including any 

utility patent or plant patent and any application for a utility patent or plant patent), Plant Variety 

1 3 Certificate or plant variety application owned or licensed by Licensee or any Affiliate which covers 
any Licensed Product or the sale, use, development or production of any Licensed Products. 

15 

1.16 "Licensor Technology" shall mean all Enabling Technology owned by or licensed 
1 7 to Licensor, including Third Party Enabling Technology. Licensor Technology shall finther include 

all Patent Rights that cover Licensor Technology. 

19 

1.17 "Patent Rights" shall mean patents and patent applications listed in Exhibit A and all 
21 foreign counterparts tiiereof in the Teiritoiy, including all divisionals and continuations, 

continuations in part, additions, confirmations, renewals, extensions, reexaminations and reissues 
23 of patents and patent applications and then equivalents covering tiie Licensor Technology. Patents 

and patent applications and all foreign counterparts thereof in tile Territory covering Third Party 
25 Enabling Technology, includmg all divisionals and continuations, continuations in part, additions, 

confinnations, renewals, extensions, reexaminations and reissues of patents and patent applications 
27 and tiieir equivalents shall be deemed to be included in Exhibit A and to be part of the Patent Rights 

upon (i) becoming Third Parly Enabling Technology and (ii) being licensed to Licensee hereunder. 

29 

1.18 "Patent Term" shall mean the period firam the Effective Date until the expiration of 
31 the last to expire of any Patent Right having a vaUd claim which, but for tiiis Agreement, Licensee 

would infringe by any activity permitted under this Agreement. 

33 

1.19 "Plants" shall mean multicellular rooted organisms containing chlorophyll and 
3 5 cellulose cell walls. 

37 1 20 "Phannaceutical Use" shall mean (a) manufacture, synthesis and/or metabolism in 

Plants (naturally or through genetic engineering) of compounds, precursors or other products with 

39 pharmaceutical applications as active ingredients; (b) all harvesting, extraction, refinement, 
production and sale of such phiamaceutical compounds, precursors or other products; and (c) all uses 

41 related to such phannaceutical compounds, precursors or other products that are or would be 
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, ♦ ^ ih^ FDA Centeis of Biological Evaluation and Research (CBER), Drug Evaluation and 

species, and all foreign agencies regulating simUar subject matter. 

1 21 "Replant Units" shallmeanUnitsofLicensedProductthatareinvoiced to end user 
customers at a reduced value for use to replace defective seed and/or seed loss due to floodmg or 
other damage or quality problems. 

1 .22 "Sample Units" shall mean Units of Licensed Product that are invoiced at no value 
to end user customers for promotional purposes. 

1 .23 "Territory" shall mean the world. 

I 24 "Third Party Enabling Technology" shall mean Enabling lechnology owned or 
controUcd by other licensees of the Licensor Technology that has been licensed to Licensor. 

1 25 "Third Party Licensee" shaU mean any company or entity, other than an Agent, that 
is licensed by Licensee and/or any Affiliate to Licensed Products or Licensed Genetic Material. 

1 .26 "Unit" shall have the meaning specified on Exh i b i t B - 

1 27 "University" shall mean a university or other institution of higher education that is 
exempt from taxation under clause 501(a) of the Code (26 U.S.C. § 501(a)). 

^B Tfri.ff.2>-LTCENSE 

2 I r^ntnfT.icense. Licensor hereby grants Licensee, upon the terms and conditions 
set forth in this Agreement, a royalty-beaiing non-exclusive license under the Licensor Technology 
L^ the Territory to use Licensor Technology to conduct product development m the Field and to 
make. use. sell, import and export Licensed Products in the Field. 

2 1 1 Licensee shall have the right to subcontract to Licensee's Subsidiaries and to 
Universities activities relating to the development, and to Licensee's Affiliates and Agents 
activities relating to tiie growing and marketing of Licensed Products, for the purposes of 
conducting Licensee's ongoing business. Such subcontracting shaU not be consider^ a 
sublicense, and Licensee shall be responsible for such activities as if they were the activities 
of Licensee. Without hmiting the foregoing. Licensee shaU not subcontract any development 
work to any Subsidiaiy or University without requiring that the results of such development, 
if Enabling Technology, be subject to the Ucense provided m §Sgfr . qn2.3 . L 
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2 1 2 Licensee shall have the right to sublicense its rights hereunder for activities 
within the Field to Hiiid Party Licensees but only to the following extent: 

(a) Licensee shaU have the right to subUcense Licensed Genetic Material 

alone; 

(b) Licensee shaU have the right to subUcense Licensed Genetic Material 
incorporated into other germ plasm; and 

(c) Licensee shall have the right to subUcense the growing and marketing 
of Licensed Products. 

2 I 3 Licensee shall have the right to assign in part the Ucense granted in S ection 
2A to Pioneer Overseas Corporation (" POC") within the Field; provided that POC shall not 
further assign any rights under this Agreement other than together vrith. and not separate 
from any other permitted assignment by Licensee in accordance with SfiClmJ^; and 
provided further that Licensee gives Licensor prompt written notice of the exercise of that 
ridit and the scope of the grant Notwithstanding any exercise by Licensee of nghts under 
tWs Sp^iinn 2.I.3 . Licensee shall be responsible for activities of POC as if they were 
activities by Licensee. 

2 14 No Ucense is granted hereunder for sale of Licensed Products as commodity 
grain, except to the extent that seed grain is discarded as a result of obsolescence or quality 

defects. 

2 2 T^^pmvements . During the temi of this Agreement, the parties shaU promptly disclose 
to each oiher in reasonable detail, including available written protocols of the methodology and ot 
the materials used, and any available replicated data obtained, any newly developed or controUed 
Licensee Enabling Technology or Licensor Technology. 

2.3 ^vnh?^T-^^"ses. 

2 3 1 Licensee hereby grants to Licensor a woridwide Ucense (substantially on the 
terms contained in this present license, but excluding payment obligations other than 
38. and recognizing the respective roles of the parties to the license back) limited solely to 
appUcations in conjunction with Chimera, to Licensee Enabling Technology on a non- 
exclusive basis for all applications with the right to grant subhcenses (which may forther 
include the right to grant sublicenses). Licensor shall sublicense Licensee Enabling 
Technology ofrspecific type to each particular Ucensee flnbl lo the extent (i) such licensee 
has the siSlar obiigiion to gmnt Licensor a license (including the right to grant subhcenses) 
under its rights in that particular type of Enabling Technology; (u) Licensee is granted rights 
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1 to such Enabling Technology as part of the Licensor Technology; and (iii) such licensee has 

covenanted substantially as provided in Section 2.3.2. Without limiting Section 2.3,2. such 

3 license shall not grant any rights to Intellectual Property owned or licensed by Licensee or 

any Affiliate prior to the Effective Date. 



2.3 .2 Licensee covenants for the benefit of Licensor and Licensor's other licensees 
of Enabling Technology in the Field (who may enforce this provision directly) not to assert 
any patent owned or controlled by Licensee to prevent use of any Enabling Technology in 
9 conjunction with Chimera pursuant to a license firom Licensor in the Field. 

I] 2.3.3 In negotiating witti a third party any potential license for Enabling 

Technology ftom that thiid party that is exclusive or would otherwise prevent that third party 

1 3 or Licensee from granting rights to Licensor or other licensees of Enabling Technology, 

Licensee shall either (i) obtain the right to sublicense such Enabling Technology to Licensor 

15 and its other licensees of Enabling Technology, or (ii) include Licensor in such negotiations 

so that Licensor may seek to obtain rights for use with Chimera. 

17 

2.4 p n?tection of Technology . Licensee shall not use any Licensor Technology, nor shall 
] 9 Licensor use any Licensee Enabling Technology, for any purpose other than as provided in this 

Agreement, unless such technology shall come into the public domain. 

21 

2.5 Acknowled gment of Rights . Licensee acknowledges that Licensee's right to use the 
23 Licensor Technology arises only out of the licenses granted under this Agreement. All Licensed 

Products shall bear a patent notice on the label to the extent, if any. as may be required under the 
25 laws of the countty in Territory in which the Licensed Products are sold. 

27 

29 AnTyriF.l-PAYMENT 

31 3,1 Pavment. In consideration of the rights granted herein. Licensee shall pay to 

Licensor: 

33 

3.1.1 A one-time non-refimdable payment of one hundred thousand dollars 
35 (US$100,000) upon the date of execution of this Agreement. This payment shall be 

attributable in part to issued patents as set forth in Exhibit A (ninety thousand doUars 
37 (US$90,000)) and in part to know-how, and rights to continuations of such patents; and 

rights in'fiiture patents and other technology as set forth in Exhibit A and elsewhere m this 
39 Agreement (ten thousand dollars (US$10,000)); 
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1 3 . 1 .2 A one-time non-refundable payment of nine hundred thousand (US$900,000) 

for the conduct of research on behalf of Licensee in pursuit of Milestone I A (as provided in 
3 Section 3,1.3 below^: 

5 3A3 Further one-time non-refundable payments of: (i) five hundred thousand 

dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit of 
7 Milestone II upon the achievement of Milestone lA (as provided below); (ii) five hundred 

thousand dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit 
9 of Milestone 11 upon the achievement of Milestone IB (as provided below); and (iii) one 

million doUan (US$1 ,000,000) as a bonus for the successful completion of Milestone H. All 
1 1 payments will be payable within thirty (30) days of the earlier of (a) achievement by 

Licensee of each milestone; or (b) written notification to Licensee by Licensor of the 
] 3 achievement of each Milestone, together with written protocols of the methodology and 

materials used, and data which has been replicated at least once demonstrating that such 
1 5 Milestone was reached; 

17 (a) Milestone 1 A i proof of principle of Licensor Technology in a dicot 

plant species as demonstrated by a genomic sequence altered as predicated by a 
19 specific Chimera design; 

2\ (b) Milestone IB : proof of principle of Licensor Technology in a 

monocot plant species as demonstrated by a genomic sequence altered as predicated 
23 by a specific Chimera design; and 

25 (c) Milestone 11 : creation of any Plant using or incorporating (in any 

generation) Licensor Technology and/or Licensee Enabling Technology as 

27 demonstrated by Uie trait of the target altered as predicated by a specific Chimera 

design and such trait is transmitted to at least its next generation progeny; 

29 . 

provided that if any such milestone is reached prior to Licensee executmg this Agreement, 

3 1 the payment due for such milestone under this Section 3.1.3 shall be added to tiie up-front 

fee payable imder Sections 3.1.1 and 3.1.2: 

33 

3.1.4 A further non-refiindable payment of one million dollars (US$1,000,000) 
35 upon tiie earlier of (i) filing of tiie first patent application (including any application for a 

\itility patent or plant patent) or plant variety protection application in the Territory with 
37 respect to any Licensed Products by Licensee or any Affiliate, or designating Licensee or any 

Affiliate as assignee; or (ii) the first Commercial Sale; 

39 

3.1.5 A royalty per Unit of Licensed Products as specified m Exhibit B for use of 
41 Licensor Technology in developing Licensed Products, which the parties agree for 
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convenience shall be structured as set out in Section 3.2. Notwithstanding anything to the 
contrary herein, in a series of transactions, only the Commercial Sale shall be treated as 
royalty bearing for the purpose of this Agreement; and 

3.1.6 Royalties as provided in Section 3.4. 

3,2 po yaltv Conditions , Royalties shall: 

3 .2. 1 be payable for the duration of the Patent Term: 

(a) on Commercial Sales by Licensee and/or Affiliates and/or Agents of 
Licensed Products that are Full-Price Units or Sample Units, and 

(b) uses of Licensed Products by Licensee and/or any Afifiliate and/or any 
Agent unless the result of that use is a subsequent royalty-bearing sale xmder gggtion 
3.2. UaV with royalty to be payable on the Licensed Products used in the same amount as if 
such Licensed Products had been the subject of a Commercial Sale of Full-Price Units 

in both cases where such Licensed Products are either: 

(i) at the time and place of development, covered by a pending or issued 
claim in the Patent Rights; or 

(ii) at the time and place of either use, production or sale, covered by a 
pending or issued claim in the Patent Rights; 

(for clarification, it is agreed that a Licensed Product shall be covered by a pending or issued 
claim in the Patent Rights at the time and place of development where the process of 
development and/or products used in that development is or are covered by such a claim); 

3.2.2 be payable for a period of five (5) years after the Patent Term (not as post- 
expiration royalties but for use of Licensor Technology during the Patent Term to develop 
Licensed Products, the payment for which has been agreed for convenience shall be 
measured by sales of Licensed Products), on Conmaercial Sales by Licensee and/or Afl&lialcs 
and/or Agents of those Licensed Products described in Section 1 .2. Kil which are FuD-Price 
Units or Sample Units and uses under SectiQn3.2.1fbl of those Licensed Products described 
in Section 3.2. iriV. provided that at the time of production, sale or use, the Licensed Product 
or its production, sale or use, is covered by a Licensee Product Right; 

3.2.3 accrue upon the sale, as determined by U.S. GAAP, of Licensed Products by 
Licensee and/or Affiliates and/or Agents or upon use pursuant to Swtion 3,2,Kb): 



I:\RIMnJK\ACRMNT(l\LICENSH\I'WNKHK.(aft 
1/10^)7 (04:15) 



-8- 



1 3.2.4 be due and payable within sixty (60) days of the end of each fiscal year of the 

Licensee in U.S. dollars. Subject to the next sentence, any and all withholding taxes levied 
3 on account of royalties or milestones accruing under this Article 3 shall be paid by Licensee, 

on behalf of Licensor. If laws or regulations require withholding of said taxes on royalties, 
5 such taxes may be deducted fiom such remittable royalty only if (i) such taxes will be paid 

by Licensee, in the name of Licensor to the proper taxing authority, and (ii) proof of payment 
7 and any other documentation required by Licensor to obtain credit for any such payment 

ftom the U.S. tax authorities shall be sent to Licensor no later than forty-five (45) days 
9 following December 31st of each reporting year. Taxes may not be withheld from the 

amount of milestone payments made to Licensor. 

3.3 At any time after the fiist anniversary ofthe Effective Date, but not more frequently 
1 3 than once in any twenty-four (24) month period. Licensee may give written notice to Licensor that 

it desires to negotiate a lump sum payment ixi lieu of royalties payable under Segtlons 3.1.5 and 3,4 
1 5 for any one or more Licensed Products. Within thirty (30) days of receiving such notice, Licensor 

shall commence negotiations with Licensee to determine an appropriate amount for such lump sum 
1 7 payment for each Licensed Product nominated by Licensee. If the parties are unable to agree on an 

amount for each Licensed Product nominated by Licensee within sixty (60) days of the 
1 9 commencement of such negotiations. Licensor may notify Licensee that it will not accept a lump 

sum payment in lieu of royalties at that time, at all, or for those Licensed Products with respect to 
2 1 which no agreement was reached. 

23 3.4 T.icepse Revenues. 

25 3,4.1 Licensor shall be entitled to share in all License Revenues derived by 

Licensee and/or any Afifiliate. Where License Revenues are payable to Licensee in cash or 

27 equivalent legal tender pursuant to Section 2.1. 2faV Licensee shall pay Licensor fifty per 

cent (50%) of such License Revenues within thirty (30) days after the calendar quarter in 

29 which such License Revenues are received. 

3 ] 3,4.2 In the event that Licensee proposes to: 

3 3 (a) barter or trade a sublicense under Section 2.1.2 (including any Ucense 

to an Agent for purposes other than producmg and/or marketing any Licensed 

35 Product for or on behalf of Licensee and/or any Affiliate) in return for other 

technology, or Licensee shall otherwise receive non-cash consideration for such 

37 sublicense (in whole or in part); and/or 

39 (b) sublicense pursuant to Sections 2.1 .2fb'> or (c\. 
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then Licensee shall not proceed with such sublicense without Licensor's consent, which shall 
be predicated upon agreement between the parties on an appropriate fee payable by Licensee 
to Licensor with respect to such Ucense. Such fee shall be equal to the proportional value 
of the Licensed Genetic Material as compared to any other germ plasm licensed, expressed 
as a percentage and divided by two (2). provided that in no event shall the amount of royalty 
payable to Licensor be less than that amount which would be payable pursuant to ggptipn 
^.1.5 on the sale or use of the Licensed Products sold or used by the Third Party Licensee. 
An example of such a calculation is provided on MihitC- Such percentage shall be appUed 
to the value of any such barter or trade plus any cash or cash equivalent forming part of the 
consideration, payable within sixty (60) days of the earlier of entry into such license or 
conclusion of the procedure nf Section 8.13.2. or with respect to ongomg payments, within 
sixty (60) days of receipt of payment by Licensee. In the event that the parties are unable to 
agree on an appropriate fee within sixty (60) days of Licensee notifying Licensor of the 
proposed license, Licensee may enter mto the, license subject to the procedure of 



1 5 Section 8.13.2 to determine the fee payable to Licensor 

y 7 3.4 J Licensee shall be responsible for monitoring and reporting on the sales of 

AffiUates, Third Party Licensees and Agents to the extent information is necessary for the 
1 9 calculation of royalties, and shall be responsible for all royalties due to Licensor. 

2, 3 5 Reports . Licensee shall provide royalty reports to Licensor together with each 

payment made under R^rt^ on. 3 .1 5 and 3.4. Such reports shall contain all infomiation relatmg to 

23 Licensee's sales as well as sales by AffiUates, Third Party Licensees and Agents and License 
Revenues received, as reasonably necessary to verify amounts due under this Agreement, mcludmg; 

25 

(a) a listing of all Licensed Products qualifying for royalties sold or used by 
27 Licensee. Affiliates, Third Party Licensees and Agents, sotted by individual product, crops, 

species, country and number of Units; 

(b) all License Revenues received, sorted by Third Party Licensee, license fees, 
3 1 royalties and milestone and other payments; 

33 (c) royalty calculation; and 

35 (d) royalties due and payable. 

37 3.6 Records . Licensee shall also keep full and accurate records at its principal place of 

business in the United States or, if Licensee has no principal place of business in the United States, ^ 

39 at a location agreed upon in writing by die parties, of all Licensed Products developed, used, grown, 
distributed, or sold by Licensee. Affiliates. Third Party Licensees and Agents and any other records 

41 reasonably necessary to enable verification of reports provided under S^gtiP" • 
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3 7 Audit . Records kept by Licensee pursuant to SwtiffP shall be open, at reasonable 
3 times during business horns, to an inspection by a mutuaUy agreed upon Certified Public 

Accountant, at Licensor's expense, for the purposes of verifying Licensee's royalty payments under 
5 this Agreement. If a shortage of greater than five percent (5%) is established in any payment due 

hereunder Licensee shall reimburse Licensor for the cost of such inspection and promptly pay such 
7 overdue amount together wiA interest at the rate specified in Section 3 , 9 . In addition, m the event 

that Licensee or t^^fof dTcg'^ commercialized a Licensed Product but Licensee has failed to ^ 
9 make any royalty payments hereunder with respect to such Licensed Product, then Licensee shall r 

promptly pay all such past due royalties bIjis interest of twenty-fivc percent (25%) per annum, V 
1 1 calculated from the date such royalties became due until the date such royalties are paid. 

3 8 Third Partv Royalties . In any case vviiere use of the Licensor Technology is in the 
future subject to a royalty (whether lump-sum or payable by reference to sales) to a third party (other 
1 5 than a royalty to TJU with respect to Licensor Technology Ucensed by Licensor as at the date 
hereof) then Licensee shall, in addition to the royalty specified m S6CtioTl3.1. be responsible for 
1 7 paymeilt to Licensor of a fiirthcr amount equal to the royalty payable to the third party with respect 
to Licensee's use under this Agreement, except to the extent Licensee shall be separately licensed 
19 by that third party with respect to such use. In any case where use of the Licensee Enabhng 
Technology is in the fiiture subject to a royalty (whether lump-sum or payable by reference to sales) 
21 to a third party. Licensor shaU be responsible for payment to Licensee of an amount equal to the 
royalty payable to the third party with respect to Licensor's or its licensees use of such Enabling 
23 Technology under this Agreement, except to the extent Licensor or any of its licensees shall be 
separately licensed by that third party with respect to such use. 

25 

3 .9 Tjtte Payments . All payments to be made by the Licensee to the Licensor hereunder 
27 shall bear interest at the prime or equivalent rate as quoted by Citibank N.A., New York, New York. 

on the day the payment is overdue plus two percent (2%) per annum from the date payment becomes 
29 overdue, until paid. 

3 J 3.10 Rnyaltv Stnicture . Licensee represents and warrants that: (i) it currently markets its 

seed products through a system pursuant to which all seed produced by Licensee, Affiliates and 
33 Agents is invoiced by Licensee and sold to the end user customer (/. e. , the grower of commodity 

grain)- (ii) seeds are either sold as Full-Price Units. Sample Units or Replant Units and not m any 
35 other manner; (iii) seeds are not sold as foundation srtock other than to Affiliates or Agents where 

seed produced is either a royalty-bearing use or Commercial Sale under Ihis Agreement; and (iv) 
37 seeds are not sold for purposes other than growing commodity grain except as provided in SfiStififl 

2.1.4 The parties acknowledge that it is the intention of tiiis Agreement that Licensor receive 
39 royalties and payments ba.sed on Licensee's business as presentiy structured of the amounts set forth 

herein In the event the structure of Licensee's business changes such tiiat Licensee receives 
4 1 revenues in a different manner, the parties shall restructure the royalty and payment mechanisms set 
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1 forth herein to achieve equivalent royalty and payment amounts using, if applicable, a royally 
stmctuie offered to Licensee pursuant to Section 7.6 . In the absence of agreement within sixty (60) 

3 days of commencing negotiations hereunder, any such dispute shall be resolved pursuant to Sectipri 
8 ,13 ,2 . 

5 

3.11 Effect on Agreement , This Agreement shall not become effective until payments as 
7 described in SSficttnns3.M and 3,1.2 have been made. 



9 

ARTTn.K 4-^PATENT INFRINGEMENT 

11 

Licensee shall notify Licensor promptly of any action, claim or threat of patent infringement suit, 
13 either oral or written, or the commencement of any such patent infringement suit against Licensee 

relating to the Licensor Technology. The parties shall cooperate in the development and execution 
15 of a strategy to defend against any such action against Licensee, Licensor or other licensee of 

Licensed Technology in the Field by a third party. Each party shall also notify the other promptly 
1 7 of any infringement, in the Field, of the Patent Rights by a third party of which that party becomes 

aware. In the event of a suspected injiingement of the Patent Rights by a third party with respect to 
1 9 Licensed Products being developed or commercialized by Licensee, both parties will consult with 

each other and any other affected licensees of Licensor to determine the appropriate strategy to 
2 1 attempt to prevent such infringement. 

23 ARTTCI.E S-W ARRANTIES A INDEMNITIES 



25 5.1 Warranties. 

27 5,1.1 Licensor represents and wanants that it has fiill right, power and authority to 

enter into this Agreement and that the terms of this Agreement do not conflict with any other 
29 contractual obligations it has. 

31 5, 1 ,2 Licensor represents and warrants that, as of the execution date, it knows of 

no Intellectual Property that would prevent Licensee from practicing the whole of the 

33 Licensor Technology as described in U.S. Patent No. 5,565,350, Licensor is aware of 

numerous patents covering particular nucleic acids, nucleotides, intermediates, gene 

3 5 fragments and other aspects of genetic technology. 

37 5, 1 .3 Licensor represents and warrants that it has the freedom to enter into this 

Agreement and the right to provide the rights and license contemplated in Section 2.1. 

39 
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I 5.1.4 Licensor represents and warrants that, as of the Effective Date, Licensor has 

disclosed to Licensee all known, and knows of no other, royalty obligations pursuant to 
3 Section 3.8 . 

5 5.2 No Other Warranties . Neither party makes any warranty or representation with 

respect to the Enabling Technology, nor is either party in any way responsible for the utility of any 
7 Enabling Technology. BOTH PARTIES HEREBY EXPRESSLY DISCLAIM ANY AND ALL 
WARRANTIES AND REPRESENTATIONS, EXPRESS OR IMPLIED. ARISING BY LAW OR 
9 CUSTOM. WITH RESPECT TO THE ENABLING TECHNOLOGY. INCLUDING, WITHOUT 
LIMITATION. WARRANTIES OF MERCHANTABILITY. HTNESS FOR A PARTICULAR 
1 1 PURPOSE, PATENTABILITY OR NON-INFRINGEMENT. NEITHER PARTY IN ANY WAY 
PROMISES THAT THE ENABLING TECHNOLOGY SHALL PRODUCE ANY PARTICULAR 
1 3 RESULTS, PRODUCTS OR PROFITABILITY. 

15 5.3 Indemnities . Licensee hereby waives any claim against Licensor and the Kimeragen 

Licensors and agrees to indenmify, defend, and hold harmless Licensor and the Kimeragen Licensors 
17 and their respective directors, officers, employees and agents, and in tiie case of the Kimeragen 

Licensors, their directors, trustees, officers, agents and employees and those of any associated 
1 9 University, fiom all liabilities, demands, damages, expenses and losses (including without limitation 

for death, personal injury, illness or property damage, and includmg reasonable attomeys' fees) 
21 arising out of or in connection with Licensee's or its transferee's actions under this Agreement 

(collectively, the "Indemnified Losses"), including without limitation Indemnified Losses resulting 
23 fiom any exercise or use by Licensee or its transferees of Patent Rights, and any use, sale, or other 

disposition of Licensed Products by Licensee or its transferees and any claim that Licerisee's use, 
25 sale, or other disposition of Licensed Products infiinges or violates any patent or other Intellectual 

Property rights. The indemnification rights contained herein are in addition to all rights which 
27 Licensor and/or the Kimeragen Licensors may have at law or in equity. Licensee hereby agrees that 

the Kimeragen Licensora arc entitled to enforce this Section 5.3 directly against Licensee. As used 
29 in this Section 5.3. Licensee includes its Affiliates, Subsidiaries, contractors and sub-contractors. 

Notwithstanding the foregoing, the indemnities provided by Licensee herein shall not apply with 
3 1 respect to Licensor to the extent the indenmified losses would be or are covered by the foregoing 

Licensor's warranties. 

33 
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^ ApTfrT.T.6-TERM 

3 6.1 Tftrm Of Agreement Tliis Agreement shall become eflfective upon signature by both 

parties and payment by Licensee of the sums specified in P^ytiffPS 3.1.1 and 3.1.2. Subject to 

5 Rrrtinn 6.3 and Article 3. and to earUer termination as provided herein, all rights and obligations 
hereunder shall expire upon the conclusion of the Patent Term. Subject to gCfftipP 6t?, upon 

7 expiration of the royalty obUgation pursuant to Alticlg 3. Licensee shaU have a fiiUy paid up Uccnsc 
to all Licensor Technology licensed during the term of Uiis Agreement without further obligation 

9 to Licensor. 

11 6.2 FflT'y Termination. 

J 3 6.2.1 Subject to Section 6.3 . Licensee shall have the right to terminate this 

Agreement by at least sixty (60) days ^vritten notice to Licensor. 

6,2.2 Subject to Section 6.3. either party may terminate this Agreement with 
1 7 immediate effect by written notice to die other party, if the other party commits a breach of 

any material obligation under this Agreement and fails to remedy such breach within sixty 
19 (60) days after notice of such breach. 

21 6 3 Fffl fef t ff f>f TeTTninfltion . Termination or expiration of this Agreement shall not affect 

the continued enfoiceabiUty nf Re^rinn.^ 2.3. 5 3 7.2. 7.4. 7.5 and 8.13 , and AiM&l (with respect 

23 to any sale or use of Licensed Products, until the date on which the last of any royalty payments 
payable under Article 3 have been paid). 

25 

27 ARTICLE 7-OTHER AGREEMENTS 

29 7.1 j gfn r ply nf nhimera. Licensee may obtain its supply of Chimera solely &om: 

(i) Licensor under terms to be negotiated between the parties; (ii) vendors that are licensed by 
3 1 Licensor to produce Chimera or (iii) from its own production. 

33 7.2 r»nfiHentia]itv. Each party shall: 

3 5 (a) maintain the Confidential Information of the other party in confidence and 

refrain from disclosing any part of such Confidential Information to any person or entity 
other than to its employees, consultants, subcontractors or sublicensees whose duties or 
rightsjustify the need to know such Confidential Information; ^ ^ 

(b) not make any use of the Confidential Information other than for the purp'ose 
41 of carrying out duties and obligations and exercising rights under this Agreement; 



37 
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(c) take all reasonable steps to protect the Confidential Information against 
disclosure misuse, loss and theft, which steps include the execution by all such persons of 
written a«eements containing obUgations of confidentiaUty, restricted disclosure and Imutcd 
use relative thereto consistent with this Section 7.2 prior to disclosure of Confidential 
Information to them; and 

(d) in the case of Licensor, in the event that a third party wishes to evaluate 
Confidential Information in connection with a proposed business transaction with Licensor, 
disclose only Enabling Technology developed by Licensee hereunder to that third party as 
is necessary to conduct such evaluation, provided that prior to disclosure such third party 
executes a written agreement prohibiting use of the Confidential Information for any reason 
other than evaluation of such transactions and containing obligations of confidentiality 

] 3 consistent with this Section 7.2. 

] 5 The provisions of this Section 7.2 shall not apply to any part of the Confidential Information 

disclosed by one party to (he other (a) which is agreed in writing by the disclosmg party to be 
1 7 excluded; or (b) which tiie receiving party can show was known to or developed by it pnor to 

Confidential Information first being received by it from, or disclosed to it by, the disclosmg party; 
1 9 or (c) which is pubUc knowledge, or becomes public knowledge in the future, other than through acts 

or omissions of the receiving party in breach of this Agreement; or (d) which is lawfully obtamed 
21 by receiving party from sources independent of tiie disclosing party who have a lawful right to 

possess and disclose such Information; (e) which it is necessary for the receiving party to disclose 
23 in order to comply witii any appUcable law or if required to do so by order of any court or any other 

judicial or administrative body, provided that prior to making such disclosure the receiving party 
25 gives the disclosing party notice of the requirement of disclosure and the information to be disclosed; 

or (0 which is to be included in any patent appUcation, provided that prior to filing any such patent 
27 appUcation, the party proposing to file such application shaU provide a copy to the other party and 

not file such appUcation until the other party shall have consented, such consent not to be 
29 unreasonably withheld or delayed. 

7 3 Press Releases . Prior to any press release concerning the execution of this 
Agreement its tcnns and conditions, or any subsequent event under this Agreement which either 
33 p^ty considers newsworthy, both parties shall agree on die content and timing, such consent not to 
be unreasonably withheld. 

7 4 ]^yg,i )ptnrv Approvals . The parties shall provide to one another (at no cost) all 
37 materials data and information in their possession needed to seek and obtain regulatory approvals 

necessary for the use and sale of Licensed Products. Neither party shall use any regulatory 
39 information and/or packages developed by the other tor the benefit of a third party except that 

1 icensor shall be permitted to use such infonnation to estabUsh master files for fiUng with regulatory 
4 1 agencies Licensee shall comply with all regulatory requirements relating to the Licensed Products 
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1 and shaU take aU reasonable or required steps to ensure that the Licensed Products arc safe and 
lawful. 

3 

7 5 Prnduct Liability Insurance. Licensee shall obtain and maintain commercial general 
5 liability insurance, including commercial UabUity, product UabUity and completed operations 

insurance coverage in a minimum amount of five milUon doUars ($5,000,000) per loss including 
7 coverage for contractual liability. Licensor and the Kimeragen Licensors that are Universities and 

their respective officers, directors, trustees, members of governing boards and employees will be 
9 named insureds under aU such insurance. Such insurance shall also provide that Licensor and the 

Kimeragen Licensors that ate Universities be given notice of any modification thereof and at least 
11 ten (1 0) days prior written notice of cancellation or tennination and the reason therefor. A certificate 

of insurance evidencing such coverage will be provided to Licensor and, upon each annual 
13 anniversary of this Agreement. Licensee shall provide written confirmation issued by the insurer or 

an independent insurance agent confirming that insurance is maintained in accordance with the 
1 5 above requirements. Subject to Licensee obtaining consent from the Kimeragen Licensors that are 

Universities. Licensee may elect to be self-insured in accordance with reasonable business practices, 
1 7 provided that the above requirements are met. 

J 9 7.6 p^uuivaient Rnynltv Sfnicture. Licensor undertakes to Licensee that it will not offer 

any third party licensee of Licensor Technology in the Field any up-front payment or milestone 

2 1 payment lower than those set out in S^nn<i 3.I.I. 3.1 .2. 3.1.3 and 3.1.4; or any royalty rate lower 
than that set out in $ec1ion 3.1.5 and Ej^aUB without offering such terms to Licensee to the extent 

23 applicable to Licensee's business structure. 

25 7 7 Committee . A committee of not more than six (6) persons comprising an equal 

number of representatives of each patty shall be formed (the "Committee") and shaU meet not less 
27 than once each calendar year to discuss research, progress toward achievement of the milestones set 

out in f^fi^ ti^n^ -^1/1 and 3.1.4 and commercialization of Licensed Products. At such meeting, 
29 Licensee shall provide to Licensor, in a document marked "confidential." a description of the 

projects to which Licensee or its Subsidiaries or Universities subcontracted by Licensee have applied 
31 Chimera, a description of Licensed Products developed by Licensee or its Subsidiaries or 

Universities, and a notification of any such Licensed Products that have been commercialized. 

7 8 Tr«riemarks ajiH Use nf Names . Neither party shall have any right to use any 
3 5 trademark or trade name of the other without the other party's prior written consent, and then subject 

to such terms and conditions as may be agreed to in writing by the parties. If Licensee develops a 
37 Licensed Product for commercialization, the Committee shall consider m good faith whether use of 

Licensor's trademarks or a description of Licensor Technology and/or a particular aspect thereof m 
39 marketing brochures. Uteralure and labeling for any Licensed Product is appropriate and desurable, 

and the appropriate payment and other terms for such trademark use. Neither party shaU use.the 
4 1 name of the other, nor shall Licensee use the name of any Kimeragen Licensor, or the names of any 
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of their respective staff members, employees or students or any adaptation thereof m any advertismg. 
niomotionalor sales literature to the extent such use might imply a relaUonship between the parties, 
or endorsement by either party or any Kimeragen Licensor of any act or thmg or P'-oduct or 
method described in such material, without the prior ^vritten consent of the other party and the 
Kimeragen Licensor where applicable, which consent shall not be unreasonably withheld. 

ARTICLE 8--M1SCELLANEOUS PROVISIONS 



8 1 Fr^rr.e Majeure . Neither party shall be liable for failure to perform its obligations 
1 1 (other than any obligation to pay money) hereunder for so long as that failure may be the result of 
an event beyond its reasonable control (a "force majeure" event), provided that such party uses all 
1 3 reasonable efforts to comply with the terms of this Agreement to the extent that it is able to do so. 

13 8 2 Knt i^'^ Ayreement . This Agreement, together with all Exhibits attached hereto, 

constitutes the entire Agreement between the parties with respect to the present subject matter, all 

1 7 prior negotiations, agreements and understandings being expressly canceled hereby, mcludmg that 
License Agreement dated March 10.1997- 

g 3 Amendment This Agreement may be amended only by a written agreement 
21 embodying the full terms of the amendment signed by authorized representatives of both parties. 

23 8 4 Assi^ment . Neither party may assign Iheir rights or obligations under this 

Agreement without prior written approval from the other party, except as provided for m S^lm 

25 2i3 and except that neither party shall require the consent of the other for the assignment of this 
Agreement as part of the sale or transfer of substantially all of its business, provided that any 

27 purchaser of such business (or surviving entity in the case of any merger) expressly agrees to assume 
that party's rights and obligations under this Agreement. 

8 5 .<;pverabilitv Should any provision of this Agreement be Ulegal, invalid or 
unenforceable under applicable law, such provision shall be deleted from this Agreement and tfie 
remaining provisions of this Agreement shall be construed as if such illegal, invalid or unenforceable 
provision had not been contained herein and the remainder of this Agreement shall not be affected 
fteieby In addition, the parties agree that by mutual agreement or through judicial modification such 
iUeeal invalid or unenforceable provision shall be replaced by a provision or new provisions added 
that shall be as similar as possible in economic and business objectives to the provision deleted but 
37 which shall be valid, legal and enforceable. 

8 6 f^trirA rotistniction . The language used in this Agreement shaU be deemed to be 

the laneuaee chosen by both parties hereto to express thfcir mutual intent and no rule of strict 



41 construction against either party shall apply to any term or condition of this Agreement. 
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I 8 7 P>»lflti ^^'»hm of Parties . Nothing contained in this Agreement shaU be constnied as 
creating a partnership, joint venture, agency, franchise or an association of any kind between the 

3 parties or otherwise. 

5 8 8 Nn Waiver . The faUure of one party hereto to enforce at any time any of the 

provisions of this Agreement, or any rights in respect thereto, or to exercise any election herein 

7 provided, shall in no way be considered to be a waiver of such provision, rights or elections or in any 
way to affect the validity of this Agreement. Any waiver must be m writing. 

^ 8 9 Interpretation . Thie headings contained in this Agreement are for convenience only 

II and shall not affect the interpretation of this Agreement. In this Agreement, the word "mduding" 
shall be deemed to be foUowed by "without Umitation",the words "hereof and herem and 

13 "hereunder" refer to this Agreement as a whole, and the singular includes the plural and vice versa. 

15 8 10 Notices . Notices shall be given by first class mail, by Federal Express or other 

recognized courier requiting signature on receipt, and shall be addressed to the other party at the 
17 address set forth below (or at such address as a party may specify by notice to the other): 

J 9 If to Licensee: Pioneer Hi-Bred International Inc. 

7300 NW 62nd 

21 P.O. Box 1004 

Johnson, lA 50131-1004 



23 



Attention: Director, Research Technology Services 



25 IslSEbSMia: (515)270-3600 

27 Ifto Licensor: Kimeragen, Inc. 

300 Pheasant Run 
29 Newtown, PA 18940 

31 Attention: President 

Telatofi: (215)504-4444 

8 11 rrnveming La'v p n' l luriadiction. Pursuant to Section 5-1401 of the New York 
35 General Obligations Law. this Agreement shall be governed by and construed in accordance with 

the laws of the State of New York without giving effect to any choice of law or conflict ot law 
37 provision or rule that would cause the appUcation of the laws of any jurisdiction other than the State 

of New York. 

39 
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I 8.12 Cpunterparts , This Agreement may be executed in one or more coxmteiparts, each 

of which shall be deemed an original, but all of which together shall constitute one and the same 
3 instrument. 

5 g.l3 pi<tpiite Resolution. 

7 8.13.1 The parties shall woik together to remedy any difficulties which may arise in 

connection with this Agreement. All disputes arising out of this Agreement (other than 
9 disputes arising under Section 3.4. HQ or Exhibit B, which shall be resolved in the manner 

described below in Section 8.13.2^ shall be referred to decision forthwith to a senior 
] I executive of each party w^io is, if possible, not involved in the dispute. If no agreement can 

be reached through this process within thirty (30) days of request by one party to the other 
1 3 to nominate a senior executive for dispute resolution, then either party hereto shall be entitled 

to bring proceedings relating to such dispute. Any and all such proceedings shall be brought 
15 in a court having jurisdiction over the parties in the County of Manhattan, New York. 

17 8.13.2 Any dispute arising imder gcction3.4 of this Agreement which is not resolved 

between the parties within sixty (60) days of Licensee notifying Licensor of a proposed 
1 9 sublicense, or any dispute under Section 3.10 or RxhibitB. shall be referred to a partner of 

Arthur Andersen & Company in Philadelphia nominated by that firm (the "Arbitrator") for 
2 1 decision on (i) in the case of Section 3.4 , which proposal for the fees payable to Licensor for 

such sublicense, (ii) in the case of Section 3.10. which revised payment structure, last put 
23 forward by the respective parties prior to the referral to arbitration is the most reasonable in 

the circum-stances; or (iii) in the case of pxhibitB , which proposal last put forward by the 
25 respective parties prior to the referral to arbitration is the most reasonable in the 

circumstances. The Arbitrator shall have no discretion to make any determination other than 
27 a choice between the last proposal put forward by each of the parties, 'llie parties may each 

present written material to the Arbitrator to si^port their last offer, provided such material 
29 is submitted to the Arbitrator within thirty (30) days of the matter being referred to the 

Arbitrator, and the parties will use their best efforts to ensure that the Arbitrator shall make 
3 1 a decision in the manner prescribed in this Section and notify the parties of such decision 

within thirty (30) days of the expiration of the time for the parties to submit written material, 
33 or earlier waiver by the parties of that right The Arbitrator's decision shall be irrevocable 

and fully accepted by flie parties, and Licensee shall pay the fee stipulated by the Arbitrator 
35 to Licensor witii its next royalty payment after such decision. The party whose proposal was 

not chosen by the Arbitrator shall bear all reasonable costs incurred by both parties incurred 
37 in connection with such arbitration. 

39 ♦ ♦ + + * 
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IN WITNESS WHEREOF, the parties have caused their duly authorized representative to 
execute this Agreement as of the Effective Date. 



PIONEER m-BRED ESTTERNATIONAIt, INC 



By: 

Name 
Title 






KIMERAGENjdNC 




Name: Gerald L. Messerschmidt, M.D. 
Title; President 
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F YHTBTT A 
Patent Rights^ 



United States Patent Number 5,565,350 



Foreign csounteiparts to '350 patent: 

Australia 
Canada 

China, People's Republic 
European Patent Convention 
Korea (South) 
Japan 

New Zealand 



Apnlication Serial No. 
13995/95 
2,178,729 
94194935.4 
95905337.2 
703040/96 
7-516367 
278490 



Saliwanchik, Lloyd & Saliwanchik docket no. KIM 100-P 
"Alteration of Plant and Yeast Genes" 



' Rights of Licensee in above listed patents and applications are limited to Enabling Technology 
in the field and specifically exclude any right to practice any gene or sequence specific subject 
matter of any such patents or applications. 
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IT YH1B1T B 
Bifynlty Calculations 

It is the intent of the Parties to have an equitable and auditable protocol for determining royalties. 
The following definitions shall be used: 

"Adjusted Net Royalty Base" shall mean the Royalty Base, as annually adjusted by Royalty Base 
Adjustment Factor beginning in 1998 and compounded annually, ksa the C3ross-to Net Factor. An 
example of the calculation of the Adjusted Net Royalty Base is set forth in Atta9bi7TgptP 2 . 

"Average Net Published Price" shaU mean the average price in the U.S.A. for all non-transgenic 
"Performance EUte" products as published in the "Master Card" or equivalent 

"Base Year" shall mean the first year a Licensed Product that is a Qualifying Unit is sold in the 
U.S.A. 

"Gross-to-Net Factor" shall mean the multiplier that is a proxy for the typical and traditional 
conversion of list price to invoice price for Full-Price Units (regardless of crop species), which 
equals 20%. 

"Licensee Marketshare" shall mean Licensee Unit Sales divided by Total Market Size, expressed as 
a percentage. 

"Licensee Unit Sales" shall mean Licensee's Unit sales of a particular crop species in ttie Qualifying 
Region as reported in commercially prepared reports, such as Merrits and Doans or any other 
publication agreed upon by the parties and listed on AttftChmsnt B.3. expressed in Units, in the 
absence of such reports. Licensee shall prepare a report documenting Licensee Unit Sales for 
agreement by the parties. 

"Multiple-Use Royalty Rate" shall mean 0.70% or 1.0% for two (2) or more uses of Licensor 
lechnology in one veision of Licensed Product where Licensee's Marketshare is greater than 33.3% 
or less than 33.3%, respectively. 

"Net Sales" shall mean the Adjusted Net Royalty Base times the number of Qualifying Units. 

"Qualifying Region" shall mean the region composed of North America, South America and liie 
European Union. 

"Qualifying Units" shall mean Sample Units and Full-Price Units sold or used which create a royalty 
obligation pursuant to Section 3.2. 
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"Royalty Base" shall mean the royalty base and shall be one hundred and five dollars and ninety 
cents (US$105.90) per Unit of Com for 1997. For other crop species, the Royalty Base shall be 
calculated using the same protocol and formula as was used for Com. 

"Royalty Base Adjustment Factor" shaU mean the average increase in the Average Net Published 
Price over a period starting in 1997 through the earlier of (i) 200 1 or (ii) the Base Year. 

"Royalty Rate" shall mean the royalty rate for a particular crop species and shall be 0.35% where 
Licensee's Marketshare is greater than 33.3% and 0.50% where Licensee's Marketshare is less than 
33.3%. 

"Total Market Size" shall mean the total number of purchased Units for a particular crop species 
13 (i e Com, Sorghum, Soybean. Canola/Rape, Sunflower, etc.) in the Qualifying Region as reported 
in cimmeiciaUy prepared reports, such as Menits and Deans or any other publication agreed upon 
15 by the parties and listed on Art»chmentB.3. expressed in Units. In the absence of such reports. 
Licensee shall prepare a report documenting Total Market Size for agreement by the parties. 

17 

"Unit" shall mean the package size. For the purposes of this Agreement, the foUowing package sizes 
19 shall be used (for crop species not listed below, the Licensee shaU provide information on such 

package sizes for agreement by the parties). Package sizes different from below shall be prorated 
21 to the package sizes shown below: 

23 Com: 80,000 kernel package 

Sorghum: 50 poxmd package 
25 Soybean: 50 pound package 

Canola/Rape: 50 pound package 
27 Sunflower: 200,000 kernel package 

29 For clarity, an example is provided in Attachment B.l. The numbers used in the example are 
examples and should not be considered binding. In the absence of agreement within sixty (60) days 

3 1 of commencing negotiations hereunder with respect to any issue in this Exhibit B, any such dispute 
shall be resolved pursuant to .Sggtion 8.132- 
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AnflohmentB.l 
Example of Royalty Calculation 



Assumptions : 

Crop species: Com 

Total Market Size: 22,000,000 Units 

Licensee Unit Sales: 12.500,000 Units (all units) 

Replant Units; 75,000 (non-royalty bearing) 

Sample Units; 200,000 (royalty bearing) 

Full-Price Units; 3,200,000 (royalty bearing) 

Base Year: 2003 (first year of Commercial Sale) 

Royalty Base Adjustment Factor (for 1997-2001): 3.79% per year 

Single Use Royalty Rate 

Calculations: 

Licensee Marketshare: 12,500,000 Units/22,000,000 Units = 56.8% 
Royalty Rate: .35% 

Qualifying Units: 3,400,000 (sum of Full-Price Units and Sample Units) 

Adjusted Net Royalty Base: See Attachment B.2 

Net Sales: $105.91/Units ♦ 3,400,000 Units = $360,094,000 

The royalty due and payable for the year 2003 would be: 
$360,094,000 * .35% = $1,260,329 
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Example of 
Adjusted Net Royalty Base 
(for Com) 







Royalty Base 




Net to Gross 


7 




Adjustment 






Year 


Factor 


Royalty Base 


Factor 


9 


1997 


N/A 


$ 105.90 


20% 




1998 


3.79% 


109.91 


20% 


11 


1999 


3.79% 


114.08 


20% 


2000 


3.79% 


118.40 


20% 


13 


2001 


3.79% 


122.89 


20% 


2002 


3.79% 


127.55 


20% 


15 


2003 


3.79% 


132.38 


20% 




2004 


3.79% 


137.40 


20% 


17 


2005 


3.79% 


142.61 


20% 


2006 


3.79% 


148.01 


20% 



Adjusted Net 
Royalty Base 
1 84.72 
87.93 
91.26 
94.72 
98.31 
102.04 
105.91 
109,92 
1 14.09 
118,41 
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Commercially Prepared Reports 
Merrits and Doans 
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1 EXHIBIT C 

3 y.T ymplM of C piciiifltion of SobUcense Fee 

5 EXAMPLE 1 

7 Assumption: 

9 Value of Licensed Genetic Material = 30 
Value of other geim plasm = 70 

Therefore, percentage of Licensed Genetic Material 30% 

13 

IS r-alculation: 

17 Factor to apply to License Revenues: 30%/2= 1 5% 



L\KlMBR\A<aMNTSVUCBNSE*lONBBIl.024 
3/10/97(04:15) 



SECOND AMENDED AND RESTATED LICENSE AGREEMENT 



THIS LICENSE AGREEMENT (the "Agreement") is made and entered into as of this 12th 
day of March, 1997 (the "Effective Date") between Pioneer Hi-Bred International, Inc., an Iowa 
Company, of 400 Locust Street, Suite 700, Des Moines, lA 50309-2340 ("Licensee"), and 
7 Kimeragen, Inc., a Delaware corporation, of 300 Pheasant Run, Newtown, PA 18940 ("Licensor"). 

9 WHEREAS, Licensor represents that it is the exclusive licensee of Thomas Jefferson 

University ("TJU") under a U.S. patent and certain U.S. and foreign patent applications with respect 
11 to a chimeric vector for application in gene therapy developed by TJU and certain methods and 
processes using that chimeric vector; and 

13 

WHEREAS, Licensee wishes to obtain a non-exclusive, worldwide license under such 
15 teclinology to conduct research with respect to Plants (as defined below) and to make, use, sell and 
license Licensed Products (as defined below). 

17 

NOW THEREFORE, in consideration of the mutual promises and covenants set forth herem 
and for good and valuable consideration, the adequacy and sufficiency of which is hereby 
acknowledged, the parties hereby agree as follows: 



^1 
23 



ARTICLE 1 - DEFINITIONS 



1.1 "Affiliate" shall mean any person, which directly or indirectly controls, or is under 
25 common control with, or is controlled by, Licensee. "Control" shall mean the power to direct or 
cause the direction of the management and policies of a person, whether through the ownership of 
27 voting securities by contract or otherwise. "Subsidiary" shall mean with respect to a person, another 
person owned as to at least fifty percent (50%) of its equity or other ownership interests; and 
29 controlled, by the first person. 

31 1.2 "Agent" shall mean any company or entity through which Licensee and/or any 

Affiliate and/or any Third Party Licensee produces and/or markets Licensed Products on behalf of 
33 such person. 

35 L3 "Chimera" shall mean any synthetic oligonucleotide of DNA and RNA and/or 

derivatives intended to create a specific alteration in a target sequence of the genome of a cell, the 

37 manufacture, use or sale of which falls within the disclosure and/or claims of U.S. patent no. 
5,565,350 or any application or patent claiming the same priority date as that patent. 

39 

1.4 "Commercial Sale" shall mean a sale of any Licensed Product by Licensee or any 
^ 1 Affiliate, Agent or Third Party Licensee to an end user customer of that Licensed Product. 
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1.5 "Confidential Information" shall mean all information, in whatever form, which is 
disclosed by either party to the other prior to or subsequent to the Effective Date of this Agreement. 

1 .6 "Enabling Technology" shall mean. Intellectual Property which covers the manufacture, 
design, delivery and/or use of Chimera, molecules, compounds, drugs, adjuvants, proteins or other 
material that are used in conjunction with Chimera to alter, modify or deliver DNA and/or RNA, in 
each case to the extent that they facilitate: (i) dissolution or and/or suspension of the Chimera (and 
associated agents); (ii) transit of Chimera across cell walls and membranes (including, without 
limitation, cellular, nuclear, mitochondrial and chloroplast membranes); (iii) protection of Chimera 
from degradation or inactivation; (iv) target localization to, and accurate pairing of, a target with 
Chimera; (v) enzyme localization to a Chimera target pairing site; (vi) using or working in conjunction 
with Chimera to make accurate base changes in genomic and/or target sequences as predicated in any 
given Chimera design; and any other Intellectual Property which covers aspects of the Chimera design, 
manufacture, storage, use, mixture, and/or manipulation and/or that improves and/or changes in any 
way characteristics of such Chimera to locate the desired target and attract or operate on or with 
appropriate cellular components and/or functions to perform efficient and specific base changes 
(including without limitation insertions or deletions); and any part of hitellectual Property that covers 
products (including, without limitation, plants, plant cells and seeds) made by use of Chimera, 
whether such products are defined as products per se, as products-by-process, as products defined 
by traits or other characteristics, or however such products are defined; except that Enabling 
Technology shall not include any part of Intellectual Property that is: 

specific to a gene (including the promoters, enhancers, and other cis-acting control elements 
of such gene) being altered, modified or delivered or specific to homologs of such gene 
being altered, modified or delivered; wherein any such gene shall be at least defined by its 
function (such as function of its expression product, such as RNA or protein) or structure 
(i.e. partial or complete sequence of its expression product) or shall be defined by some 
structural characteristics (e.g. partial or complete nucleotide sequence); or 

- specific to the sequence of a Chimera that is used; or 

- specific to a plant variety, or to a group of closely related plant varieties; 

or any Intellectual Property that is a plant patent, a plant variety certificate or patent that is specific 
to a plant variety or any application therefor. 

1 .7 "Field" means Licensed Products that are Plants, but excludes Pharmaceutical Use. 
For clarification, the Field includes development of Plants using Licensed Products that are Plant 
cell protoplasts. 

1.8 "Full-Price Units" shall mean Units of Licensed Product that are invoiced to end user 
customers and are not Sample Units or Replant Units. 
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1 1.9 "Intellectual Property" shall mean without limitation, all patents and patent 

applications (including utility patents and plant patents and applications for utility patents and plant 

3 patents), patentable inventions, plant variety certificates and applications, know-how, trade secrets, 
techniques and ideas and all technical documentation and/or information which further includes 

5 DNA and/or RNA sequences and/or modifications thereof and genes, oligos and proteins, and 
associated methods and all applications therefor. 

7 

1.10 "Kimeragen Licensors" shall mean TJU and any other person that licenses any part 
9 of the Licensor Technology to Licensor, including licensors of Third Party Enabling Technology. 

II 1,11 "License Revenues" shall mean all revenues received from Third Party Licensees 

including, but not limited to, license fees, royalties, and milestone payments. 

13 

1.12 "Licensed Genetic Material" shall mean genetic material that has been altered, 
1 5 identified, modified or created (in that generation or an earlier generation) by the use (in whole or 
in part) of the Licensor Technology which is the subject of any Patent Right or of any other Licensor 
1 7 Technology which Licensee would not have the right to use but for this License. 

] Q 1.13 "Licensed Products" shall mean products containing Licensed Genetic Material. 

^1 1.14 "Licensee Enabling Technology" shall mean all Enabling Technology owned by or 

licensed to Licensee or any Affiliate. 

23 

1.15 "Licensee Product Rights" shall mean any patent or patent application (including any 
25 utility patent or plant patent and any application for a utility patent or plant patent). Plant Variety 
Certificate or plant variety application owned or licensed by Licensee or any Affiliate which covers 
27 any Licensed Product or the sale, use, development or production of any Licensed Products. 

29 1.16 "Licensor Technology" shall mean all Enabling Technology owned by or licensed 

to Licensor, including Third Party Enabling Technology which Licensor is permitted to license 
3 1 pursuant to Section 2.3.1 . 

33 1.17 "Patent Rights" shall mean patents and patent applications listed in Exhibit A included 

in the Enabling Technology and all foreign counterparts thereof in the Territory, as well as all 
35 divisional and continuations, continuations in part, additions, confirmations, renewals, extensions, 

reexaminations and reissues of such patents and patent applications ("Related Patents") and all future 
37 patents and patent applications and all foreign counterparts thereof in the Territory and Related Patents 

included in the Enabling Technology owned or controlled by Licensor other than Third Party Enabling 
39 Technology, all of which shall be deemed to be included in Exhibit A . Patents and patent applications 

and all foreign counterparts thereof in the Territory included in the Third Party Enabling Technology, 
41 including all Related Patents, shall be deemed to be included in Exhibit A and to be part of the Patent 
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Rights upon (i) becoming Third Party Enabling Technology and (ii) being licensed to Licensee 
hereunder. 

1.18 "Patent Term'V shall mean the period from the Effective Date until the expiration of 
the last to expire of any Patent Right having a valid claim which, but for this Agreement, Licensee 
would infringe by any activity permitted under this Agreement. 

1.19 "Plants" shall mean multicellular rooted organisms containing chlorophyll and 
cellulose cell walls. 

1.20 "Pharmaceutical Use" shall mean (a) manufacture, synthesis and/or metabolism in 
Plants (naturally or through genetic engineering) of compounds, precursors or other products with 
pharmaceutical applications as active ingredients; (b) all harvesting, extraction, refinement, 
production and sale of such pharmaceutical compounds, precursors or other products; and (c) all 
uses related to such pharmaceutical compounds, precursors or other products that are or would be 
regulated by the FDA Centers of Biological Evaluation and Research (CBER), Drug Evaluation and 
Research (CDER), Devices and Radiologic Health (CDRH) and Veterinary Medicine (CVM) in any 
species, and all foreign agencies regulating similar subject matter. It shall not be a Pharmaceutical 
Use to develop a Plant where a product from such Plant shall have a subsequently discovered and 
not anticipated or intended pharmaceutical application. 

L21 "Replant Units" shall mean Units of Licensed Product that are invoiced to end user 
customers at a reduced value for use to replace defective seed and/or seed loss due to flooding or 
other damage or quality problems. 

L22 "Sample Units" shall mean Units of Licensed Product that are invoiced at no value 
to end user customers for promotional purposes. 

1 .23 "Territory" shall mean the world. 

L24 "Third Party Enabling Technology" shall mean Enabling Technology owned or 
controlled by other licensees of the Licensor Technology that has been licensed to Licensor. 

1 .25 "Third Party Licensee" shall mean any company or entity, other than an Agent, that 
is licensed by Licensee and/or any Affiliate to Licensed Products or Licensed Genetic Material. 

1 .26 "Unit" shall have the meaning specified on Exhibit B . 

1 .27 "University" shall mean a university or other institution of higher education that is 
exempt from taxation under clause 501(a) of the Code (26 U.S.C. § 501(a)). 
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ARTICLE 2-LICENSE 



2.1 Grant of License . Licensor hereby grants Licensee, upon the terms and conditions 
set forth in this Agreement, a royalty-bearing non-exclusive license under the Licensor Technology 
in the Territory to use Licensor Technology to conduct product development in the Field and to 
make, use, sell, import and export Licensed Products in the Field. 

2.1.1 Licensee shall have the right to subcontract to Licensee's Subsidiaries and 
to Universities activities relating to the development, and to Licensee's Affiliates and Agents 
activities relating to the growing and marketing of Licensed Products, for the purposes of 
conducting Licensee's ongoing business. Such subcontracting shall not be considered a 
sublicense, and Licensee shall be responsible for such activities as if they were the activities 
of Licensee. Without limiting the foregoing. Licensee shall not subcontract any development 
work to any Subsidiary or University without requiring that the results of such development, 
if Enabling Technology, be subject to the license provided in Section 2.3. L 

2. L2 Licensee shall have the right to sublicense its rights hereunder for activities 
within the Field to Third Party Licensees but only to the extent necessary to exercise the 
following rights: 

(a) Licensee shall have the right to license Licensed Genetic Material in 
any form or medium not incorporated into germ plasm; 

(b) Licensee shall have the right to license Licensed Genetic Material 
incorporated into germ plasm; and 

(c) Licensee shall have the right to license the breeding, multiplication 
and marketing of Licensed Products. 

2. L3 Licensee shall have the right to assign in part the license granted in Section 
2.1 to Pioneer Overseas Corporation ("POC") within the Field; provided that POC shall not 
further assign any rights under this Agreement other than together with, and not separate 
from, any other permitted assignment by Licensee in accordance with Section 8.4 ; and 
provided further that Licensee gives Licensor prompt written notice of the exercise of that 
right and the scope of the grant. Notwithstanding any exercise by Licensee of rights under 
this Section 2.1.3 . Licensee shall be responsible for activities of POC as if they were 
activities by Licensee. 

2.1.4 Licensee shall not itself exercise any right granted hereunder for sale of 
Licensed Products as commodity grain, except to the extent that seed grain is discarded as 
a resuh of obsolescence or quality defects, without limiting Licensee's rights to sell Licensed 
Products for such purpose or Licensee's rights under Section 2,1.2. 
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I 2.2 Improvements . During the temi of this Agreement, the parties shall disclose to each 

other any newly developed or controlled Licensee Enabling Technology or Licensor Technology 

3 which shall be the subject of a patent application promptly after the first non-provisional filing of a 
patent application covering such technology. The parties shall provide information on such technology 

5 in reasonable detail, including available written protocols of the methodology and of the materials 
used, and any available replicated data obtained. 

7 

2,3 Further Licenses . 

9 

2.3.1 Licensee hereby grants to Licensor a woridwide license (substantially on the 

1 1 terms contained in this present license, but excluding payment obligations other than Section 

3 .8, and recognizing the respective roles of the parties to the license back) limited solely to 

13 applications in conjunction with Chimera, to Licensee Enabling Technology on a non- 

exclusive basis for all applications with the right to grant sublicenses (which may further 

15 include the right to grant sublicenses). Licensor shall sublicense Licensee Enabling 

Technology of a specific type to each particular licensee of the Licensor Technology in the 

1 7 Field only to the extent (i) such licensee has the similar obligation to grant Licensor a license 

(including the right to grant sublicenses) under its rights in that particular type of Enabling 

1 9 Technology; (ii) Licensee is granted rights to such other licensee Enabling Technology as 

part of the Licensor Technology; and (iii) such licensee has covenanted substantially as 

^1 provided in Section 2.3.2 . Without limiting Section 2.3.2. such license shall not grant any 

rights to Intellectual Property owned or licensed by Licensee or any Affiliate prior to the 

23 Effective Date. 

25 2.3.2 Licensee covenants for the benefit of Licensor and Licensor's other licensees 

of Enabling Technology in the Field (who may enforce this provision directly) not to assert any 
27 claim to Enabling Technology of a patent owned or controlled by Licensee against the use in 

the Field of any Enabling Technology in conjunction with Chimera pursuant to a license from 
29 Licensor ("Licensed Use in the Field") nor to assert infringement of any such patent claim by 

the manufacture, sale or use of a Licensed Product, if the assertion of infringement is based on 
3 1 Licensed Use in the Field or the result of Licensed Use in the Field. This covenant applies to 

Licensee Enabling Technology owned or controlled by Licensee both prior to and after the 
33 Effective Date. 

35 2.3.3 In negotiating with a third party any potential license for Enabling 

Technology from that third party that is exclusive or would otherwise prevent that third party 

37 or Licensee from granting rights to Licensor or other licensees of Enabling Technology, 

Licensee shall either (i) obtain the right to sublicense such Enabling Technology to Licensor 

39 and its other licensees of Enabling Technology, or (ii) include Licensor in such negotiations 

so that Licensor may seek to obtain rights for use with Chimera. 

41 



l:\)aKfER\AGRMKTS\LICENSEy>lONEER.0n U U KJ U kJ y. 

9/19/77(03 45) 



ARTICLE 3-PAYMENT 



} 2.4 Protection of Technology . Licensee shall not use any Licensor Technology, nor shall 

Licensor use any Licensee Enabling Technology, for any purpose other than as provided in this 
3 Agreement, unless such technology shall come into the public domain. 

5 2.5 Acknowledgment of Riehts . Licensee acknowledges that Licensee's right to use the 

Licensor Technology arises only out of the licenses granted under this Agreement. All Licensed 

7 Products shall bear a patent notice on the label to the extent, if any, as may be required under the 
laws of the country in Territory in which the Licensed Products are sold. 

9 
11 
13 

3.1 Payment . In consideration of the rights granted herein. Licensee shall pay to 
1 5 Licensor: 

17 3.1.1 A one-time non-refundable payment of one hundred thousand dollars 

(US$100,000) upon the EflFective Date of this Agreement. This payment shall be attributable 

1 9 in part to issued patents as set forth in Exhibit A (ninety thousand dollars (US$90,000)) and 

in part to know-how, and rights to continuations of such patents; and rights in future patents 

^1 and other technology as set forth in Exhibit A and elsewhere in this Agreement (ten thousand 

dollars (US$10,000)); 

23 

3. 1 .2 A one-time non-refundable payment of nine hundred thousand (US$900,000) 
25 for the conduct of research on behalf of Licensee in pursuit of Milestone LA (as provided in 

Section 3.1.3 below); 

27 

3.1.3 Further one-time non-refundable payments of: (i) five himdred thousand 
29 dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit of 

Milestone II upon the achievement of Milestone lA (as provided below); (ii) five hundred 
3 1 thousand dollars (US$500,000) for the conduct of research on behalf of Licensee in pursuit 

of Milestone II upon the achievement of Milestone IB (as provided below); and (iii) one 
33 million dollars (US$ 1 ,000,000) as a bonus for the successful completion of Milestone II. All 

payments will be payable within thirty (30) days of the earlier of (a) achievement by 
35 Licensee of each Milestone; or (b) written notification to Licensee by Licensor of the 

achievement of each Milestone, together with written protocols of the methodology and 
37 materials used, and data which has been replicated at least once demonstrating that such 

Milestone was reached; 

39 

(a) Milestone lA : proof of principle of Licensor Technology in a dicot 
41 plant species as demonstrated by a genomic sequence altered as predicated by a 

specific Chimera design; 
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(b) Milestone IB : proof of principle of Licensor Technology in a 
monocot plant species as demonstrated by a genomic sequence altered as predicated 
by a specific Chimera design; and 



5 (c) Milestone II : creation of any Plant using or incorporating (in any 

generation) Licensor Technology and/or Licensee Enabling Technology as 

7 demonstrated by the trait of the target altered as predicated by a specific Chimera 

design and such trait is transmitted to at least its next generation progeny; 

9 

provided that if any Milestone is reached prior to Licensee executing this Agreement, the 
1 1 payment due for such Milestone under this Section 3.1.3 shall be added to the up-front fee 

payable under Sections 3, LI and 3.1.2 : 

13 

3.1.4 A further non-refundable payment of one million dollars (US$1,000,000) 
1 5 upon the earlier of (i) filing of the first patent application (including any application for a 

utility patent or plant patent) or plant variety protection application in the Territory with 
17 respect to any Licensed Products by Licensee or any Affiliate, or designating Licensee or 

any Affiliate as assignee; or (ii) the first Commercial Sale; 

19 

3.1.5 A royalty per Unit of Licensed Products as specified in Exhibit B for use of 
-1 Licensor Technology in developing Licensed Products, which the parties agree for 

convenience shall be structured as set out in Section 3.2 . Notwithstanding anything to the 
23 contrary herein, in a series of transactions, only the Commercial Sale shall be treated as 

royalty bearing for the purpose of this Agreement; and 

25 

3.1.6 Royalties as provided in Section 3.4 . 

27 

3 2 Royalty Conditions . Royalties shall : 

29 

3.2. 1 be payable for the duration of the Patent Term: 

31 

(a) on Commercial Sales by Licensee and/or Affiliates and/or Agents of 



33 Licensed Products that are Full-Price Units or Sample Units, and 

35 (b) uses of Licensed Products by Licensee and/or any Affiliate and/or any 

Agent unless the result of that use is a subsequent royalty-bearing sale under Section 

37 3.2. Ua\ with royalty to be payable on the Licensed Products used in the same amount as if 

such Licensed Products had been the subject of a Commercial Sale of Full-Price Units 



39 

in both cases where such Licensed Products are either: 

41 
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(i) at the time and place of development, covered by a pending or issued 
claim in the Patent Rights; or 

(ii) at the time and place of either use, production or sale, covered by a 
pending or issued claim in the Patent Rights; 

(for clarification, it is agreed that a Licensed Product shall be covered by a pending or issued 
claim in the Patent Rights at the time and place of development where the process of 
development and/or products used in that development is or are covered by such a claim); 

3.2.2 be payable for a period of five (5) years after the Patent Term (not as post- 
expiration royalties but for use of Licensor Technology during the Patent Term to develop 
Licensed Products, the payment for which has been agreed for convenience shall be 
measured by sales of Licensed Products), on Commercial Sales by Licensee and/or Affiliates 
and/or Agents of those Licensed Products described in Section 3.2.1 (i) which are Full-Price 
Units or Sample Units and uses under Section 32A(h) of those Licensed Products described 
in Section 3. 2. Ki) ; provided that , at the time of production, sale or use, the Licensed Product 
or its production, sale or use, is covered by a Licensee Product Right; 

3.2.3 accrue upon the sale, as determined by U.S. GAAP, of Licensed Products by 
Licensee and/or Affiliates and/or Agents or upon use pursuant to Section 3.2.1(b); 

3.2.4 be due and payable within sixty (60) days of the end of each fiscal year of the 
Licensee in U.S. dollars. Subject to the next sentence, any and all withholding taxes levied 
on account of royalties or milestones accruing under this Article 3 shall be paid by Licensee, 
on behalf of Licensor. If laws or regulations require withholding of said taxes on royalties, 
such taxes may be deducted from such remittable royalty only if (i) such taxes will be paid 
by Licensee, in the name of Licensor to the proper taxing authority, and (ii) proof of 
payment and any other documentation required by Licensor to obtain credit for any such 
payment from the U.S. tax authorities shall be sent to Licensor no later than forty-five (45) 
days following December 3 1 st of each reporting year. Taxes may not be withheld from the 
amount of milestone payments made to Licensor. 

• 3.3 At any time after the first anniversary of the Effective Date, but not more frequently 
than once in any twenty-four (24) month period, Licensee may give written notice to Licensor that 
it desires to negotiate a lump sum payment in lieu of royalties payable under Sections 3.1.5 and 3.4 
for any one or more Licensed Products. Within thirty (30) days of receiving such notice. Licensor 
shall commence negotiations with Licensee to determine an appropriate amount for such lump sum 
payment for each Licensed Product nominated by Licensee. If the parties are unable to agree on an 
amount for each Licensed Product nominated by Licensee within sixty (60) days of the 
commencement of such negotiations. Licensor may notify Licensee that it will not accept a lump 
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sum payment in lieu of royalties at that time, at all, or for those Licensed Products with respect to 
which no agreement was reached. 



3.4 1-i cense Revenues . 

3.4.1 Licensor shall be entitled to share in all License Revenues derived by 
Licensee and/or any Affiliate. Where License Revenues are payable to Licensee in cash or 
equivalent legal tender for rights to Licensed Genetic Material not incorporated into germ 
plasm. Licensee shall pay Licensor fifty per cent (50%) of such License Revenues within 
thirty (30) days after the calendar quarter in which such License Revenues are received. 

3.4.2 hi the event that Licensee proposes to: 

(a) barter or trade rights to Licensed Genetic Material in any form or 
medium not incorporated into germ plasm, or to Licensed Genetic Material 
incorporated into germ plasm, or to Licensed Products (including any license to an 
Agent for purposes other than producing and/or marketing any Licensed Product for 
or on behalf of Licensee and/or any Affiliate), in return for other technology, or 
Licensee shall otherwise receive non-cash consideration for such rights (in whole or 
in part); and/or 

(b) grant rights to Licensed Genetic Material incorporated into germ plasm 
or rights to Licensed Products, 

then Licensee shall not proceed with such license without Licensor's consent, which shall 
be predicated upon agreement between the parties on an appropriate fee payable by Licensee 
to Licensor with respect to such license. Such fee shall be equal to the proportional value 
of the Licensed Genetic Material as compared to any other germ plasm licensed, expressed 
as a percentage and divided by two (2), provided that in no event shall the amount of royalty 
payable to Licensor be less than that amount which would be payable pursuant to Section 
3.1.5 on the sale or use of the Licensed Products sold or used by the Third Party Licensee. 
An example of such a calculation is provided on Exhibit C . Such percentage shall be applied 
to the value of any such barter or trade plus any cash or cash equivalent forming part of the 
consideration, payable within sixty (60) days of the earlier of entry into such license or 
conclusion of the procedure of Section 8.13.2, or with respect to ongoing payments, withm 
sixty (60) days of receipt of payment by Licensee, hi the event that the parties are unable 
to agree on an appropriate fee within sixty (60) days of Licensee notifying Licensor of the 
proposed license. Licensee may enter into the, license subject to the procedure of 
Section 8.13.2 to determine the fee payable to Licensor. 



1;\K1MER\AGRMNTS\LICB^SE\PIONEER02I 
9/IW97(03;45) 



-10- 



OUliliKS 



1 

3 



11 
13 



3.4.3 Licensee shall be responsible for monitoring and reporting on the sales of 
Affiliates, Third Party Licensees and Agents to the extent information is necessary for the 
calculation of royalties, and shall be responsible for all royalties due to Licensor. 

3 5 Reports . Licensee shall provide royalty reports to Licensor together with each 
payment made under <^pr.tmns 3.1 .5 and 3.4 . Such reports shall contain all information relating to 
Licensee's sales as well as sales by Affiliates, Third Party Licensees and Agents and License 
Revenues received, as reasonably necessary to verify amounts due under this Agreement, mcludmg: 

(a) a listing of all Licensed Products qualifying for royalties sold or used by 
Licensee, Affiliates, Third Party Licensees and Agents, sorted by individual product, crops, 
species, country and number of Units; 

(b) all License Revenues received, sorted by Third Party Licensee, license fees, 
] 5 royalties and milestone and other payments; 

17 (c) royalty calculation; and 

^ q (d) royalties due and payable. 

1 3 .6 Records . Licensee shall also keep full and accurate records at its principal place of 

business in the United States or, if Licensee has no principal place of business in the United States, 
23 at a location agreed upon in writing by the parties, of all Licensed Products developed, used, grown, 
distributed, or sold by Licensee, Affiliates, Third Party Licensees and Agents and any other records 
25 reasonably necessary to enable verification of reports provided under Section 3.5 . 

27 3 .7 Audit . Records kept by Licensee pursuant to Section 3.6 shall be open, at reasonable 

times during business hours, to an inspection by a mutually agreed upon Certified Public 
29 Accountant, at Licensor's expense, for the purposes of verifying Licensee's royalty payments under 

this Agreement. If a shortage of greater than five percent (5%) is established in any payment due 
3 1 hereunder. Licensee shall reimburse Licensor for the cost of such inspection and promptly pay such 

overdue inount together with interest at the rate specified in Section 3.9. Li addition, in the event 
33 that Licensee or an Affiliate has commercialized a Licensed Product but Licensee has failed to make 

any royalty payments hereunder with respect to such Licensed Product, then Licensee shall promptly 
35 pay all such past due royalties plus interest of twenty-five percent (25%) per annum, calculated fi-om 

the date such royalties became due until the date such royalties are paid. 

37 

3 8 Third Party Royalties . In any case where use of the Licensor Technology is in the 
39 future subject to a royalty (whether lump-sum or payable by reference to sales) to a third party (other 

than a royalty to TJU with respect to Licensor Technology licensed by Licensor as at the date 
^ 1 hereof), then Licensee shall, in addition to the royalty specified in Section 3.1, be responsible for 

payment to Licensor of a further amount equal to the royalty payable to the third party with respect 
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to Licensee's use under this Agreement, except to the extent Licensee shall be separately licensed 
by that third party with respect to such use. bi any case where use of the Licensee Enabling 
Technology is in the future subject to a royalty (whether lump-sum or payable by reference to sales) 
to a third party, Licensor shall be responsible for payment to Licensee of an amount equal to the 
royalty payable to the third party with respect to Licensor's or its licensees use of such Enabling 
Technology under this Agreement, except to the extent Licensor or any of its licensees shall be 
separately licensed by that third party with respect to such use. 

3 9 Late Payments . All payments to be made by the Licensee to the Licensor hereunder 
shall bear interest at the prime or equivalent rate as quoted by Citibank N.A., New York, New York, 
on the day the payment is overdue plus two percent (2%) per annum from the date payment becomes 
overdue, until paid. 

3 10 Royalty Structure . Licensee represents and warrants that: (i) it currently markets its 
seed products through a system pursuant to which all seed produced by Licensee, Affiliates and 
Agents is invoiced by Licensee and sold to the end user customer {i.e., the grower of commodity 
grain); (ii) seeds are either sold as Full-Price Units, Sample Units or Replant Units and not in any 
other manner; (iii) seeds are not sold as foundation stock other than to Affiliates or Agents where 
seed produced is either a royalty-bearing use or Commercial Sale under this Agreement; and (iv) 
seeds are not sold for purposes other than growing commodity grain except as provided in Section 
2.1.4 . The parties acknowledge that it is the intention of this Agreement that Licensor receive 
royalties and payments based on Licensee's business as presently structured of the amounts set forth 
herein. In the event the structure of Licensee's business changes such that Licensee receives 
revenues in a different manner, the parties shall restructure the royalty and payment mechanisms set 
forth herein to achieve equivalent royalty and payment amounts using, if applicable, a royalty 
stnicture offered to Licensee pursuant to Section 7.6 . In the absence of agreement within sixty (60) 
days of commencing negotiations hereunder, any such dispute shall be resolved pursuant to Section 
8.13.2 . 

3 11 Effect on Agreement . This Agreement shall not become effective until payments as 
described in Sections 3.1.1 and 3.1.2 have been made. 



ARTICLE 4-PATENT INFRINGEMENT 

Licensee shall notify Licensor promptly of any action, claim or threat of patent infringement suit, 
either oral or written, or the commencement of any such patent infringement suit against Licensee 
relating to the Licensor Technology. The parties shall cooperate in the development and execution 
of a strategy to defend against any such action against Licensee, Licensor or other licensee of 
Licensed Technology in the Field by a third party. Each party shall also notify the other promptly 
of any infringement, in the Field, of the Patent Rights by a third party of which that party becomes 
aware. In the event of a suspected infringement of the Patent Rights by a third party with respect to 
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Licensed Products being developed or commercialized by Licensee, both parties will consult with 
each other and any other affected licensees of Licensor to determine the appropriate strategy to 
attempt to prevent such infringement. 

ARTICLE 5-WARRANTIES & INDEMNITIES 
5.1 Warranties . 

5.1.1 Licensor represents and warrants that it has full right, power and authority to 
enter into this Agreement and that the terms of this Agreement do not conflict with any other 
contractual obligations it has. 

5.1 .2 Licensor represents and warrants that, as of the execution date, it knows of 
no Intellectual Property that would prevent Licensee from practicing the whole of the 
Licensor Technology as described in U.S. Patent No. 5,565,350. Licensor is aware of 
numerous patents covering particular nucleic acids, nucleotides, intermediates, gene 
fragments and other aspects of genetic teclinology. 

5.1 .3 Licensor represents and warrants that it has the freedom to enter into this 
Agreement and the right to provide the rights and license contemplated in Section 2.1. 

5 . 1 .4 Licensor represents and warrants that, as of the Effective Date, Licensor has 
disclosed to Licensee all known, and knows of no other, royalty obligations pursuant to 
Section 3.8 . 

5.2 No Other Warranties . Neither party makes any warranty or representation with 
respect to the Enabling Technology, nor is either party in any way responsible for the utility of any 
Enabling Technology. BOTH PARTIES HEREBY EXPRESSLY DISCLAIM ANY AND ALL 
WARRANTIES AND REPRESENTATIONS, EXPRESS OR IMPLIED, ARISING BY LAW OR 
CUSTOM WITH RESPECT TO THE ENABLING TECHNOLOGY, INCLUDING, WITHOUT 
LIMITATION WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR 
PURPOSE PATENTABILITY OR NON-INFRINGEMENT. NEITHER PARTY IN ANY WAY 
PROMISES THAT THE ENABLING TECHNOLOGY SHALL PRODUCE ANY PARTICULAR 
RESULTS, PRODUCTS OR PROFITABILITY. 

5.3 Indemnities . Licensee hereby waives any claim against Licensor and the Kimeragen 
Licensors and agrees to indemnify, defend, and hold hannless Licensor and the Kimeragen 
Licensors and their respective directors, officers, employees and agents, and in the case of the 
Kimeragen Licensors, their directors, trustees, officers, agents and employees and those of any 
associated University, from all liabilities, demands, damages, expenses and losses (including 
without limitation for death, personal injury, illness or property damage, and including reasonable 
attorneys' fees) arising out of or in connection with Licensee's or its transferee's actions under this 
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1 Agreement (collectively, the "Indemnified Lx)sses"), including without limitation Indemnified 

Losses resulting fi-om any exercise or use by Licensee or its transferees of Patent Rights, and any 
3 use, sale, or other disposition of Licensed Products by Licensee or its transferees and any claim that 

Licensee's use, sale, or other disposition of Licensed Products infringes or violates any patent or 
5 other Intellectual Property rights. The indemnification rights contained herein are in addition to all 

rights which Licensor and/or the Kimeragen Licensors may have at law or in equity. Licensee 
7 hereby agrees that the Kimeragen Licensors are entitled to enforce this Section 5.3 directly against 

Licensee. As used in this Section 5.3 , Licensee includes its Affiliates, Subsidiaries, contractors and 
9 sub-contractors. Notwithstanding the foregoing, the indemnities provided by Licensee herein shall 

not apply with respect to Licensor to the extent the indemnified losses would be or are covered by 
1 1 the foregoing Licensor's warranties. 



13 

ARTICLE 6-TERM 

15 

6.1 Term Of Agreement , This Agreement shall become effective upon signature by both 
17 parties and payment by Licensee of the sums specified in Sections 3.1.1 and 3.1.2. Subject to 

Section 6.3 and Article 3 . and to earlier termination as provided herein, all rights and obligations 
19 hereunder shall expire upon the conclusion of the Patent Term. Subject to Section 6.3, upon 

expiration of the royalty obligation pursuant to Article 3 , Licensee shall have a fully paid up license 
_1 to all Licensor Technology licensed during the term of this Agreement without further obligation 

to Licensor. 

23 

6.2 Early Termination . 

25 

6.2.1 Subject to Section 6.3 , Licensee shall have the nght to terminate this 
27 Agreement by at least sixty (60) days written notice to Licensor. 

29 6.2.2 Subject to Section 6.3, either party may terminate this Agreement with 

immediate effect by written notice to the other party, if the other partyxommits a breach of 

31 any material obligation under this Agreement and fails to remedy such breach within sixty 

(60) days after notice of such breach. 

33 

6.3 Effects of Tenrdnation . Termination or expiration of this Agreement shall not affect 
35 the continued enforceability of Sections 2.3. 5.3, 7.2, 7.4, 7.5 and 8.13 , and Article 3 (with respect 

to any sale or use of Licensed Products, until the date on which the last of any royalty payments 
37 payable under Article 3 have been paid). 

39 
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1 ARTICLE 7-OTHER AGREEMENTS 

3 71 Sup ply of Chimera . Licensee may obtain its supply of Chimera solely from: 

(i) Licensor under terms to be negotiated between the parties; (ii) vendors that are licensed by 
5 Licensor to produce Chimera or (iii) from its own production. 

7 7.2 Confidentiality . Each party shall: 

9 (a) maintain the Confidential hiformation of the other party in confidence and 

refrain from disclosing any part of such Confidential Information to any person or entity 
J I other than to its employees, consultants, subcontractors or sublicensees whose duties or 

rights justify the need to know such Confidential Information; 

13 

(b) not make any use of the Confidential hifonnation other than for the purpose 
1 5 of carrying out duties and obligations and exercising rights under this Agreement; 

J 7 (c) take all reasonable steps to protect the Confidential Information against 

disclosure, misuse, loss and theft, which steps include the execution by all such persons of 

19 written agreements containing obligations of confidentiality, restricted disclosure and limited 

use relative thereto consistent with this Section 7.2 prior to disclosure of Confidential 
Information to them; and 

23 (d) in the case of Licensor, in the event that a third party wishes to evaluate 

Confidential Information in connection with a proposed business transaction with Licensor, 

25 disclose only Enabling Technology developed by Licensee hereunder to that third party as 

is necessary to conduct such evaluation, provided that prior to disclosure such third party 

27 executes a written agreement prohibiting use of the Confidential hiformation for any reason 

other than evaluation of such transactions and containing obligations of confidentiality 

29 consistent with this Section 7.2 . 

31 The provisions of this Section 7.2 shall not apply to any part of the Confidential hiformation 

disclosed by one party to the other (a) which is agreed in writing by the disclosing party to be 
33 excluded; or (b) which the receiving party can show was known to or developed by it prior to 

Confidential hiformation first being received by it from, or disclosed to it by, the disclosing party; 
35 or (c) which is public knowledge, or becomes public knowledge in the fiiture, other than through 

acts or omissions of the receiving party in breach of this Agreement; or (d) which is lawftiUy 
37 obtained by receiving party from sources independent of the disclosing party who have a lawful right 

to possess and disclose such Information; (e) which it is necessary for the receiving party to disclose 
39 in order to comply with any applicable law or if required to do so by order of any court or any other 

judicial or administrative body, provided that prior to making such disclosure the receiving party 
41 gives the disclosing party notice of the requirement of disclosure and the information to be 

disclosed; or (f) which is to be included in any patent application, provided that prior to filing any 
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I such patent application, the party proposing to file such application shall provide a copy to the other 
party and not file such application until the other party shall have consented, such consent not to be 

3 unreasonably withheld or delayed. 

^ 7 3 Press Releases . Prior to any press release concerning the execution of this 

Agreement its terms and conditions, or any subsequent event under this Agreement which either 

7 party considers newsworthy, both parties shall agree on the content and timing, such consent not to 
be unreasonably withheld. 

7 4 Rppiilatorv A pprovals . The parties shall provide to one another (at no cost) all 

I I materials data and information in their possession needed to seek and obtain regulatory approvals 
necessari for the use and sale of Licensed Products. Neither party shall use any regulatory 

13 information and/or packages developed by the other for the benefit of a third party, except that 
Licensor shall be permitted to use such information to establish master files for fihng with regulatory 

15 agencies Licensee shall comply with all regulatory requirements relating to the Licensed Products 
and shall take all reasonable or required steps to ensure that the Licensed Products are safe and 

17 lawful. 

7 5 Product Liabilitv Insurance . Licensee shall obtain and maintain commercial general 
liability insurance, including commercial liability, product liability and completed operations 
insurance coverage in a minimum amount of five miUion dollars ($5,000,000) per loss including 
coverage for contractual liability. Licensor and the Kimeragen Licensors that are Universities and 
23 their respective officers, directors, trustees, members of governing boards and employees will be 
named insureds under all such insurance. Such insurance shall also provide that Licensor and the 
25 Kimeragen Licensors that are Universities be given notice of any modification thereof and at least 
ten (10) days prior written notice of cancellation or termination and the reason therefor. A 
27 certificate of insurance evidencing such coverage will be provided to Licensor and, upon each 
annual anniversary of this Agreement, Licensee shall provide written confirmation issued by the 
29 insurer or an independent insurance agent confirming that insurance is maintained in accordance 
with the above requirements. Subject to Licensee obtaining consent firom the Kimeragen Licensors 
3 1 that are Universities, Licensee may elect to be self-insured in accordance with reasonable business 
practices, provided that the above requirements are met. 

33 

7 6 F- quivalent Rovaltv Structure : Licensor undertakes to Licensee that it will not offer 
35 any third party licensee of Licensor Technology in the Field any up-front payment or milestone 

payment lower than those set out in S^pr.tions 3.1 .1. 3.1.2. 3.1.3 and 3.1.4; or any royalty rate lower 
37 than that set out in Section 3.1.5 and Exhibit B without offering such terms to Licensee to the extent 

applicable to Licensee's business structure. 

39 

7 7 Committee . A committee of not more than six (6) persons comprising an equal 
41 number of representatives of each party shall be formed (the "Committee") and shall meet not less 
than once each calendar year to discuss research, progress toward achievement of the milestones set 
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j out in -Sections 3.1.3 and 3.1.4 and commercialization of Licensed Products. At such meeting, 
Licensee shall provide to Licensor, in a document marked "confidential," a description of the 

3 projects to which Licensee or its Subsidiaries or Universities subcontracted by Licensee have 
applied Chimera, a description of Licensed Products developed by Licensee or its Subsidiaries or 

5 Universities, and a notification of any such Licensed Products that have been commercialized. 

7 7.g Trademarks and Use of Names . Neither party shall have any right to use any 

trademark or trade name of the other without the other party's prior written consent, and then subject 
9 to such terms and conditions as may be agreed to in writing by the parties. If Licensee develops a 

Licensed Product for commercialization, the Committee shall consider in good faith whether use of 
1 1 Licensor's trademarks or a description of Licensor Technology and/or a particular aspect thereof in 

marketing brochures, literature and labeling for any Licensed Product is appropriate and desirable, 
13 and the appropriate payment and other terms for such trademark use. Neither party shall use the 

name of the other, nor shall Licensee use the name of any Kimeragen Licensor, or the names of any 
15 of their respective staff members, employees or students or any adaptation thereof in any 

advertising, promotional or sales literature to the extent such use might imply a relationship between 
17 the parties, or endorsement by either party or any Kimeragen Licensor of any act or thing or any 

product or'method described in such material, without the prior written consent of the other party 
19 and the Kimeragen Licensor where applicable, which consent shall not be unreasonably withheld. 
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ARTICLE 8-MISCELLANEOUS PROVISIONS 



8.1 Force Majeure . Neither party shall be liable for failure to perform its obligations 
25 (other than any obligation to pay money) hereunder for so long as that failure may be the result of 
an event beyond its reasonable control (a "force majeure" event), provided that such party uses all 
27 reasonable efforts to comply with the terms of this Agreement to the extent that it is able to do so. 

29 8.2 Entire Agreement . This Agreement, together with all Exhibits attached hereto, 

constitutes the entire Agreement between the parties v^ath respect to the present subject matter, all 

3 1 prior negotiations, agreements and understandings being expressly canceled hereby, including that 
License Agreement dated March 10,1997. 

33 

8.3 Amendment . This Agreement may be amended only by a wntten agreement 
35 embodying the full terms of the amendment signed by authorized representatives of both parties. 

37 8.4 Assignment . Neither party may assign their rights or obligations under this 

Agreement without prior written approval from the other party, except as provided for in Section 

39 2.1.3 and except that neither party shall require the consent of the other for the assignment of this 
Agreement as part of the sale or transfer of substantially all of its business provided that any 

4 1 purchaser of such business (or surviving entity in the case of any merger) expressly agrees to assume 
that party's rights and obligations under this Agreement. 
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1 8.5 Severability . Should any provision of this Agreement be illegal, invalid or 

unenforceable under applicable law, such provision shall be deleted from this Agreement and the 
3 remaining provisions of this Agreement shall be construed as if such illegal, invalid or unenforceable 

provision had not been contained herein and the remainder of this Agreement shall not be affected 
5 thereby. In addition, the parties agree that by mutual agreement or through judicial modification 

such illegal, invalid or unenforceable provision shall be replaced by a provision or new provisions 
7 added that shall be as similar as possible in economic and business objectives to the provision 

deleted but which shall be valid, legal and enforceable. 

9 

8.6 No Strict Construction . The language used in this Agreement shall be deemed to be 
1 1 the language chosen by both parties hereto to express their mutual intent and no rule of strict 
construction against either party shall apply to any term or condition of this Agreement. 

13 

8 7 Relationship of Parties . Nothing contained in this Agreement shall be construed as 
1 5 creating a partnership, joint venture, agency, franchise or an association of any kind between the 
parties or otherwise. 

8.8 No Waiver . The failure of one party hereto to enforce at any time any ot the 
19 provisions of this Agreement, or any rights in respect thereto, or to exercise any election herein 
provided, shall in no way be considered to be a waiver of such provision, rights or elections or in 
any way to affect the validity of this Agreement. Any waiver must be in writing. 

23 8.9 Interpretation . The headings contained in this Agreement are for convenience only 

and shall not affect the interpretation of this Agreement, hi this Agreement, the word "including" 

25 shall be deemed to be followed by "without limitation",the words "hereof and "herein" and 
"hereunder" refer to this Agreement as a whole, and the singular includes the plural and vice versa. 

27 

8.10 Notices . Notices shall be given by first class mail, by Federal Express or other 
29 recognized courier requiring signature on receipt, and shall be addressed to the other party at the 
address set forth below (or at such address as a party may specify by notice to the other): 



l:\KIMER\AGRMNTSM,ICENSEVP10NEER-02» 
(03:45) 



ouiuii 



If to Licensee: Pioneer Hi-Bred International Inc. 
7300 NW 62nd 
P.O. Box 1004 
Johnson, lA 50131-1004 

Attention: Director, Research Technology Services 
Telephone : (515)270-3600 

If to Licensor: Kimeragen, Inc. 

300 Pheasant Run 
Newtown, PA 18940 

Attention: President 
Telephone : (215)504-4444 

8.11 Governing Law and Jurisdiction . Pursuant to Section 5-1401 of the New York 
General Obligations Law, this Agreement shall be governed by and construed in accordance with 
the laws of the State of New York without giving effect to any choice of law or conflict of law 
provision or rule that would cause the application of the laws of any jurisdiction other than the State 
of New York. 

8.12 Counterparts . This Agreement may be executed in one or more counterparts, each 
of which shall be deemed an original, but all of which together shall constitute one and the same 
instrument. 

8.13 Dispute Resolution . 

8.13.1 The parties shall work together to remedy any difficulties which may arise 
in connection with this Agreement. All disputes arising out of this Agreement (other than 
disputes arising under Section 3.4. 3.10 or Exhibit B , which shall be resolved in the manner 
described below in Section 8.13.2 ) shall be referred to decision forthwith to a senior 
executive of each party who is, if possible, not involved in the dispute. If no agreement can 
be reached through this process within thirty (30) days of request by one party to the other 
to nominate a senior executive for dispute resolution, then either party hereto shall be 
entitled to bring proceedings relating to such dispute. Any and all such proceedings shall 
be brought in a court having jurisdiction over the parties in the County of Manhattan, New 
York. 

8. 1 3.2 Any dispute arising under Section 3.4 of this Agreement which is not resolved 
between the parties within sixty (60) days of Licensee notifying Licensor of a proposed 
sublicense, or any dispute under Section 3.10 or Exhibit shall be referred to a partner of 
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Arthur Andersen & Company in Philadelphia or another Certified Public Accountant 
nominated by that firni (the "Arbitrator") for decision on (i) in the case of Section 3:4 , which 
proposal for the fees payable to Licensor for such license last put forward by the respective 
parties prior to the referral for arbitration is the most reasonable in the circumstances, (ii) 
in the case of Section 3.10 . which revised payment structure, last put forward by the 
respective parties prior to the referral to arbitration is the most reasonable in the 
circumstances; or (iii) in the case of Exhibit which proposal last put forward by the 
respective parties prior to the referral to arbitration is the most reasonable in the 
circumstances. The Arbitrator shall have no discretion to make any determination other than 
a choice between the last proposal put forward by each of the parties. The parties may each 
present written material to the Arbitrator to support their last offer, provided such material 
is submitted to the Arbitrator within thirty (30) days of the matter being referred to the 
Arbitrator, and the parties will use their best efforts to ensure that the Arbitrator shall make 
a decision in the manner prescribed in this Section and notify the parties of such decision 
within tliirty (30) days of the expiration of the time for the parties to submit written material, 
or earlier waiver by the parties of that right. The Arbitrator's decision shall be irrevocable 
and fully accepted by the parties, and Licensee shall pay the fee stipulated by the Arbitrator 
to Licensor vWth its next royalty payment af^er such decision. The party whose proposal was 
not chosen by the Arbitrator shall bear all reasonable costs incurred by both parties incurred 
in connection with such arbitration. 

+ + * + * ? 
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I IN WITNESS WHEREOF, the parties have caused their duly authorized representative to 

execute this Agreement as of the Effective Date. 

3 




Name: Gerald L. Messerschmidt, M.D. 



23 Title: President 
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EXHIBIT A 
Patent Rights ' 



1 

3 
5 

7 • United States Patent Number 5,565,350 

9 • United States Patent application Number 08/709,982 (CON of '350) 
1 1 . United States Patent application Number 08/664,487 (P&E Docket No. 7991-01 3) 
13 • Foreign counterparts to '350 patent: 

15 Country Application Serial No. 

17 Australia 13995/95 

Canada 2,178,729 

19 China, People's Republic 94194935.4 

European Patent Convention 95905337.2 

Korea (South) 703040/96 

Japan 7-516367 

23 New Zealand 278490 



provisional application Serial No. 60/039,572, entitled "Alteration of Plant and Yeast Genes" 



29 • provisional application Serial No. to be assigned entitled "Methods of Introducing Specific 
Genetic Alterations in Plants" P&E Docket No. 7991-023-888 

31 



' Rights of Licensee in above listed patents and applications are limited to Enabling Technology 
in the Field and specifically exclude any right to practice any gene or sequence specific subject 
matter of any such patents or applications. 
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Royalty Calculations 

It is the intent of the Parties to have an equitable and auditable protocol for determining royalties. 
The following definitions shall be used: 

"Adjusted Net Royalty Base" shall mean the Royalty Base, as annually adjusted by Royalty Base 
Adjustment Factor beginning in 1998 and compounded annually, less the Gross-to Net Factor. An 
example of the calculation of the Adjusted Net Royalty Base is set forth in Attachment B.2 . 

"Average Net Published Price" shall mean the average price in the U.S.A. for all non-transgenic 
"Performance Elite" products as published in the "Master Card" or equivalent. 

"Base Year" shall mean the first year a Licensed Product that is a Qualifying Unit is sold in the 
U.S.A. 

"Gross-to-Net Factor" shall mean the multiplier that is a proxy for the typical and traditional 
conversion of list price to invoice price for Full-Price Units (regardless of crop species), which 
equals 20%. 

"Licensee Marketshare" shall mean Licensee Unit Sales divided by Total Market Size, expressed 
as a percentage. 

"Licensee Unit Sales" shall mean Licensee's Unit sales of a particular crop species in the Qualifying 
Region as reported in commercially prepared reports, such as Merrits and Doans or any other 
publication agreed upon by the parties and listed on Attachment B.3. expressed in Units. In the 
absence of such reports, Licensee shall prepare a report documenting Licensee Unit Sales for 
agreement by the parties. 

"Multiple-Use Royalty Rate" shall mean 0.70% or 1.0% for two (2) or more uses of Licensor 
Technology in one version of Licensed Product where Licensee's Marketshare is greater than 33.3% 
or less than 33.3%, respectively. 

"Net Sales" shall mean the Adjusted Net Royalty Base times the number of Qualifying Units. 

"Qualifying Region" shall mean the region composed of North America, South America and the 
European Union. 

"Qualifying Units" shall mean Sample Units and Full-Price Units sold or used which create a royalty 
obligation pursuant to Section 3.2 . 
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1 "Royalty Base" shall mean the royalty base and shall be one hundred and five dollars and ninety 
cents (US$105.90) per Unit of Com for 1997. For other crop species, the Royalty Base shall be 
3 calculated using the same protocol and formula as was used for Com. 

5 "Royalty Base Adjustment Factor" shall mean the average increase in the Average Net Published 
Price over a period starting in 1997 through the eadier of (i) 2001 or (ii) the Base Year. 

7 

"Royalty Rate" shall mean the royalty rate for a particular crop species and shall be 0.35% where 
9 Licensee's Marketshare is greater than 33.3% and 0.50% where Licensee's Marketshare is less than 
33.3%. 

11 

"Total Market Size" shall mean the total number of purchased Units for a particular crop species 
1 3 (i.e., Com, Sorghum, Soybean, Canola/Rape, Sunflower, etc.) in the Qualifying Region as reported 

in commercially prepared reports, such as Merrits and Doans or any other publication agreed upon 
15 by the parties and listed on Attachment B.3 , expressed in Units. In the absence of such reports, 

Licensee shall prepare a report documenting Total Market Size for agreement by the parties. 

17 

"Unit" shall mean the package size. For the purposes of this Agreement, the following package sizes 
19 shall be used (for crop species not listed below, the Licensee shall provide information on such 
package sizes for agreement by the parties). Package sizes different from below shall be prorated 
to the package sizes shown below: 

23 Com: 80,000 kernel package 

Sorghum: 50 pound package 
25 Soybean: 50 pound package 

Canola/Rape: 50 pound package 
27 Sunflower: 200,000 kernel package 

29 For clarity, an example is provided in Attachment B.l . The numbers used in the example are 
examples and should not be considered binding. In the absence of agreement within sixty (60) days 

31 of commencing negotiations hereunder with respect to any issue in this Exhibits , any such dispute 
shall be resolved pursuant to Section 8.13.2 . 
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Attachment B. 1 



3 

Example of Royalty Calculation 

5 
7 
9 

Assumptions : 

11 

1 3 Crop species: Com 

Total Market Size: 22,000,000 Units 
1 5 Licensee Unit Sales: 1 2,500,000 Units (all units) 

Replant Units: 75,000 (non-royalty bearing) 
17 Sample Units: 200,000 (royalty bearing) 

Full-Price Units: 3,200,000 (royalty bearing) 
19 Base Year: 2003 (first year of Commercial Sale) 

Royalty Base Adjustment Factor (for 1997-2001): 3.79% per year 

Single Use Royalty Rate 

23 Calculations : 

25 Licensee Marketshare: 12,500,000 Units/22,000,000 Units = 56.8% 
Royalty Rate: .35% 

27 Qualifying Units: 3,400,000 (sum of Full-Price Units and Sample Units) 

Adjusted Net Royalty Base: See Attachment B.2 
29 Net Sales: $105.91 /Units * 3,400,000 Units = $360,094,000 

3 1 The royalty due and payable for the year 2003 would be: 
$360,094,000 * .35% = $ 1 ,260,329 
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Attachment B.2 



Example of 
Adjusted Net Royalty Base 
(for Com) 



7 


Year 


Royalty Base 
Adjustment 
Factor 


Royalty Base 


Net to Gross 
Factor 


Adjusted Net 
Royalty Base 


9 


1997 


N/A 


$ 105.90 


20% 


$ 84.72 




1998 


3.79% 


109.91 


20% 


87.93 


11 


1999 


3.79% 


114.08 


20% 


91.26 




2000 


3.79% 


118.40 


20% 


94.72 


13 


2001 


3.79% 


122.89 


20% 


98.31 




2002 


3.79% 


127.55 


20% 


102.04 


15 


2003 


3.79% 


132.38 


20% 


105.91 




2004 


3.79% 


137.40 


20% 


109.92 


'7 


2005 


3.79% 


142.61 


20% 


114.09 




2006 


3.79% 


148.01 


20% 


118.41 



19 
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Attachment B3 

Commercially Prepared Reports 
Merrits and Doans 
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J EXHIBIT C 

2 Examples of Calculati on of License Fee 

5 EXAMPLE 1 

7 Assumption : 

9 Value of Licensed Genetic Material = 30 
Value of other germ plasm = 70 

Therefore, percentage of Licensed Genetic Material = 30% 

13 

15 Calculation : 

1 7 Factor to apply to License Revenues: 30%/2= 1 5% 
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DATE: October 16, 1996 

TO: 



TIME: 1:38 PM 



Dr. Ramesh Kumar telephone: 215/504-4444 

FAX: 215/504-4545 



FROM: G-D. May 
BTI 



PHONE: 607-254-1268 
FAX: 607-254-1242 



RE: 
CC: 



MTA 



Number of pages including cover sheet: 7 

Message 

Dear Raanesh, 

Please find attached the signed copy of the MTA agreement between BTI and Kimeragen. 
^oi shoSfd receive the original on Thursday by express courier. 

Thank you! 
Ail the best! 



Greg 
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MATERIAL TRANSFER AGREEMENT 



This Material Transfer Agreement ("Agreement"), dated October Jjj^ — , 
1996 (the "Effective Date"), is made by and between Kimeragen. Inc.. a company 
incorporated under the laws of the State of Delaware and having an address at 300 
Pheasant Run Newtown, PA 18940 ("Kimeragen") and the Boyce Thompson Institute of 
Plant Research. Inc.. having an address at Tower Road, Cornell University. Ithaca, New 
York, 14853-1801 (the "Recipient"). 

WHEREAS, the Recipient desires to obtain certain biological material from 
Kimeragen for research purposes and Kimeragen desires to supply such matenal for 
those purposes. 

NOW THEREFORE in consideration of the mutual covenants hereinafter 
set out and for good and valuable consideration, the receipt and sufficiency of which is 
hereby acknowledged, the parties agree as follows: 

1 The Material and the Recipient : The Material transferred by Kimeragen 
comprises chimeric molecules of DNA and RNA as further specified in Part I of 
Attachment A and such other material as specified in Part II of Attachment A 
(referred to herein, together with any progeny of, or substances denved or 
produced from, originating from, made using, or which incorporate any element 
or portion of that material or its progeny as "Material"). The Recipient intends to 
use the Material under suitable containment conditions, for research relating to 
use of the Material in plants (being multicellular rooted organisms containing 
chlorophyll and cellulose cell walls) as more specifically described in Part III of 
Attachment A (the "Research Purpose"). 

II. Terms and Conditions : 

2 1 Ownership : Kimeragen owns all Material and retains ownership of all Material, 

notwithstanding that such Material may be in the possession of Recipient or may 
be subject to modification by Recipient. The Material is or may be the subject of a 
patent, patent application, trade secret or other proprietary rights of Kimeragen. 
Kimeragen hereby grants Recipient a non-exclusive sub-license under such 
rights to use the Material solely in connection with the Research Purpose and 
subject to the conditions set out in clause 2.2. 

2 2 Use ef Material : The Recipient agrees that Material is to be used only by the 

Recipient in the laboratory and under the direction of Dr Charles Arntzen and will 
not be transferred to anyone else within or outside of the Recipient organization 
without the prior written consent of Kimeragen. The Material is to be used solely 
for the Research Purpose and not for anv activity (whether conducted in the 
United States or in any other country) which includes, or is for the purpose of, or 
is intended to result in, (i) the sale, lease, license, or other transfer of Material or 
material derived or produced therefrom or rights to the use any such material, to 
any third party; (ii) use of Material by any person, to perform contract research or 
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to produce or manufacture products for sale; (iii) conduct of research activities for 
the purpose of, or intended to result in any sale, lease, license or transfer of 
Material or rights to the use of any such Material, whether or not any such 
transaction results In fact; (iv) all uses of Material which require any regulatory 
approval including without limitation any approval from the United States Food 
and Drug Administration or any equivalent regulatory body in any foreign country: 
(V) all uses of Material outside the scope of the Research Purpose in agronomy, 
in gene therapy or to produce or otherwise develop transgenic animals; and 
(vi) all uses of Material in human subjects, in clinical trials or for diagnostic 
purposes including human subjects whether conducted in the United States or in 
any foreign country; but nothing in this Agreement shall be taken to prohibit any 
activity permitted under 35 U.S.C. § 271(e). 

2.3 Transfer Fee : There shall be no transfer fee for the rights granted under this 
Agreement. 

2 4 Confidential Information : Recipient agrees to maintain the confidentiality of 

any proprietary infonuation comprised in or otherwise relating to any Matenal and 
not to use such information other than for the Research Purpose. The foregoing 
restrictions under this clause do not apply to any part of the information that is or 
later becomes available to the public through no breach of this Agreement by 
Recipient. 

2 5 nisclaimer of Warrantiea and Liability : Any Material delivered pursuant to this 
Agreement is understood to be experimental and is provided hereunder as a 
service to the research community. KIMERAGEN MAKES NO 
REPRESENTATIONS AND EXTENDS NO WARRANTIES OF ANY KIND. 
WHETHER EXPRESS OR IMPLIED WITH RESPECT TO THE MATERIAL OR 
ITS PERFORMANCE WITHOUT LIMITING THE FOREGOING, THERE ARE 
NO EXPRESS OR IMPLIED WARRANTIES OF MERCHANTABILITY OR 
FITNESS FOR A PARTICULAR PURPOSE, OR THAT THE USE OF THE 
MATERIAL WILL NOT INFRINGE ANY PATENT OR OTHER PROPRIETARY 
RIGHTS. The Recipient assumes all liability for damages which may arise from 
its use, storage or disposal of Material. Kimeragen will not be liable to the 
Recipient or any other person for any loss, claim or demand made by any other 
party due to, or arising from the use of any Material by the Recipient. 

2 6 Intellectual Property Ownership of inventions (whether patentable or 

non-patentable), know-how, trade secrets, tangible research property (including 
biological material), technical data and research results generated or othenwise 
gained from the research conducted with the Material pursuant to this Agreement 
(collectively "Research Results") shall be as provided in the Research 
Collaboration Agreement to be executed between Kimeragen and Recipient. If 
for any reason, the parties do not enter into such Research Collaboration 
Agreement, the parties agree that in consideration for the rights granted to 
Recipient hereunder and certain payments and royalties as set out in Attachment 
B hereto, all Research Results shall be owned by Kimeragen and the parties 
shall enter into such agreements (including the terms set out on Attachment B) 
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and do all other acts or things reasonably necessary to give effect to that 
intention. 

III. Terminatipn of Agreement : 

3. 1 This Agreement will terminate on completion of the Research Purpose; or 
immediately upon written notice from Kimeragen to Recipient of any material 
breach of this Agreement by Recipient. Notwithstanding the provisions of the 
previous clause, clauses 2,2. 2.4, 2.5. 3.2 and 4.4 and the obligations of the 
parties arising therefrom shall survive termination of this Agreement. 

3.2 Upon the effective date of termination, Recipient will discontinue use of all 
Material immediately and will, upon direction of Kimeragen. return or destroy any 
remaining Material unless permitted to continue use of that material under a 
separate written agreement with Kimeragen. 

IV. Miscellaneous : 

4.1 M sQ of Name : Recipient shall not use the name of Kimeragen or TJU or the 
names of any of their respective staff members, employees or students or any 
adaptation thereof in any advertising, promotional or sales literature to the extent 
such use might imply a relationship between the parties, or endorsement by 
Kimeragen or TJU of any act or thing done by Recipient or of any product or 
method described in such literature, without the prior written consent of 
Kimeragen and TJU. which consent shall not be unreasonably withheld. 

4.2 Choice of Law : This Agreement shall be governed by and construed in 
accordance with the laws of the State of New York, without giving effect to any 
choice of law or conflict of law provision. 

4.3 Severability : If any provision of this Agreement is held or declared to be illegal, 
invalid or unenforceable, the remaining provisions of this Agreement shall not be 
affected and shall continue in full force and effect. 

4.4 Assignment of Agreement : This agreement shall not be assignable by the 
Recipient without the prior written consent of Kimeragen or its successors or 
assignees. Any purported assignment by Recipient in contravention of this 
clause 4.4 shall be void. 

4.5 Entire Agreement : This Agreement sets forth the entire understanding and 
agreement between Kimeragen and Recipient as to the subject matter set forth 
herein. 
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IN WITNESS WHEREOF, the parties have caused this Agreement to be 
executed by their duly authorized representatives as of this ^ day of October. 
1996. 



KIMERAGEN, INC. 



By: 
Name; 
Title: 



BOYCE THOMPSON INSTITUTE OF 
PLANT RESEARCH, INC. 




By: 

Name: 
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Attachment B ^ 

I Kimeragen shall pay to the Institute a royalty of one percent (1 %) of the net sales 
orice of oroducts that are covered by a valid claim of an assigned patent up to a 
cumuiativrmaximum royalty base of three hundred million dollars (U.S. $300,000,000) 
in net sales, provided that in the event that such products are subject to royalties under 
icense and other agreements with third parties, the royalty payable to the Institute shall 
be reduced so that the total royalty burden on such products shall not exceed one 
oercent (1 %) provided further that the royalty payable to the Institute shall in no event 
be less than one quarter percent {%%). Royalties shall be payable on a country by 
country basis until the expiration of the last valid claim covering a product in any country 
in which a product is made, used or sold. 

II Kimeragen shall pay to the Institute a percentage of any revenues received from 
third party licensees equal to ten percent (1 0%) of revenue covered by a valid claim of 
an assigned patent, subject to reduction as provided in paragraph 3 hereof, but in no 
event less than two and one half (272%). 

III Provided that products are developed that are protected by a valid U.S. patent 
claim under an assigned patent, Kimeragen shall make payments to the Institute at the 
beginning of each year, which shall be creditable in full against running royalties. Such 
fees shall be as follows: 

(a) Five thousand U.S. dollars (US$5.0G0) upon execution of the 
assignment; 

(b) Five thousand U.S. dollars (US$5,000) on or before each 
anniversary of the date of the assignment. 

IV Kimeragen shall pay for and control the filing of patent applications and shall 
reimburse the Institute for any filing fees and reasonable attorneys fees incurred by the 
Institute in filing, prosecuting and/or maintaining any patent application and/or patent 
which has been assigned to Kimeragen. 

V The Institute shall provide Kimeragen with such assistance as Kimeragen 
reasonably requests, including by execution of documents and access to employees 
and/or contractors of the Institute to enable patent applications for any Research 
Results to be filed and maintained, and to assist in the conduct and/or defense of any 
litigation with respect to or in connection with any Research Results. 

. 0l)ii43 
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K&E Draft 11/8//96 
Confidential 

KIMERAGEN, INC. 



RESEARCH COLLABORATION AGREEMENT 

This Research Collaboration Agreement ("Agreement") is made by and between 
Kimeragen, Inc., a Delaware corporation, having an address at 300 Pheasant Run, 
Newtown, PA 18940 (the Xompany") and the Boyce Thompson Institute of Plant 
Research, Inc. of Tower Road, Cornell University, Ithaca, New York 14853-1801 (the 
"Institute") effective as of October , 1996 (the "Effective Date"). 

WHEREAS, the Company and the Institute have agreed that the Institute will 
conduct research for, and engage in collaborative research with, the Company under the 
direction of <1> Drs. Hugh Mason and Greg May, as\ Principal investiaators fthe 
"Investigators") on the temis set forth In this Agreement. V ^ ^ 

NOW, THEREFORE, in consideration of the mutual covenants hereinafter set out 
and for good and valuable consideration, the receipt and suffidency of which is hereby 
acknowledged, the parties agree as follows: 

1. RESEARCH 

(a) The Institute shall perfonn the research program set forth in Schedule 1 
hereto and each such other research program(s) and/or modification(s) thereof, a written 
description of which is mari<ed with a statement signed by the parties hereto as a research 
program for the purposes of this Agreement (each a "Research Program"), under the 
direction of the <2> Investigators , for and in collaboration with the Company in accordance 
with the terms and conditions of this Agreement Each Research Program shall include the 
agreed term of, and budget for, that Research Program. The Institute shall ensure that the 
highest standards are observed in conducting each Research Program. 

(b) The Institute shall keep the Company advised as to the progress in 
peri'orming each Research Program (including by making prompt written disclosure of all 
Research Results (as defined in Clause 5(a), below) and the Institute will, as requested by 
the Company, prepare any additional written reports with respect thereto. The Institute 
shall prepare a final report for each Research Program within sixty (60) days of completion 
of the Research Program. Subject to Clause 3, reports prepared for the Company shall be 
the sole property of the Company. 
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2. COMPENSATION FOR RESEARCH COSTS 

The Company shall reimburse the Institute for its reasonable costs incurred in 
conduct of Research Programs in accordance with the budget agreed between the parties 
for the Research Program in each case. Unless otherwise agreed in the budget, payments 
from the Company shall not be due more frequently than quarterly. The Institute shall 
apply all payments received from the Company in accordance with the agreed budget for 
the applicable Research Program. Any funds paid by the Company and not used by the 
Institute in the Research Program for which they were paid in any contract year shall be 
applied against payments due by the Company for that Research Program in the 
subsequent contract year, or, if that Research Program has been completed or terminated, 
shall be refunded to the Company or applied against amounts due by the Company to the 
institute for any other current Research Program, at the Company's option. 

3. PUBLICATION 

The <3> Investigators and other employees or contractors of the Institute that are 
staffed on any Research Program shall be entitled to publish or disclose research results 
or other material generated in performance of that Research Program, provided that the 
Institute shall: (1) provide a draft of the disclosure to the Company at least thirty (30) days 
in advance of submitting such disclosure for proposed publication or presentation; and (2) 
acknowledge the Company in the publication or disclosure as the collaborator in the 
Research Program. The Institute shall cause its employees and its contractors to make all 
reasonable changes requested by the Company. If the Company notifies the Institute that 
it considers that a proposed publication or presentation includes material which may be 
patentable, then the Institute shall cause its employees and its contractors to delay the 
proposed publication or presentation for at least an add'rtional sixty (60) days or such longer 
period as agreed upon by the parties to permit a patent application with respect to that 
subject matter to be prepared and filed. 

4. CONFIDENTIALITY AND MATERIAL TRANSFER 

(a) In performing or othenA^ise in connection with each Research Program, (i) the 
Institute may acquire, receive, observe or generate, alone or jointly with others, information 
and/or material (including certain Biological Material as defined in this Clause 4) that is 
confidential or proprietary infomiation of the Company ("Company Proprietary Infonmation"); 

(ii) the Company may acquire, receive or observe infonmation and/or material that is 
confidential or proprietary to the Institute ("Institute Proprietary Information"); and 

(iii) confidential information and/or material may be generated by persons carrying out the 
Research Program ("Research Information"). Subject to Clause 3. the Institute agrees not 
to disclose any Company Proprietary Information or Research Information to any third party 
or to use any Company Proprietary Information for any purpose other than performance of 
Research Programs pursuant to this Agreement, without prior written consent of the 
Company. The Company agrees not to disclose Institute Proprietary Infonnation or 
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Research Information to any third party without the Institute's written consent, provided, 
however, that the Company may disclose Research Information for any business purposes, 
including without limitation, for the purposes of developing and/or commercializing any 
technology or other subject matter assigned or licensed to it under this agreement or any 
other agreement between the parties. The Company Proprietary Information, Institute 
Proprietary Information and Research Information shall be refen^ed to collectively as 
"Proprietary Information." 

(b) Proprietary Infomnation does not include infonnation which: (i) Is or later 
becomes available to the public through no breach of this Agreement; (ii) is obtained by the 
receiving party from a third party who had the legal right to possess and disclose the 
information to that party and is not associated with the Research Program to which the 
Proprietary Information relates; (iii) the receiving party can show was already in its 
possession prior to (direct or indirect) receipt by the receiving party from, or disclosure to 
the receiving party by, the disclosing party; or (iv) is required to be disclosed under any 
applicable law or court order provided that the receiving party provides the disclosing party 
with prior written notice of the requirement for disclosure detailing the Proprietary 
Infonnation to be disclosed, to enable the disclosing party to seek a protective order or 
othenwise prevent disclosure of such information. 

(c) In the course of performing^ Research Programs hereunder, the Institute may 
receive from the Company biological material, (including without limitation cell cultures, 
organisms, proteins, nucteic-^idsr^nd/or other chemical or biochemical materials) 
("Biological Material"). The Institute shall use the Biological Material only for the purposes 
of performing the Research Program in connection with which the Biological Material was 
provided, and shall not provide any Biological Material to any third party unless authorized 
in writing by the Company to do so, and then only in accordance with the Company's 
procedures for transfer of such Biological Material. All progeny of, modifications to, 
material derived or produced from, originating from, made using or which incorporate any 
element of any Biological Material or progeny thereof, or othenwise made in perfonnance 
of any Research Program shall be included within the definition of Biological Material for 
the purposes of this Clause 4. The Biological Material is proprietary to the Company and 
shall remain the property of the Company notwithstanding that the Biological Material may 
be or come into the possession of the Institute and/or <4> Investigators , and shall not be 
removed from the location designated by the Company for perfonnance of the Research 
Program in connection with which the Biological Material was provided, without the 
Compan/s prior written consent. 

(d) Following the temiination of this Agreement or upon eariier request by the 
Company, the Institute shall promptly deliver all materials comprising or including any 
Company Proprietary Infonnation including but not limited to, all written materials, computer 
media and Biological Material in its possession; and shall delete all Company Proprietary 
Information from computer disks or electronic storage facilities owned or used by the 
Institute and/or its employees and/or contractors. 
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5. OWNERSHIP OF INTELLEr.TliAL PROPERTY 

(a) Subject to paragraph (b). below, all rights in and title to any and all inventions 
(whether patentable or non-patentable), know-how, trade secrets, tangible research 
property (including biological material), technical data and research results generated or 
otherwise gained from any Research Program (collectively "Research Results") and, to the 
extent applicable, any patent applications or patents covering any Research Results 
("Research Patents") conceived or developed or applied for In the course of. or as the 
result of conducting any Research Program shall be the property of the Company. The 
Company shall be responsible, at its cost, for the preparation, filing, prosecution and 
maintenance of any Research patents. The Institute shall disclose all Research Results 
to the Company promptly in writing as provided in Clause 1(b). 

(b) The rights granted to the Company under Clause 5(a) shall be subject to any 
prior rights which the U.S. Government or any agency thereof may have in and to Research 
patents as a result of 35 U.S.C. § 200 et seq. and 37 C.F.R. § 401 or othenwise. The 
Institute shall elect title to any Research Patent to which this Clause 5(b) applies pursuant 
to 35 u s e. § 202. 

(c) The Institute hereby assigns to the Company all rights and title it may have 
to any Research Results and/or Research Patents and undertakes that it shall, and shall 
cause its employees and contractors (as required) to take all steps and actions and execute 
and record all documents necessary to record the assignment of the Research Results 
(and Research Patents, if any) and othenwise give effect to this Clause 5. Without limiting 
the foregoing, the Institute shall and shall cause its employees and contractors to provide 
all assistance reasonably required by the Company to give effect to this Clause 5 and 
enable the Company to prosecute and maintain Research Patents. 

(d) The Company hereby grants the Institute a perpetual, royalty-free, worldwide 
license to practice under Research Patents for its own non-commercial research purposes. 
In consideration for that license, the Institute hereby grants the Company an exclusive 
option to any and all inventions (whether patentable or non-patentable), know-how. trade 
secrets, tangible research property (including biological material), technical data and 
research results generated or othenwise gained from any such licensed research and 
owned by the Institute (collectively "Licensed Research Results"), and. to the extent 
applicable, all patent applications and patents covering any such Licensed Research 
Results. The option granted herein shall extend for twenty-four (24) months from the 
Company being notified by the Institute of such Licensed Research Results. The option 
granted hereunder shall be exercisable at any time, or from time to time, during that option 
period by notice to the Institute in writing. Following exercise of the option by the Company 
such Licensed Research Results shall be treated as part of the Research Results and such 
patents or patent applications covering such Licensed Research Results shall be treated 
as Research Patents, and accordingly the consideration for the exercise of that option shall 
be as set out in Clause 6. Following exercise of the option, the parties shall take all steps 
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This Agreement is made on 



1996 by and between 



Kimeraqen Inc.. a company incorporated in Delaware having an address at 300 Pheasant 
Run Newtown PA 18940 ("Kimeragen") and The Jacl<son Laboratory having an address 
at 600 Main Street. Bar Harbor. Maine 04609-1 500 ("Jacl<son Laboratory"). 

WHEREAS. Kimeragen is the exclusive licensee of Thomas Jefferson University 
("TJU") under U.S.* and foreign patent applications with respect to a chimeric vector for 
application in gene therapy developed at TJU. 

WHEREAS Jacl<son Laboratory has agreed to produce transgenic mice for 
Kimeragen using certain chimeric vectors (as described more fully herein) and related 
technology. 

NOW, THEREFORE, in consideration of the mutual rights and obligations set out 
in this Agreement and for other good and valuable consideration, the receipt of which is 
hereby acknowledged, the parties agree as follows: 

1. Definitions 

As used in this Agreement, the following terms shall have the meanings 
ascribed to them below: 

"Batch" means mice generated from one microinjection session using 
Mutation Chimera. 

"Chimera" means chimeric vectors of RNA and DNA utilized for ex vivo or 
in vivo genetic repair, genetic therapy or other cellular or biological applications. 

"Mutation Chimera" means Chimera having the certain nucleotide sequence 
described in Part A of Schedule 1 to this Agreement. 

"Patent Rights" means rights in and to (i) the subject matter of U.S. Patent 
No 5 565 350 entitled "Compounds and Methods for Site Directed Mutations in Eukaryotic 
Cells"; U.S. Patent Application Serial No. 08/644.517 filed on May 1, 1996 entitled 
"Methods and Compounds for Curing Diseases Caused by Mutations"; and U.S. Patent 
Application Serial No. 08/664,487 filed on June 17, 1996 entitled "Chimeric Mutational 
Vectors Having Non-natural Nucleotides" (ii) any future patent applications with respect to 
Chimera; and (Hi) any divisions, continuations or continuations-in-part of (i) or (ii). ail foreign 
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counterparts of (i) or (ii), any patents that may issue from any of the foregoing (including 
without limitation (i) or (ii)) and all reissues, extensions or re-examinations of any such 
patents. 

"Technical Information" means unpatented inventions (whether or not 
patentable), know-how, trade secrets, tangible research property (including without 
limitation biological material), technical data, specifications and research results, and 
includes any unpublished patent applications. 

2. Development and Supply of Chimera 

(a) Kimeragen will develop Mutation Chimera intended for use to produce 
a [pax 6] mutation in mice. 

(b) Kimeragen will supply or arrange the supply of Mutation Chimera to 
Jackson Laboratory in quantities reasonably required by Jackson Laboratory for the 
purposes described in clause 3. Kimeragen shall provide Jackson Laboratory with such 
Technical Information relating to use of Chimera as Kimeragen considers reasonably 
required for the purposes described in clause 3. 

(c) Kimeragen shall retain ownership of all Mutation Chimera and any 
other biological material provided by Kimeragen to Jackson Laboratory for the purposes 
of this Agreement All Mutation Chimera and any other biological material provided by 
Kimeragen to Jackson Lafc>oratory for the purposes of this Agreement not used at the time 
Jackson Laboratory receives notification from Kimeragen under clause 3(c) that it does not 
require any further Batches shall, at Kimeragen's option, be delivered to Kimeragen or 
destroyed. All other material existing at that time which was derived from, made using or 
which incorporates Mutation Chimera or other biological material provided to Jackson 
Laboratory by Kimeragen shall be destroyed. Jackson Laboratory shall not provide any 
Mutation Chimera or other biological material received firom Kimeragen or any other 
material derived from, made using or which incorporates such Mutation Chimera or 
biological material to any third party without Kimeragen's written consent. 

3. Development and Supply of Transgenic Mice 

(a) Jackson Laboratory shall use best efforts to produce transgenic mice 
which have a [pax 6] mutation and otherwise meet the specifications provided by 
Kimeragen, including, without limitation, the specifications set out in Part B of Schedule 1 
to this Agreement using the Mutation Chimera. 



I:\KIMERV\GRMNTS\LICENSE\JLABS.OOO 
11/10/9615.01 



-2- 



ouiaii 



K&E Draft: 11/10/96 
Privileged & Confidentiat 
Attorney-Client Privilege 
Attorney Work Product 



(b) Jackson Laboratory shall use best efforts to produce the first Batch 
within [five (5) weeks] of the date of this Agreement. 

(c) Jackson Laboratory shall produce not less than four (4) and up to 
twelve (12) Batches for Kimeragen. Kimeragen may instruct Jackson Laboratory to 
discontinue production after the fourth or any subsequent Batch, provided, however, that 
Jackson Laboratory may complete production of any Batch for which production has 
commenced at the time Jackson Laboratory receives such notification from Kimeragen. 

(d) Kimeragen shall own the mice produced for it under this Agreement, 
and shall have the right to breed such mice. Jackson Laboratory shall deliver mice 
produced for Kimeragen under this Agreement at Kimeragen's request to the location(s) 
designated by Kimeragen and in accordance with other reasonable instructions given by 
Kimeragen for delivery. 

4. License 

Kimeragen hereby grants Jackson Laboratory a non-exclusive, royalty free 
sub-license under the Patent Rights and related Technical Infomnation to the extent 
reasonably necessary to enable Jackson Laboratory to produce the transgenic mice for 
Kimeragen under this Agreement. Jackson Laboratory shall not have any right to use the 
Chimera or practice any Patent Rights or Technical Information relating to Chimera except 
as set out in this clause 4 or pursuant to a separate written license agreement 

5. Payment 

Kimeragen shall pay Jackson Laboratory $( ] per Batch. Payment shall 
be due [ terms]. 

6. Ongoing Negotiation 

Kimeragen agrees to negotiate in good faith with Jackson Laboratory to 
determine whether the parties are able to reach mutually acceptable temis with respect to 
a further and separate license agreement for use by Jackson Laboratory of Patent Rights 
and related Kimeragen Technical Infomiation to produce transgenic mice and rats. 

7. Technical Information 

(a) Jackson Laboratory and Kimeragen recognize that they may receive 
and/or generate Technical Information in connection with the activities conducted under this 
Agreement. Each party agrees (a) not to disclose any Technical Infonnation disclosed or 
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provided to it by the other party to any third party, without the express written consent of 
the dLlosing party; and (b) not to use any Technical Information provided to it by the other 
oartv except for the purposes contemplated by this Agreement. These obligations of 
confidence do not extend to any part of the Technical Information which (i) is agreed in 
writing and without restriction by the parties to be excluded; or (u) the receiving party can 
Zve by written records was known to or developed by it prior to the date of first disclosure 
of any Technical Infonnation to it by the disclosing party, and was not generated in the 
course of performance under this Agreement; or (lii) which is public knowledge or becomes 
Dublic knowledge in the future other than through acts or omissions of the receiving party 
in breach of its obligations of confidence; or (iv) which the receiving party obtains lawfully 
from sources independent of the disclosing party who have a lawful right to po^ss and 
disclose such information; or (v) is required to be disclosed under any applicable law or 
requlation provided that the receiving party first notifies the disclosing party in vvriting of he 
obligation to make disclosure and the Technical Information to be disclosed and affords the 
disdosing party an opportunity to seek a protective order or othenwise prevent disclosure 
of such Technical Infonnation. 

(b) Following the termination of this Agreement or upon earlier request, 
the receiving party shall promptly deliver to the disclosing party all materials comprising 
Technical Infomiation received from that party and shall delete all such Technical 
Infonnation and any part thereof from any computer disk or electronic storage facility on 
which it is stored, and which the receiving party owns or uses. Notwithstanding the 
foregoing the receiving party shall be permitted to retain one (1) copy of the Technical 
Information disclosed to it by the other party, in confidential files, for the sole and exclusive 
purpose of enabling the receiving party to determine any continuing obligations of 
confidentiality. 

(c) Jackson Laboratory and Kimeragen agree that (i) any Technical 
Information generated in the course of perfomiance of this Agreement with respect to 
Chimera or use of Chimera (including use of Chimera in production of transgenic animals) 
shall be owned by Kimeragen; and (ii) any Technical Infomiation generated in the course 
of performance of this Agreement with respect to production of transgenic animals and 
which does not relate to Chimera or use of Chimera shall be owned by Jackson Laboratory. 
Each party hereby assigns to the other any and all right, title and interest it may have in 
Technical Infomiation agreed to be owned by the other and agrees to execute all 
documents reasonably necessary to give effect to this clause 7(c). All Technical 
Information owned by each party under this clause 7(c) shall be deemed Technical 
Infomiation disclosed by that party to the other party for the purposes of paragraph (a) of 
this clause 7. Without limiting the foregoing, each party shall be entitled to apply, at its 
cost, for patents for any patentable inventions among the Technical Information owned by 
it hereunder. 
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8. Publication 

Subject to clause 7, the parties shall each be entitled to publish or present 
research results or other material which results from the work carried out under this 
Agreement, provided that for all publications (i) appropriate persons from Jackson 
Laboratory and Kinneragen are given the opportunity to review and are named as co- 
authors of any paper published by either party; and (ii) each party receives 
acknowledgment for its role in the woric conducted under this Agreement. Jackson 
Laboratory shall provide a summary of any material for presentation to Kimeragen at least 
thirty (30) days in advance of submitting such .material for the purposes of or making such 
presentation. If Kimeragen notifies Jackson Laboratory that it considers that a proposed 
publication or presentation includes material which may be patentable, then Jackson 
Laboratory shall delay the proposed publication or presentation for at least an additional 
sixty (60) days or such longer period as agreed upon by the parties to permit a patent 
application to be prepared and filed with respect to that subject matter. 

9. Disclaimer of Warranties 

Any Chimera, including without limitation Mutation Chimera, and any other 
material delivered to Jackson Laboratory by Kimeragen and any mice delivered to 
Kimeragen by Jackson Laboratory hereunder are understood to be experimental in nature. 
THE PARTIES MAKE NO REPRESENTATIONS AND EXTEND NO WARRANTIES OF 
ANY KIND, WHETHER EXPRESS OR IMPLIED. THERE ARE NO EXPRESS OR 
IMPLIED WARRANTIES OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR 
PURPOSE, OR THAT THE USE OF CHIMERA OR RELATED TECHNICAL 
INFORMATION WILL NOT INFRINGE ANY PROPRIETARY RIGHTS. 

10. Employees of Jackson Laboratory 

Jackson Laboratory represents and warrants that each employee of Jackson 
Laboratory and each independent contractor of Jackson Laboratory, if any, has executed 
an agreement or agreements which enable it to fulfill its obligations under this Agreement 
with respect to any and all parts of the service under this Agreement which are performed 
by such employees or independent contractors, whether alone or jointly with others. 

11. Term and Termination 

(a) This Agreement shall have a term of [six (6)J months from the 
Effective Date unless terminated earlier pursuant to paragraph (b) of this clause 11. 



(:\KIMER\AGRMNTS\LICENSE\JUVBS.000 
11/10/96 15:01 



-5- 



0U1314 



K&E Draft: 11/10/96 
Privileged & Confidential 
Attorney-Client Privilege 
Attorney Work Product 



(b) Either party may terminate this Agreement effective immediately on 
f^ih^ nrhPr if the other commits any material breach of this Agreement and 
SirnoTlLml^^^^^^^^^^^ "fteen (15) Lys of receipt of written notice from the 

aggrieved party. 

12. Miscellaneous 

rhoice of Law This Agreement shaJI be governed by and construed 
H.n.. w th thSd^S^ of the State of New York, without giving effect to any 

in connection with this Agreement. 

fb) S everability . The provisions of this Agreement shall be severable, and 
if anv provision of this Agreement is held or declared to be illegal, '"^^lid or unenforceable 
mrrSrprovistoni of this Agreement shall not be affected and shall continue m full 
force and effect. 

(c) Ac^iri pm^ntnf Agreement . This Agreement shall be assignable to, and 
..nnn assionment shall inure to the benefit of Kimeragen's successors or assignees. This 
KeSTha ' nof be assignable by the Jackson Laboratory without the pnor wntten 
cS of Kil^eragen or its successors or assignees. Any purported assignment by 
Jackson Laboratory in contravention of this clause 6(d) shall be void. 

(d) Notices . Any notices, consents or approvals required or pemiitted to 
be given hereunder ^Mlbi deemed to be given and sufficient when f^^^red in wnbng 
f^s? dass United States certified or registered letter, return receipt requested, or by 
ovtnight del^^^ or courier sen/ice or by facsimile wrth written confirmation as provided 

above: 

to Kimeragen: 300 Pheasant Run 

New Town. PA 18940 
Attention: Vice President Technology and 
Product Development 

to Jackson Laboratory: 600 Main Street 

Bar Harbor, Maine 04609-1500 
Attention: House Counsel 

(e) gntire Agreement . This Agreement sets forth the entire understanding 
and agreement between the parties with respect to the subject matter set forth herein. 
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other's prior consent. 

M^ Tprms Confidential The terms of this Agreement are confidential and 

applicable law or regulation. 

IN WITNESS WHEREOF, the parties have caused this Agreement to be 
executed by their duly authorized representatives as of this day or _. 

1996. 

KIMERAGEN, INC. 



By:. 



Name:. 
Title:_ 



THE JACKSON LABORATORY 



By:, 



Name: 
Title:_ 
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SCHEDULE A 



Part A: Mutation Chimera 



Part B : s pecifications 
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and execute and record all documents necessary to assign the relevant Research Results 
and otherwise give effect to this Clause 5(d). 

6. ROYALTY OBLIGATIONS 

(a) As consideration for the rights granted to the Company under Clause 5. the 
Company hereby agrees to pay the Institute royalties as follows: 

(i) The Company shall pay to the Institute a royalty of one and one-half 
percent <5>(iy»%> of the Net Sales (as defined below) of products that are covered 
by a valid da^a Research Patent <6>CProducts") up to a cumulative maximum 
royalty base of three hundred million dollars (U.S. $300,000,000) in Net Sales, 
provided that in the event that any <7> Products are subject to royalties under 
license and other agreements with third parties, the royalty payable to the Institute 
with respect to such <8> Products shall be reduced so that the total royalty burden 
on such <9> Products shall not exceed one and one-half percent <AO>iMM' 
provided further that the royalty payable to the Institute shall in no event be less than 
three eighths of one <11> percent <12>^^. 



(ii) Royalties shall be payable on a country by country basis on sales of 
<13> Products (other than sales by the Company to its Subsidianes or licensees) 
where the <14> Products were made, used or sold in any country in which there is 
a valid claim of a Research Patent which covers the <15> Products in question, until 
the expiration of the last valid claim of a Research Patent in any country in which 
any <16> Product is made, used or sold. 

(iii) The Company shall pay to the Institute a percentage of any revenues 
received from third party licensees equal to ten percent (10%) of revenue payable 
by such licensees by reference to a valid claim of a Research Patent, subject to 
reduction as provided in Clause 6(a)Ci) hereof, but in no event less than two and one 
half (2y2%). 

(b) Provided that <1 7> Products are developed that are protected by a valid U.S. 
patent claim under a Research Patent, the Company shall make payments to the Institute 
at the beginning of each year following the issuance of the first U.S. Research Patent, 
which shall be creditable in full against running royalties. Such fees shall be as follows: 

(i) Five thousand U.S. dollars (US$5,000) upon issuance of the first U.S. 
Research Patent, and 

(ii) <18> The greater of fx^ five thousand U.S. dollars (US$5,000)La^ 
( Y) twentv-five percent (25%) of the total payments made by Kimeraqen to the 
Institute under this clause 6 in the preceding yean on or before each January 31 
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of each year thereafter prior to the expiration of the last valid claim of a Research 
Patent in any country in which any <1 9> Product is made, used or sold. 

(c) Royalties shall be payable by the Company annually in U.S. dollars (net of 
withholdings and other taxes) within sixty (60) days of the Company's fiscal year end 
(December 31 ) after the first commercial sale of any <20> Product. Each royalty payment 
shall be accompanied by a royalty statement setting out how the royalties were calculated 
in accordance with this Clause 6. For the purposes of calculation of royalties, payments 
received from third parties shall be converted into U.S. Dollars according to the exchange 
rate quoted by the Wall Street Journal effective on the last day of the year to which the 
payments relate. 

(d) For the purposes of this Agreement, "Subsidiary" shall mean, with respect to 
any person, any other person that, directly or indirectly, controls or is controlled by or is 
under common control with that first mentioned person. For the purposes of this Clause 
6, (i) "Net Sales" shall mean the invoice price ex-works of Products sold bv the Company 
or Ms Subsidiaries to a customer other than the Company and its Subsidiaries, less any 
discount, freight, taxes, duties, tariffs, fees and other charges, and after deduction of 
amounts credited to customers or written off as bad debts; (li) where any Research Patent 
is abandoned, expired or held invalid, it shall be treated as if no patent had been issued 
with respect to that Research Patent. 

(e) The Company shall keep proper records of (i) all sales of <21> Products 
made by the Company; (ii) all sales of <22> Products, all invoices for such sales, and other 
information necessary for the calculation of Net Sales of <23> Products; (iii) all licenses 
granted under or with respect to any Research Patents; and (iv) all payments received from 
third parties under or in respect of any such license. Subject to reasonable prior written 
notice, the Company shall allow the Institute access to such records during customary 
business hours for the purposes of verification of royalties paid and payable under this 
Agreement, provided that the Institute may not have access to such records more than 
once in any calendar year. 



7. TERMINATION 

(a) The term of this Agreement shall mn from the Effective Date until 
December 31, 1997 or such later date as agreed upon by the parties in writing, provided 
that either the Institute or the Company may terminate this Agreement by sixty (60) days 
written notice to the other for any reason or for no reason. 

(b) The Institute may terminate this Agreement by fourteen (14) days written 
notice if the Company commits any material breach of this agreement. The Company may 
terminate this Agreement by fourteen (14) days written notice if the Institute commits any 
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material breach of this agreement or if the <24> Investigators resigns from the Institute 
or becomes unwilling or unable to conduct any Research Program. 

ic) Termination or expiration of this Agreement shall not affect: (i) the 
Companys obligation to pay for research perfomied under this Agreement ,n accordance 
with C^use 2. or (ii) the parties' obligations under Clauses 3 and 4. 5 and 6. above. 

8. ML^nFl LANEOUS 

(a) This Agreement shall be deemed to be a contract made under the law of the 
State of New York applicable to contracts made and perfomied entirely within the State 
aS fofail woses this Agreement shall be construed and interpreted in accordance with 
and be governed by the law of the State of New York. 

(b) This Agreement may not be and shall not be deemed or construed to have 
been modified, amended, rescinded, canceled or waived in whole or in part, except by 
Sen instrument signed by the parties. This Agreement, Including the Schedules attached 
SetS institutes and expresses the entire agreement and understanding between the 
parties with respect to its subject matter. Without limiting the fo^egomg^^^' J Agreement 
supersedes the material transfer agreement between the parties ^a^ed Oftober 1996 
and all activities conducted under that material transfer agreement shall be considered 
activities under the initial Research Program for the purposes of this Agreement. 

(c) The Institute is an independent contractor and not an agent or partner of the 
Company The Institute shall not enter into any agreement or incur any obligations on the 
Company's behalf, or commit the Company in any manner without the Company's pnor 
consent. 

(d) The Institute shall not assign or transfer its obligations under this Agreement 
without the prior written consent of the Company. 

(e) Should any provision of this Agreement be illegal, invalid or unenforceable, 
all other terms and conditions of this Agreement shall remain in full force and effect. 
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IN WITNESS WHEREOF, the parties have executed this Agreement as of the date 
first set forth above. 

BOYCE THOMPSON INSTITUTE OF KIMERAGEN, INC.: 
PLANT RESEARCH, INC.: 



By: 



By: 



Name: 



Name; 

Title: Title: 
Date: Date: 



I agree to and accept the terms and conditions of this Agreement and agree to act as 
<25> Investigators for the Research Programs established hereunder. 

<26> iMVgSTIGATORS: iMVgSTIGATORS: 



By: m 



Name: Dr <?7> . Hugh Mason Mame-. Dr. Grea Mav 
Address:^ . Address: _ 



Date: 

Date: 
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SCHEDULE 1 
ReseMchProgram 



See Attachment A. 

The <28> invMSaitori shall be available from time to time, subject to 
reasonable PS^i^ing received from Company to discuss and^^^ 
make presentations v/ith respect to the perfomiance of the Research 
^^rfgrarS set out in paragraph 1 . above (including without limrtahon research 
profoS^s and merhodology used in laboratory work conducted) and ttje 
?esea^h results generated in performance of the R^^^^^^ P^^S/^^JJ^^^ 
representatives of the Company and such other persons as the Company 
may nominate from time to time, including without llmrtafon potenfa 
investors and/or undenAmters. the CompanVs audftois, the Company s patent 
counsel, media representatives and potential commercial partners and/or 
customers of the Company. 

<29> Investiqatprs shall perform such other services relating to the sutyect 
matter of the Research Programs and assist the Company with such other 
matters relating to the subject matter of the Research Programs as are 
reasonably designated by the Company from time to time dunng the term of 
this Agreement. 



Budget 

See Attachment A. 
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investigator (the "Investigator") 
<2> Investigator 
<3> Investigator 
<4> Investigator 

:5> (1%) 
<6> ("Licensed 
<7> Licensed 
<8> Licensed 
<9> Licensed products 

10> (1%) 
<11> quarter 

12> (y4%) 
13> Licensed 
<14> Licensed 
<15> Licensed 
<16> Licensed 
<17> Licensed 
<18> Five 
<19> Licensed 
<20> Licensed 



< 



<1 
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<21> Licensed 
<22> Licensed 
<23> Licensed 
<24> Investigator 
<25> Investigator 
<26> INVESTIGATOR 
<27> Charles Amtzen 
<28> Investigator 
<29> Investigator 
<30> 10/28/96 
<31> BOYCE.001 
<32> 10/30/96 17:24 
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KIRKLAND &. ELLIS 

PARTNERSHIPS INCLUDING PROFEfiSIONAL CORTOMTIONS 



Citicorp Cantor 
153 East 53rd Street 

Stephen P. H. Johnson New Ybrk, Nsw Ybrk 10022-4S75 

To Call Writer DlracS: Facsimile: 
2 1 2 ^S4920 21 2 446-4800 21 2 445-4900 



Decembers, 1996 



RV FEDERAL EXPRESS 

Dr. Charles Amtzen 

Boyce Thompson Institute of Plant Research, Inc. 

Tower Road 

Cornell University 

Ithaca, New York 14853-1801 

Re: Kimeragfin 

Dear Charlie: 

It was a pleasiire to meet you at xhe retreat in Maine. 

I enclose four execution copies of the Research Collaboration Agreement. Please 
will you fill in the date of the MTA in paragraph 8(b). In addition, you and Kimeragen need to 
fill out the terms of Attachment A, 

After signing the agreement, please have the agreements sent to Ramesh Kumar 
so thai they may be executed by Kimeragen. 

Please do not hesitate to call if you have any questions. 

Yours sincerely, 

Stephen P. H, Johnson 

SPHJidp 
enclosure 



cc: Ramesh Kumar, Ph.D. 



Chicago 



London Los Angeles Washington. D.C. 
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KIMERAGEN. INC. 



RESEARCH COLLABORATION AGREEMENT 

This Research Collaboration Agreement ("Agreement") is made by and between 
Kimeragen, Inc., a Delaware corporation, having an address at 300 Pheasant Run, 
Newtown, PA 18940 (the "Company") and the Boyce Thompson Institute of Plant 
Research, Inc. of Tower Road, Cornell University, Ithaca, New York 14853-1801 (the 
"Institute") effective as of October 1996 (the "Effective Date"). 

WHEREAS, the Company and the Institute have agreed that the Institute will 
conduct research for, and engage In collaborative research with, the Company under the 
direction of Drs. Hugh Mason and Greg May, as joint principal investigators (the 
"Investigators") on the terms set forth in this Agreement. 

NOW, THEREFORE, in consideration of the mutual covenants hereinafter set out 
and for good and valuable consideration, the receipt and sufficiency of which is hereby 
aclcnowledged, the parties agree as follows: 

1. RESEARCH 

(a) The Institute shall perform the research program set forth in Schedule 1 
hereto and each such other research program(s) and/or modification(s) thereof, a written 
description of which is marked with a statement signed by the parties hereto as a research 
program for the purposes of this Agreement (each a "Research Program"), under the 
direction of the Investigators, for and in collaboration with the Company in accordance with 
the temris and conditions of this Agreement. Each Research Program shall include the 
agreed tenn of, and budget for, that Research Program. The Institute shall ensure that the 
highest standards are observed in conducting each Research Program. 

(b) The Institute shall keep the Company advised as to the progress in 
performing each Research Program (including by making prompt written disclosure of all 
Research Results (as defined in Clause 5(a), below) and the Institute will, as requested by 
the Company, prepare any additional written reports with respect thereto. The Institute 
shall prepare a final report for each Research Program within sixty (60) days of completion 
of the Research Program. Subject to Clause 3, reports prepared for the Company shall be 
the sole property of the Company. 

2. COMPENSATION FOR RESEARCH COSTS 

The Company shall reimburse the Institute for its reasonable costs incurred in 
conduct of Research Programs in accordarnce with the budget agreed between the parties 
for the Research Program in each case. Unless othenvise agreed in the budget, payments 
from the Company shall not be due more frequently than quarterly. The Institute shall 
apply ail payments received from the Company in accordance with the agreed budget for 
the applicable Research Program. Any funds paid by the Company and not used by the 
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Institute in the Research Program for which they were paid in any contract year shall be 
applied against payments due by the Company for that Research Program in the 
subsequent contract year, or, if that Research Program has been completed or terminated, 
shall be refunded to the Company or applied against amounts due by the Company to the 
Institute for any other current Research Program, at the Company's option. 

3. PUBLICATION 

The Investigators and other employees or contractors of the Institute that are staffed 
on any Research Program shall be entitled to publish or disclose research results or other 
material generated in performance of that Research Program, provided that the Institute 
shall: (1) provide a draft of the disclosure to the Company at least thirty (30) days in 
advance of submitting such disclosure for proposed publication or presentation; and (2) 
acknowledge the Company in the publication or disclosure as the collaborator in the 
Research Program. The Institute shall cause its employees and its contractors to make all 
reasonable changes requested by the Company, If the Company notifies the Institute that 
it considers that a proposed publication or presentation includes material which may be 
patentable, then the Institute shall cause its employees and its contractors to delay the 
proposed publication or presentation for at least an additional sixty (60) days or such longer 
period as agreed upon by the parties to permit a patent application with respect to that 
subject matter to be prepared and filed. 

4. CONFIDENTIALITY AND MATERIAL TRANSFER 

(a) In perfomiing or otherwise in connection with each Research Program, (i) the 
Institute may acquire, receive, observe or generate, alone or jointly with others, information 
and/or material (including certain Biological Material as defined in this Clause 4) that is 
confidential or proprietary information of the Company ("Company Proprietary Infonnation"); 

(ii) the Company may acquire, receive or observe information and/or material that is 
confidential or proprietary to the Institute ("Institute Proprietary Information"); and 

(iii) confidential information and/or material may be generated by persons carrying out the 
Research Program ("Research Information"). Subject to Clause 3, the Institute agrees not 
to disclose any Company Proprietary Infomnatlon or Research Information to any third party 
or to use any Company Proprietary Information for any purpose other than perfomnance of 
Research Programs pursuant to this Agreement, without prior written consent of the 
Company. The Company agrees not to disclose Institute Proprietary Information or 
Research Information to any third party without the Institute's written consent, provided, 
however, that the Company may disclose Research Information for any business purposes, 
including without limitation, for the purposes of developing and/or commercializing any 
technology or other subject matter assigned or licensed to It under this agreement or any 
other agreement between the parties. The Company Proprietary Infonnation, Institute 
Proprietary Information and Research Information shall be referred to collectively as 
"Proprietary Information." 

(b) Proprietary Information does not include infonnation which: (i) is or later 
becomes available to the public through no breach of this Agreement; (ii) is obtained by the 
receiving party from a third party who had the legal right to possess and disclose the 
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information to that party and is not associated witli the Research Program to which the 
Proprietary Information relates; (iii) the receiving party can show was already in its 
possession prior to (direct or indirect) receipt by the receiving party from, or disclosure to 
the receiving party by, the disclosing party; or (iv) is required to be disclosed under any 
applicable law or court order provided that the receiving party provides the disclosing party 
with prior written notice of the requirement for disclosure detailing the Proprietary 
Information to be disclosed, to enable the disclosing party to seei< a protective order or 
otherwise prevent disclosure of such information. 

(o) In the course of perfbmning Research Programs hereunder, the Institute may 
receive from the Company biological material, (including without limitation cell cultures, 
organisms, proteins, nucleic acids, and/or other chemical or biochemical materials) 
("Biological' Material"). The Institute shall use the Biological Material only for the purposes 
of performing the Research Program in connection with which the Biological Material was 
provided, and shall not provide any Biological Material to any third party unless authorized 
in writing by the Company to do so, and then only in accordance with the Company's 
procedures for transfer of such Biological Material. All progeny of, modifications to, 
material derived or produced from, originating from, made using or which incorporate any 
element of any Biological Material or progeny thereof, or otherwise made in perfonmance 
of any Research Program shall be included within the definition of Biological Material for 
the purposes of this Clause 4. The Biological Material is proprietary to the Company and 
shall remain the property of the Company notwithstanding that the Biological Material may 
be or come into the possession of the Institute and/or Investigators, and shall not be 
removed from the location designated by the Company for perfomiance of the Research 
Program in connection with which the Biological Material was provided, without the 
Company's prior written consent. 

(d) Following the temiination of this Agreement or upon eariier request by the 
Company, the Institute shall promptly deliver all materials comprising or including any 
Company Proprietary Information including but not limited to, all written materials, computer 
media and Biological Material in its possession; and shall delete all Company Proprietary 
Information from computer disks or electronic storage facilities owned or used by the 
Institute and/or its employees and/or contractors. 

5. OWNERSHIP OF INTELLECTUAL PROPERTY 

(a) Subject to paragraph (b), below, all rights in and title to any and all inventions 
(whether patentable or non-patentable), know-how, trade secrets, tangible research 
property (including biological material), technical data and research results generated or 
otherwise gained from any Research Program (collectively "Research Results") and, to the 
extent applicable, any patent applications or patents covering any Research Results 
("Research Patents") conceived or developed or applied for in the course of. or as the 
result of. conducting any Research Program shall be the property of the Company. The 
Company shall be responsible, at its cost, for the preparation, filing, prosecution and 
maintenance of any Research Patents. The Institute shall disclose all Research Results 
to the Company promptly in writing as provided in Clause 1(b). 
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(b) The rights granted to the Company under Clause^(a) shall be subject to any 
orior rights which the U.S. Government or any agency thereof m^y have in and to Research 
patents as a result of 35 U.S.C. § 200 et seq. and 37 C.F.R.; § 401 or otheiv/ise. The 
Institute shall elect title to any Research Patent to which this Clause 5(b) applies pursuant 
to 35 U.S.C. § 202. ; 

(c) The Institute hereby assigns to the Company all /rights and title It may have 
to any Research Results and/or Research Patents and undertakes that it shall, and shall 
cause its employees and contractors (as required) to take all steps and actions and execute 
and record all documents necessary to record the assignment of the Research Results 
(and Research Patents, if any) and othenwise give effect to this Clause 5. Without limiting 
the foregoing, the Institute shall and shall cause its employees and contractors to provide 
all assistance reasonably required by the Company to give effect to this Clause 5 and 
enable the Company to prosecute and maintain Research Patents. 

(d) The Company hereby grants the Institute a perpetual, royalty-free, worldwide 
license to practice under Research Patents for its own non-commercial research purposes. 
In consideration for that license, the Institute hereby grants the Company an exclusive 
option to any and all inventions (whether patentable or non-patentable), know-how, trade 
secrets, tangible research property (including biological material), technical data and 
research results generated or otherwise gained from any such licensed research and 
owned by the Institute (collectively "Licensed Research Results"), and, to the extent 
applicable, all patent applications and patents covering any such Licensed Research 
Results The option granted herein shall extend for twenty-four (24) months from the 
Company being notified by the Institute of such Licensed Research Results. The option 
granted hereunder shall be exercisable at any time, or from time to time, during that option 
period by notice to the Institute in writing. Following exercise of the option by the Company 
such Licensed Research Results shall be treated as part of the Research Results and such 
patents or patent applications covering such Licensed Research Results shall be treated 
as Research Patents, and accordingly the consWeration for the exercise of that option shall 
be as set out in Clause 6. Following exercise of the option, the parties shall take all steps 
and execute and record all documents necessary to assign the relevant Research Results 
and otherwise give effect to this Clause 5(d). 

6. RnVAl TV OBLIGATIONS 

(a) As consideration for the rights granted to the Company under Clause 5, the 
Company hereby agrees to pay the Institute royalties as follows: 

(i) The Company shall pay to the Institute a royalty of one and one-half 
percent (1/2%) of the Net Sales (as defined below) of products that are covered by 
a valid claim of a Research Patent ("Products") up to a cumulative maximum royalty 
base of three hundred million dollars (U.S. $300,000,000) in Net Sales, provided that 
in the event that any Products are subject to royalties under license and other 
agreements with third parties, the royalty payable to the Institute with respect to 
such Products shall be reduced so that the total royalty burden on such Products 
shall not exceed one and one-half percent (1 VS%), provided further that the royalty 
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payable to the Institute shall in no event be less than one quarter of one percent 

(Vi%). 

(ii) Royalties shall be payable on a country by country basis on sales of 
Products (other than sales by the Company to its Subsidiaries or licensees) where 
the Products were made, used or sold in any country In which there is a valid claim 
of a Research Patent which covers the Products In question, until the expiration of 
the last valid claim of a Research Patent in any country in which any Product is 
made, used or sold. 

(ill) The Company shall pay to the Institute a percentage of any revenues 
received from third party licensees equal to ten percent (10%) of revenue payable 
by such licensees by reference to a valid claim of a Research Patent, subject to 
reduction as provided in Clause 6(a)(1) hereof, but in no event less than two and one 
half {2yz%). 

(b) Provided that Products are developed that are protected by a valid U.S. 
patent claim under a Research Patent, the Company shall make payments to the Institute 
at the beginning of each year following the issuance of the first U.S. Research Patent, 
which shall be creditable in full against running royalties, Such fees shall be as follows: 

(i) Five thousand U.S. dollars (US$5,000) upon issuance of the first U.S. 
Research Patent; and 

(ii) The greater of (x) five thousand U.S. dollars (US$5,000); and 
(y) twenty-five percent (25%) of the total payments made by Kimeragen to the 
Institute under this clause 6 in the preceding year; on or before each January 31 of 
each year thereafter prior to the expiration of the last valid claim of a Research 
Patent in any country in which any Product is made, used or sold. 

(c) Royalties shall be payable by the Company annually in U.S. dollars (net of 
withholdings and other taxes) within sixty (60) days of the Company's fiscal year end 
(December 31) after the first commercial sale of any Product, Each royalty payment shall 
be accompanied by a royalty statement setting out how the royalties were calculated in 
accordance with this Clause 6. For the purposes of calculation of royalties, payments 
received from third parties shall be converted into U.S. Dollars according to the exchange 
rate quoted by the Wall Street Journal effective on the last day of the year to which the 
payments relate. 

(d) For the purposes of this Agreement, "Subsidiary" shall mean, with respect to 
any person, any other person that, directly or indirectly, controls or is controlled by or is 
under common control with that first mentioned person. For the purposes of this Clause 
6, (i) "Net Sales" shall mean the invoice price ex-works of Products sold by the Company 
or its Subsidiaries to a customer other than the Company and its Subsidiaries, less any 
discount, freight, taxes, duties, tariffs, fees and other charges, and after deduction of 
amounts credited to customers or written off as bad debts; (ii) where any Research Patent 
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is abandoned, expired or held invalid, it shall be treated as if no patent had been issued 
with respect to that Research Patent. 

(e) The Company shall keep proper records of (i) all sales of Products made by 
the Company (li) all sales of Products, all invoices for such sales, and other information 
necessary for the calculation of Net Sales of Products; (lii) all licenses granted under or with • 
respect to any Research Patents; and (iv) all payments received from third parties under 
or in respect of any such license. Subject to reasonable prior written notice, the Company 
shall allow the Institute access to such records during customary business hours for the 
purposes of verification of royalties paid and payable under this Agreement, provided that 
the Institute may not have access to such records more than once in any calendar year. 



7. TERMINATION 

(a) The term of this Agreement shall run from the Effective Date until 
December 31. 1997 or such later date as agreed upon by the parties in vimting, provided 
that either the Institute or the Company may terminate this Agreement by sixty (60) days 
written notice to the other for any reason or for no reason. 

(b) The Institute may terminate this Agreement by fourteen (14) days written 
notice if the Company commits any material breach of this agreement. The Company may 
terminate this Agreement by fourteen (14) days written notice if the Institute commits any 
material breach of this agreement or if the Investigators resigns from the Institute or 
becomes unwilling or unable to conduct any Research Program. 

(c) Termination or expiration of this Agreement shall not affect: (i) the 
Company's obligation to pay for research performed under this Agreement in accordance 
with Clause 2; or (ii) the parties' obligations under Clauses 3 and 4, 5 and 6, above. 

8. MISCELLANEOUS 

(a) This Agreement shall be deemed to be a contract made under the law of the 
State of New York applicable to contracts made and performed entirely within the State, 
and for all purposes this Agreement shall be construed .and interpreted in accordance with 
and be governed by the law of the State of New York. 

(b) This Agreement may not be and shall not be deemed or construed to have 
been modified, amended, rescinded, canceled or waived in whole or in part, except by 
written instrument signed by the parties. This Agreement, including the Schedules attached 
hereto, constitutes and expresses the entire agreement and understanding between the 
parties with respect to its subject matter. Without limiting the foregoing, this Agreement 
supersedes the material transfer agreement between the parties dated October _, 1996 
and all activities conducted under that material transfer agreement shall be considered 
activities under the initial Research Program for the purposes of this Agreement. 
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(c) The Institute is an independent contractor and not an agent or partner of the 
Company. The Institute shall not enter Into any agreement or incur any obligations on the 
Company's behalf, or commit the Company in any manner without the Company's prior 
consent. 

(d) The Institute shall not assign or transfer its obligations under this Agreement 
without the prior written consent of the Company. 

(e) Should any provision of this Agreement be illegal, invalid or unenforceable, 
all other terms and conditions of this Agreement shall remain in full force and effect. 
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IN WITNESS WHEREOF, the parties have executed this Agreement as of the date 
first set forth above. 

BOYCE THOIVIPSON INSTITUTE OF KIMERAGEN, INC.: 
PLANT RESEARCH, INC.: 



By: 



_ By: 



Name 

Title: 

Date: 



Name; 

Title: 

Date: 



I agree to and accept the terms and conditions of this Agreement and agree to act as 
Investigators for the Research Programs established hereunder. 

INVESTIGATORS: INVESTIGATORS: 



By: 



By: 



Name: Dr. Hugh Mason 



Name: Dr. Greg May 



Address: 



Address: 



Date: 



Date: 
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SCHEDULE 1 
Research Program 

1. See Attachment A. 

2. The Investigators shall be available from time to time, subject to reasonable 
prior notice being received from the Company to discuss and/or make 
presentations with respect to the performance of the Research Program set 
out in paragraph 1, above (including without limitation research protocols and 
methodology used in laboratory work conducted) and the research results 
generated in performance of the Research Program with representatives of 
the Company and such other persons as the Company may nominate from 
time to time, including without limitation potential Investors and/or 
undenwriters. the Company's auditore, the Company's patent counsel, media 
representatives and potential commercial partners and/or customers of the 
Company. 

3. Investigators shall perform such other sen/ices relating to the subject matter 
of the Research Programs and assist the Company with such other matters 
relating to the subject matter of the Research Programs as are reasonably 
designated by the Company from time to time during the term of this 
Agreement. 



Budget 

See Attachment A. 
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KIRKLAND 8. ELLIS 



IVATNERSHJPS INCUIDINC PftOFCS^tONAL COHPOPATtONS 



Stephen P. H. Johnson 
To Call Writer Direct: 
212^&4920 



Crlicfifp Cdnter 
153 East S3rd Street 
Mew >rbrk. New Ybrk 10022-4675 



212 446-4800 



Facsimile: 
212 446-4900 



Decembers, 1996 



BY FEDERA L EXPRESS 

Dr. Charles Amtzen 

Boyce Thompson Institute of Plant Research, Inc, 

Tower Road 

Cornell University 

Ithaca, New York 14853-1801 



I enclose four execution copies of the Research Collaboration Agreement. Please 
will you fill in the date of the MTA in paragraph 8(b). In addition, you and Kimeragen need to 
fill out the terms of Attachment A. 

AA^t signing the agreement, please have the agreements sent to Ramesh Kumar 
so that they may be executed by Kimeragen. 



Re: Isim^tSgfin 



Dear Charlie: 



It was a pleasure to meet you at the retreat in Maine* 



Please do not hesitate to call if you have any questions. 



Yours sincerely, 




Stephen P. H. Johnson 



SPHJidp 



enclosure 



cc: 



Ramesh Kumar, Ph.D. 



Chicago 



London 



Los Angeles Washington. D.C. 
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KIMERAGEN. INC. 

RESEARCH COLLABORATION AGREEMENT 

This Research Collaboration Agreement ("Agreement") is made by and between 
Kimeragen, Inc., a Delaware corporation, having an address at 300 Pheasant Run, 
Newtown, PA 18940 (the "Company") and the Boyce Thompson Institute of Plant 
Research, Inc. of Tower Road, Cornell University. Ithaca. New York 14853-1801 (the 
Institute") effective as of October 1 996 (the "Effective Date"). 

WHEREAS, the Company and the Institute have agreed that the Institute will 
conduct research for, and engage in collaborative research with, the Company under the 
direction of Drs. Hugh Mason and Greg May. as joint principal investigators (the 
"Investigators") on the tenns set forth in this Agreement. 

NOW, THEREFORE, in consideration of the mutual covenants hereinafter set out 
and for good and valuable consideration, the receipt and sufficiency of which is hereby 
acknowledged, the parties agree as follows: 

1. RESEARCH 

(a) The Institute shall perform the research program set forth in Schedule 1 
hereto and each such other research program(s) and/or modification(s) thereof, a written 
description of which is marked with a statement signed by the parties hereto as a research 
program for the purposes of this Agreement (each a "Research Program"), under the 
direction of the Investigators, for and in collaboration with the Company in accordance with 
the terms and conditions of this Agreement. Each Research Program shall include the 
agreed term of, and budget for, that Research Program. The Institute shall ensure that the 
highest standards are observed in conducting each Research Program, 

(b) The Institute shall keep the Company advised as to the progress in 
performing each Research Program (including by making prompt written disclosure of all 
Research Results (as defined in Clause 5(a), below) and the Institute will, as requested by 
the Company, prepare any additional written reports with respect thereto. The Institute 
shall prepare a final report for each Research Program within sixty (60) days of completion 
of the Research Program, Subject to Clause 3. reports prepared for the Company shall be 
the sole property of the Company. 

2. COMPENSATION FOR RESEARCH COSTS 

The Company shall reimburse the Institute for its reasonable costs incurred in 
conduct of Research Programs in accordance with the budget agreed between the parties 
for the Research Program in each case. Unless othenvise agreed in the budget, payments 
from the Company shall not be due more frequently than quarterly. The Institute shall 
apply all payments received from the Company in accordance with the agreed budget for 
the applicable Research Program. Any funds paid by the Company and not used by the 
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Institute in the Research Program for which they were paid in any contract year shall be 
applied against payments due by the Company for that Research Program in the 
subsequent contract year, or, If that Research Program has been completed or terminated, 
shall be refunded to the Company or applied against amounts due by the Company to the 
Institute for any other current Research Program, at the Company's option. 

3. PUBLICATION 

The Investigators and other employees or contractors of the Institute that are staffed 
on any Research Program shall be entitled to publish or disclose research results or other 
material generated in performance of that Research Program, provided that the Institute 
shall: (1) provide a draft of the disclosure to the Company at least thirty (30) days in 
advance of submitting such disclosure for proposed publication or presentation; and (2) 
acknowledge the Company in the publication or disclosure as the collaborator in the 
Research Program. The Institute shall cause Its employees and its contractors to make all 
reasonable changes requested by the Company. If the Company notifies the Institute that 
it considers that a proposed publication or presentation Includes material which may be 
patentable, then the Institute shall cause its employees and its contractors to delay the 
proposed publication or presentation for at least an additional sixty (60) days or such longer 
period as agreed upon by the parties to permit a patent application with respect to that 
subject matter to be prepared and filed. 

4. CONFIDENTIALITY AND MATERIAL TRANSFER 

(a) In perfomiing or otherwise in connection with each Research Program, (i) the 
Institute may acquire, receive, observe or generate, alone or jointly with others, information 
and/or material (including certain Biological Material as defined in this Clause 4) that is 
confidential or proprietary infonnatlon of the Company ("Company Proprietary Information"); 
(li) the Company may acquire, receive or observe infonmation and/or material that is 
confidential or proprietary to the Institute ("Institute Proprietary Information"); and 
(iii) confidential information and/or material may be generated by persons carrying out the 
Research Program ("Research Information"), Subject to Clause 3, the Institute agrees not 
to disclose any Company Proprietary Infomnation or Research Information to any third party 
or to use any Company Proprietary Information for any purpose other than performance of 
Research Programs pursuant to this Agreement, without prior written consent of the 
Company. The Company agrees not to disclose Institute Proprietary Information or 
Research Information to any third party without the Institute's written consent, provided, 
however, that the Company may disclose Research Information for any business purposes, 
Including without limitation, for the purposes of developing and/or commercializing any 
technology or other subject matter assigned or licensed to it under this agreement or any 
other agreement between the parties. The Company Proprietary Information, Institute 
Proprietary Information and Research Information shall be referred to collectively as 
"Proprietary Information." 

(b) Proprietary Information does not include information which: (i) is or later 
becomes available to the public through no breach of this Agreement; (ii) is obtained by the 
receiving party from a third party who had the legal right to possess and disclose the 
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information to that party and is not associated with the Research Program to which the 
Proprietary Information relates; (iii) the receiving party can show was already in its 
possession prior to (direct or indirect) receipt by the receiving party from, or disclosure to 
the receiving party by, the disclosing party; or (iv) is required to be disclosed under any 
applicable law or court order provided that the receiving party provides the disclosing party 
with prior written notice of the requirement for disclosure detailing the Proprietary 
Information to be disclosed, to enable the disclosing party to seek a protective order or 
otheruvlse prevent disclosure of such information. 

(c) In the course of perfbmaing Research Programs hereunder, the Institute may 
receive from the Company biological material, (including without limitation cell cultures, 
organisms, proteins, nucleic acids, and/or other chemical or biochemical materials) 
f Biological Materiar'). The Institute shall use the Biological Material only for the purposes 
of performing the Research Program in connection with which the Biological Material was 
provided, and shall not provide any Biological Material to any third party unless authorized 
in writing by the Company to do so, and then only in accordance with the Company's 
procedures for transfer of such Biological Material. All progeny of, modifications to, 
material derived or produced from, originating from, made using or which incorporate any 
element of any Biological Material or progeny thereof, or otherwise made in perfonnance 
of any Research Program shall be included within the definition of Biological Material for 
the purposes of this Clause 4. The Biological Material is proprietary to the Company and 
shall remain the property of the Company notwithstanding that the Biological Material may 
be or come into the possession of the Institute and/or Investigators, and shall not be 
removed from the location designated by the Company for performance of the Research 
Program in connection with which the Biological Material was provided, without the 
Company's prior written consent. 

(d) Following the termination of this Agreement or upon earlier request by the 
Company, the Institute shall promptly deliver all materials comprising or including any 
Company Proprietary Infomiation including but not limited to, all written materials, computer 
media and Biological Material in its possession; and shall delete all Company Proprietary 
Information from computer disks or electronic storage facilities owned or used by the 
Institute and/or its employees and/or contractors. 

5. OWNERSHIP OF INTELLECTUAL PROPERTY 

(a) Subject to paragraph (b), below, all rights in and title to any and all inventions 
(whether patentable or non-patentable), know-how, trade secrets, tangible research 
property (including biological material), technical data and research results generated or 
otherw^ise gained from any Research Program (collectively "Research Results") and. to the 
extent applicable, any patent applications or patents covering any Research Results 
("Research Patents") conceived or developed or applied for in the course of, or as the 
result of. conducting any Research Program shall be the property of the Company. The 
Company shall be responsible, at its cost, for the preparation, filing, prosecution and 
maintenance of any Research Patents. The Institute shall disclose all Research Results 
to the Company promptly in writing as provided in Clause 1(b), 
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(b) The rights granted to the Company under Clause^(a) shall be subject to any 
prior rights which the U.S. Govemnnent or any agency thereof m^y have in and to Research 
patents as a result of 35 U.S.C. § 200 ef seq. and 37 C.F.R.; § 401 or othenvlse. The 
Institute shall elect title to any Research Patent to which this Clause 5(b) applies pursuant 
to 35 U.S.C. § 202. 

1 

(c) The Institute hereby assigns to the Company all jrights and title it may have 
to any Research Results and/or Research Patents and undertjakes that it shall, and shall 
cause its employees and contractors (as required) to take all steps and actions and execute 
and record all documents necessary to record the assignment of the Research Results 
(and Research Patents, If any) and otherwise give effect to this Clause 5. Without limiting 
the foregoing, the Institute shall and shall cause Its employees and contractors to provide 
all assistance reasonably required by the Company to give effect to this Clause 5 and 
enable the Company to prosecute and maintain Research Patents. 

(d) The Company hereby grants the Institute a perpetual, royalty-free, worldwide 
license to practice under Research Patents for its own non-commercial research purposes, 
in consideration for that license, the Institute hereby grants the Company an exclusive 
option to any and all inventions (whether patentable or non-patentable), know-how, trade 
secrets, tangible research property (including biological material), technical data and 
research results generated or otherwise gained from any such licensed research and 
owned by the Institute (collectively "Licensed Research Results"), and, to the extent 
applicable, all patent applications and patents covering any such Licensed Research 
Results. The option granted herein shall extend for twenty-four (24) months from the 
Company being notified by the Institute of such Licensed Research Results. The option 
granted hereunder shall be exercisable at anytime, or from time to time, during that option 
period by notice to the Institute in writing. Following exercise of the option by the Company 
such Licensed Research Results shall be treated as part of the Research Results and such 
patents or patent applications covering such Licensed Research Results shall be treated 
as Research Patents, and accordingly the consideration for the exercise of that option shall 
be as set out in Clause 6. Following exercise of the option, the parties shall take all steps 
and execute and recorti all documents necessary to assign the relevant Research Results 
and othenvise give effect to this Clause 5(d). 

6. ROYALTY OBLIGATIONS 

(a) As consideration for the rights granted to the Company under Clause 5. the 
Company hereby agrees to pay the Institute royalties as follows: 

(i) The Company shall pay to the Institute a royalty of one and one-half 
percent {V/2%) of the Net Sales (as defined below) of products that are covered by 
a valid claim of a Research Patent ("Products") up to a cumulative maximum royalty 
base of three hundred million dollars (U.S. $300,000,000) in Net Sales, provided that 
in the event that any Products are subject to royalties under license and other 
agreements with third parties, the royalty payable to the Institute with respect to 
such Products shall be reduced so that the total royalty burden on such Products 
shall not exceed one and one-half percent (1 YzVo), provided further that the royalty 
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payable to the Institute shall In no event be less than one quarter of one percent 

(ii) Royalties shall be payable on a country by country basis on sales of 
Products (other than sales by the Company to its Subsidiaries or licensees) where 
the Products were made, used or sold in any country in which there Is a valid claim 
of a Research Patent which covers the Products in question, until the expiration of 
the last valid claim of a Research Patent in any country in which any Product is 
made, used or sold. 

(iii) The Company shall pay to the Institute a percentage of any revenues 
received from third party licensees equal to ten percent (10%) of revenue payable 
by such licensees by reference to a valid claim of a Research Patent, subject to 
reduction as provided In Clause 6(a)(i) hereof, but in no event less than two and one 
half (214%), 

(b) Provided that Products are developed that are protected by a valid U.S. 
patent claim under a Research Patent, the Company shall make payments to the Institute 
at the beginning of each year following the issuance of the first U.S. Research Patent, 
which shall be creditable in full against running royalties. Such fees shall be as follows: 

(i) Five thousand U.S. dollars (US$5,000) upon issuance of the first U.S. 
Research Patent; and 

(il) The greater of (x) five thousand U.S. dollars (US$5,000); and 
(y) twenty-five percent (25%) of the total payments made by Kimeragen to the 
Institute under this clause 6 in the preceding year; on or before each January 31 of 
each year thereafter prior to the expiration of the last valid claim of a Research 
Patent In any country in which any Product is made, used or sold. 

(c) Royalties shall be payable by the Company annually in U.S. dollars (net of 
withholdings and other taxes) within sixty (60) days of the Company's fiscal year end 
(December 31) after the first commercial sale of any Product. Each royalty payment shall 
be accompanied by a royalty statement setting out how the royalties were calculated in 
accordance with this Clause 6. For the purposes of calculation of royalties, payments 
received from third parties shall be converted into U.S. Dollars according to the exchange 
rate quoted by the Wall Street Journal effective on the last day of the year to which the 
payments relate. 

(d) For the purposes of this Agreement. "Subsidiary" shall mean, with respect to 
any person, any other person that, directly or indirectly, controls or is controlled by or is 
under common control with that first mentioned person. For the purposes of this Clause 
6, (i) "Net Sales" shall mean the invoice price ex-worics of Products sold by the Company 
or its Subsidiaries to a customer other than the Company and its Subsidiaries, less any 
discount, freight, taxes, duties, tariffs, fees and other charges, and after deductipn of 
amounts credited to customers or written off as bad debts; (ii) where any Research Patent 
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is abandoned, expired or held invalid, it shall be treated as if no patent had been issued 
with respect to that Research Patent. 

(e) The Company shall l<eep proper records of (1) all sales of Products made by 
the Company; (ii) all sales of Products, all Invoices for such sales, and other information 
necessary for the calculation of Net Sales of Products; (ill) all licenses granted under or with ' 
respect to any Research Patents; and (iv) all payments received from third parties under 
or in respect of any such license. Subject to reasonable prior written notice, the Company 
shall allow the Institute access to such records during customary business hours for the 
purposes of verification of royalties paid and payable under this Agreement, provided that 
the Institute may not have access to such records more than once in any calendar year. 



7. TERMINATION 

(a) The temn of this Agreement shall run from the Effective Date until 
December 31, 1997 or such later date as agreed upon by the parties in writing, provided 
that either the Institute or the Company may terminate this Agreement by sixty (60) days 
written notice to the other for any reason or for no reason. 

(b) The Institute may tenninate this Agreement by fourteen (14) days written 
notice if the Company commits any material breach of this agreement. The Company may 
terminate this Agreement by fourteen (14) days written notice If the Institute commits any 
material breach of this agreement or if the Investigators resigns from the Institute or 
becomes unwilling or unable to conduct any Research Program. 

(c) Termination or expiration of this Agreement shall not affect: (i) the 
Company's obligation to pay for research performed under this Agreement in accordance 
with Clause 2; or (ii) the parties' obligations under Clauses 3 and 4, 5 and 6, above. 

8. MISCELLANEOUS 

(a) This Agreement shall be deemed to be a contract made under the law of the 
State of New York applicable to contracts made and perfomied entirely within the State, 
and for all purposes this Agreement shall be construed and interpreted in accordance with 
and be governed by the law of the State of New Yori<. 

(b) This Agreement may not be and shall not be deemed or construed to have 
been modified, amended, rescinded, canceled or waived in whole or in part, except by 
v\/ritten instrument signed by the parties. This Agreement, including the Schedules attached 
hereto, constitutes and expresses the entire agreement and understanding between the 
parties with respect to its subject matter. Without limiting the foregoing, this Agreement 

supersedes the material transfer agreement between the parties dated October , 1996 

and all activities conducted under that material transfer agreement shall be considered 
activities under the initial Research Program for the purposes of this Agreement. 
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(c) The Institute is an independent contractor and not an agent or partner of the 
Company. The Institute shall not enter into any agreement or Incur any obligations on the 
Company's behalf, or commit the Company in any manner without the Company's prior 
consent. 

(d) The Institute shall not assign or transfer its obligations under this Agreement 
without the prior written consent of the Company. 

(e) Should any provision of this Agreement be illegal, invalid or unenforceable, 
all other terms and conditions of this Agreement shall remain in full force and effect. 
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IN WITNESS WHEREOF, the parties have executed this Agreement as of the date 
first set forth above. 

BOYCE THOMPSON INSTITUTE OF KIMERAGEN, INC.: 
PLANT RESEARCH, INC.: 



By: By: 

Name: Name: 
Title: Title: 
Date: Date: 



I agree to and accept the terms and conditions of this Agreement and agree to act as 
Investigators for the Research Programs established hereunder. 

INVESTIGATORS: INVESTIGATORS: 



By: By: 

Name: Dr. Hugh Mason Name: Dr. Greg May 

Address: Address: 



Date: 



Date: 
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SCHEDULE 1 



Research Program 

1 . See Attachment A. 

2. The Investigators shall be available from time to time, subject to reasonable 
prior notice being received from the Company to discuss and/or make 
presentations with respect to the performance of the Research Program set 
out in paragraph 1 , above (including without limitation research protocols and 
methodology used in laboratory worlc conducted) and the research results 
generated in performance of the Research Program with representatives of 
the Company and such other persons as the Company may nominate from 
time to time, Including without limitation potential investors and/or 
undenvriters, the Company's auditors, the Company's patent counsel, media 
representatives and potential commercial partners and/or customers of the 
Company. 

3. Investigators shall perform such other services relating to the subject matter 
of the Research Programs and assist the Company with such other matters 
relating to the subject matter of the Research Programs as are reasonably 
designated by the Company from time to time during the tenm of this 
Agreement. 



Budget 

See Attachment A. 
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~ I Siabh trsnsfofmst!on of protplasts of SR 7 tobjcco without electroporstion 

"V Several methods havo been pubHshed for iransformation of protoplasts without 
the use of electroporation (e.g. 4-5]). The majofity of these methods result 

~'\ in a transformation frequency lower than that for the method presented above 

i but cosily produce enough transformanis for the majority of cases where one 

- j- wants to Introduce foreign DNA into a plant cell. Hera we present a simple 

; method which, for SRI protoplasts, gives a transformation frequency com- 

~j' parable to that with electroporation [17], 

Steps in tha procedure 

1. Prepare the protoplasts as in the first protocol as far as the end of step 5. 
Instead of wast\ing by further flotation in K3 medium wash the protoplasts 
two times by resospcnsion in W5 solution and centri/ugaiion at 600 rpm 
for 5 min, followed by counting. 

Resuspcnd the protoplasts at a density of 1.6 X lOVml in the mannitol/ 
magnesium solution. Heat shock for 5 min at 45 followed by cooling to 

room temperature and distribute 0.3-mJ aliquots into 5 -ml sienle plastic ^ 
tubes. 

3. Add 30 |il of the DNA solution and mix, followed by 300 \il of the PEG 
soluiioii. Incubate for 25-30 min at room temperature with occasional 
shaking. 

4. Gradually add 10 ml of W5 solution over about tO min and llicn centrifuge 
for 10 min at 600 rpm. 

5. Resuspcnd the protoplasts in 1 ml of K3 medium, transfer to a 9 -cm pctri 
dish and add 7 ml of a 1:1 mixture of K3 and H media containing 0.6% 
w/v ScaPbque agarose. Mix the protoplasts wen but gently with the 
ogarose medium, and allow this to set. Do not disturb the dishes until the 
medium is solid, as this wilt cause d.imagc to the protoplasts. 



2. 



1. Ddoro lUn pro<0(ilj;t5 iramfofmatlon ihoy jhoutj hj«4 ba«n in W5 lor at loan 
30 m;.>. II il,oy Of a nol u3od immodljidy tt.or can bo iiorgd ai B ' C in W5 f<K up (a 8 1. 
witliout loaa of compotenca fof Iransformjtion. 

2. Ai tilllo 31 possiblo W5 iI.ouM bfl ifamJorrod inio Ilia manniiol tolulion. Trjnj/orrTv>lkj.i 
»houtd lake pljco wiltwut dolay otim Iranilor lo this »ol«t«vi. Th« ««« cooc«nwalk>n ot 
maonailum oppeara to bo important (or |h« transforma(«)n r««qt>«ncr. ThJi »Jx>uld bo 
ehocKod. in tho jango 5-50 mM. ejpooallf fof protoplast* oth«r iKan Sflt. 

3. Tl»o vdumoi rtora car* bo g)t«fed •ccordirtQ to lb« e.pctimeoi. Th* C(XK«ntf it«)o of PEG 
ippoar, la b« impwiant ind ihould b« optirniied (or tach lyUem. AJ«, lh« moJeculjr 
woiyht of llio PEG used can be Imporiani. for mora fr j^-lo proioplailj PEG 6000 may b« 



bouer. Th« concentration of ONA (ca. ,0,.o/„. pABOI. 60,.fl/m. carrier) .ho«.d b, 
Ij^^ed ou, on U.. basis of th, ,o,a. vo..™ of ih, uansfornution ^i, .^dUion of 

f«o,opla«. bu, «.prov„ .urvlv.I ar,d 1, ««ntia. for other ),s. ,tabl. p,o(op..a„. 
Solutions (sterile) 

In general all solutions and media are sterilized by filtration through 22-um 
filters. Some simple salt solutions can be sterilized by autodaving. 

- 0.5 M mannitol containing 15 mlW fvlgCl,. 0.1% MES. pH 5.6 with KOH 

- DNA solution: 0.3 mg/ml pABDl (ineari.ed with Sma I and 1 mg/ml of calf 
thymus DNA (Sigma) in double-distilled water. The DNA Is sterilised by 
prec.p.tation in 70% ethanol followed by a wash in 70% ethanol and drvinn 
in a sterile flow hood. Calf thymus DNA is sheared by passage through an 
18-G needle to an average size of 5-10 kb. 

- PEG solution: 40% w/v PEG 4000 (Merck) in 0.4 M mannitol. 0 1 ^ 
CatNO,), *4H,0. pH 8 with KOH. The PEG is dissolved in 0.4 M mannitol 
0.1 M Ca(NO,|, (i.e. the final concentration of these two components wili 
be lower due to the volume of the PEG). The pH takes at least 2-3 h to 
stabilize in this solution 

- W5 solution I20j: 154 mM NaCI. 125 mM CaCi,. 5 mM KCI, 5 mM 
glucose. pH 5.0 with KOH 

- K3/H (1:1 mix. Table 1) medium, liquid 

- K3/H 11 :1 mix. Table 1) medium containing 0.6% SoaPlaquo agarose 
(ogarose sterilized dry, then K3 medium added and melted, followed by H 
medium) 



f.t/t'./r-r(. 



no 



JO^l fAl (.'(.•^'lal 



105 



] 



s:6 





; ! 




i i 1 




j 
























1 




1 i I 1 




1 

1 

! 
















1 








So 


















t 






j j 

i 
! 


\ ! \Pt 








u 














\ 








/ 


//^ 


■i < 
















iLi 1 
























































1 
1 

1 

i 






1 1 






























00 
























i 




1 i 1 






\ 1 














































1 
1 
1 


r 






'/ 












U 


rr// 


' /? 


^/ 










/ 








/ 


/ 












j 














A 




t 




A \ < 






























i ! 


i 






! 


! 
1 












1 
1 








































i 




'0 " 






1 


< 
























j 














^/ 1 . 








' 
























! 1 ; 


\ j i 


r 


i 






i 1 


























\^ 


9- 




i i i 
• f 1 


\ \"\ 

111' 


































VI- 








t '-- 1 

! ■ ; ' 

1 i ; 

1 ; j 


"~ T i - 

1 i 




! j 1 i 

i ! ! ! 




1 1 


































1 1 ' 1 : 








( 

u 




/A 


















1 > '• 

_i_J 1 

1 1 i 




. ' t 16/; 

> j i 1 


4. 


1^ 




\ \ \ A \ 




1 



















Li 

! r 
i i 

i 
I 



! i I 
! i 



! 



i 1 



! I 



! I 



_! L 



I I i 

J L 



-i r--*-;^' !-<-'-—+■- -, : ; 1 -T- I -f- j j r j/ : i J W TT i 



i — \ iTH — — i. i ■ I T-'A~^~~f~T~rT\0 i i I L-! i/ 



T 1' 1 " 1 "1 "T 1" I f i T I i ! I i i ~i i i i 



0 ^ ! I i I i i I I M i r I M ! i i i 



\ ! 



hcc^'A „'i^^^ k< ^^/'^-^5y<C^H^^r:,,_..L.,.J ; \ ! j„_.._J._ 

; i i : 6/ i i i i I ; i i ! i ■ ' 



"1 r 



i i 



t ! i 



\Ci:^C/^.e..d^.._^^lo^.c^^^ L„„u.....j. , : — - 

.rZ^U?/^:^^ J ■ 

f ^^^^.I-jT :/ ■ . : \ - - \ 



6:^/i^.. I : ■ i \ ^— J ■ -•---I • -{ 1- 



; .A i zk„ . : /^:^^^:^^ - 

. _ :/^^ 

:,/h^f j.^^^C^^^^^ _i .. .J.._„: - J^- .- . - - 



h\ (!^y..JZ. ^ -/ - 

/>u ^^^^j?/A4^.J..4^^^^^ - - Q'Q"2T9 



i 1 

I i 
I , i 



S I 



I ^ JL 



J _.j.„ 



l^lk.^ \^lC-0^k^A^(^c/ I \/^t.^.hHCU:^....J i ._.J i.„..J.. 



._.J 'f<;^lC'0^k^A^(^c/ 1 i/^t.-J^/^:^^ 



7: 




;...J...^:.r^L:-/i.i^.: . J... : . ; . ■ : ...... ; : : : =. ..: 



i 



— i"' 

! : 
t \ 

i i 



i 

.4 



! ' I i i i : 

J J "rey (MF 'Uyo 



!.-.--j.-,j..'Q...jvi.j;T; 

J i.,^,J..^_. ML..^:;?s' 

: i : j 



00 ioi^Mol 



00219.^ 



J I 




^ : ' ■ ! i i i i ! : ■ ; i ^ : J _ ; i L ..\ -.: 



fits I f)hlA^v^}^ 



" ;*■ '\ \ : ■ t ' • ; : '■ \ ■ \ \ ; - ; 

„./i^.^L..^^.''^A^W^ . ' - J ■■ I- = ; ; ■ -■ ' 

._.„LA^^.v3i' ■ J 1 J J i----- - = ; — y 

'. '■ ' . . \ ' ': ■ i i ■ ' 

^ rh^.- : 

3^ />/'> .vivvc-l . 3 Cip-^-^rt J^i'^^. .. '^^:^<-'^<' 



002214 



I i 



I ! 

: I 



I i 



1 

i 
i 

--t- 



113 



0'^ 

M K 1 II 0*7 A I. T H .S r. I 1 » M V 1. P H 

10 2 L V K A I. E It B r. V T D V K 

304 cTCCTr.GAcr.CTCTCCAAACAr.AAr.rr.CTTAC(:oAC(nx:rnr.cr.TACccAC.Gi^ . . .c. .c 

c T — :*•;•*:". ';";*'i"i'*r**"'»"' '»" 

...........T................;-.;. ;- ;- : -:- ■■ >^ 



V T n V f A Y I' fi f. A 



VPKDIOOQI' 



6 



■AO 



L I S E S K K P 



, G ,.....(- » ^ - ■*■ * * 

................................ g - 



* • • • * 



***** 



if 



L 1 

i i 

rt 




i 



-+--f — 



■ ' ^ ■ ^ ^ ^ ■ ^ ■ '-..] 4. ^ ^ 



I ! 




i I 






0D_2.215 



: 1 1 



l-^U-d o^-'dM C^<^'/-^ .Cy^^-r^c!^,^^ 



^'/^^^L 7 - 



/ 



. . 



002218 





//^ ./f-^c^ tj^t^/ /C^ ^ ^ 




/ Y^// i^-i riA^^/u^ ^ c4rea4c^. 

- ■ 00221 





:!X . T- 


,J 

t'6 
•.±1 


i 
'] 

! 

























1 

1 






1 

.! 
j 

i 


i 

1 



! I 



A !.i,J...I L.1j,-.,L.,..l. 

TT- i M M M 



! I 

L !. 



-I 1..-- i- 



! i i ' ! 



|_ W/L.JZK.j/i ^^.^A \ .,: ] 




't o \ i ^ 

jj^: ^ ■ ' : 



...Mfi^.... 



:s'3 - 



'•7; ^ .. .y^ , , , 



(kHh. /izr^r:.."'. .7.' 7' 

l^^!>/ V-'^b "^"-''/^ ^ S<H^-. 



002218 




I i i M i l„! i i L__l 

T'^^lJTi i \J i MJ Li.__.M 



i 1 



..!.... ! 



; i. L 







L.i 




! r i i ! ' ^ ' 



J 




...„. 

i 



L 



i i 



T' ! 



_i _j . 



r'y-r\ : ; ; / : n ; ; M i L ...i. J--. J.~-J----i-4--4-" [ 



\ /uc^-t^J M^^ j- df^ ^^/f : ^-t 
j:j:i/^'..,37t" /^'/-r-^^.i \ ! H _ ^ . ^ ^ ^ _ ^ , 

10 \. iOj^t fn0Y: Lj... : ... ^ \ ; \-; 

IS ^ /5/«^ \. -" —^ -^^ ^ ^ ■ --■ ; 7---;- : - 



[. 



002219 



//A jiad^<«ir.../ti^6^ eV.,:^ ; - 

; iu.oiWg Oj^. td/IJA ^t. O'lfj^ot f/rf 





002220 



SmP FOB CH CPH 



TIHE ELTIHE 



X 267 1 8092 . 00 2 „.22 ' 1. 00 1 » 60 ■ /m-#> 

2 60703.. 00 .31' 



2 268 



3 269 1 



4 270 I 



ia5„00 14„70 1.00 2.74 $ 

1389™ 00 5. 36 



6 be;;. 00 7 =. 
4403:. 00 3,01 



1 0^.; 



6 272 1 



7 273 1 



3 274 1 



9 275 1 



10 276 1 



1 1. 277 i 



BH^^^?■ PUB CH 

12 278 1 

13 279 i 

14 230 1 

15 23:l. 1 

t 6 2S2 1 



1923„00 4«56 1 » 00 
122D1 00 1 

. / 4„ 1 1 00 



92C^ 00 6. 59 1 . 00 

5506. 00 2„ 69 

127.00 17^74 1-00 

2489.. 00 4- 00 



171 » 00 15.23 1., 00 

3824 „ 00 3»23 

236.00 13./01 1«00 10.. 72 

5273-00 2.. 75 



228 00 1 3 24 1 ..00 1 1 « B6 

5297.-00 2„74 

319„00 11- 19 1.00 13«00 

6392.. 00 2,. 50 



:7.e8 r io 

-^.02 r 

6. 16 f l^^f 

7.. 30 r/$'/z 

8.. 44 msl} I ^ 

9,. 5G {A/^shl /o 



rpM 



29% TIHE ELTIiiE 



25,. 00 40. CiO 1 00 14. 2 7 
45,. 00 29,. 77 



36 „ 00 33.. 3..::^ 
1 IS.. 00 IS.. 40 



1 OCi 1 5 « 40 



37-00 32„S6 1.. 00 16.54 
78.00 22.64 

21»00 43.61 1.00 17.68 
60., 00 25., <B0 

18.00 47 „ 11 1"00 18.82 
38.00 32.. 2 
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sample 
tRNA 
T5 
T10 
T15 
T15,1 
T15,2 
Wash fs"' 
Wash T10 
Wash T15 
Wash T15,1 
Wash T15,2 



volume 



counts 



35 
35 
35 
35 
35 
60 
65 
70 
71 
72 



mlcrog. tRNA 
3 in 62 0.048 
5 microliters 0.242 
10 0.484 
1 5 0.726 



Total counts measured Total possible counts 


% of Total — " 
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47.09 t i 


1 7246 


0 U O D 1 \J 


910545 


66.29 : - : 


5506 


87115 


910545 


9.57 L 


2489 


149340 


303515 


49.20 


3824 


248560 


607030 


40.95 


5273 


369110 


910545 


40.54 


5297 


376087 


910545 


41.30 


6392 


460224 


910545 


50.54 : i.... 
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/ i^^M a/ /he a<.t/ air:^^ ^^^^^ 

h' wSo. .. 

,/^/ /. ^ J^u^cc^ce'^- 7^. 

^"'^.V-.'. : L.: : : ; - 

l2 /£> 96 _.j„. \ X.....: 1. ;■ - ; ■ ■ : ; 

- /u^/ ^^^■"^^■^ ■ ^ ■ ; -■- — — i — '. ■ ' 
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iyii<^f ..^^/.^ , A^.^^^.<^/< -\ " QQ2225 



; ^iyyy^ . 6 (^^:. ^l^j^_.. L ; : J -: ; ■ 

■ 4^^^^ \^ J^^ : - : ! : - - 

j^r CffA//), : ' ; ; . \ ...LJ LJ_ I y ; L ~- i- ■ ■- - i ; 

" '' ill " ' " ■■;•'!:■!,'.''• 1 : ' 

; ! t * ; I ; . ' ^ ' i I ■ : ; I = \ ' 

X u^'c^ ^.^^/^.i<^^'^^ • 
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; _ ; . i ' i ■ . . ! 1 _ 
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/ jffo)^^^^^^^^ : \ : - ; 

10 cfM ^<^<^ '^^^'^^ .^^^^^/^.^ic/A^^. 
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o'Iy ^-"^'^ ''^ ^^^^^ 
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/' /^^ /A A/^ 
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^ f^^7 J%m£ ^^^^ .^7 /^J'r ASy^ 
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fa^4^ AJf^f 6Mf /'^■n- //^/^// ccr //Uj' . 



Lane 


OligolD 




Size 


Total 
A260 
Units 
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GFP 5' delta 




25 


8.21 
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GFP 5' stop 




26 


8.32 
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GFP 3* Sac 




27 


8.04 


4 






n 




5 








6 








7 








8 








9 








10 









Mobility of an oligonucleotide is dependent upon the size and 



03:31:4 



2 : 8.-32 'f^"^ . 2-0.9 '^'^"^ 
""26 

3: 9.0'\ ^^C? _ 2.6.0 r^mo^ 
LI 

If ^.g^^ ^ 32.3 
1^ 




Vl/^y &/^p,n ^.7^ ^^-^/^ 

' 4 /' ' SOO (^/f^Ah- 



002240 



6 uC- 



d 



i 



r 



^'6 



^i.S^l fl^nJy^ ^'^^'^ ^^"^^ . ''"^"^''^ 



G-FF A 
^11 I 



g- ^^^^ 



/Tie r,^is ^/'f^i'^ ^ />/ss ^ ^ 

. y ^J' ^^^^^ 
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Seal 1875 
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\ssu^<or 



R.20mef primer i>69&3 5-1 ^ p^^^^,^^ ^ .^^^ ,59349. 
1 V. ^ 



Sa/ 1 I S/na I 

T7 promoter ^ HJndlll Sph\ Pst\ Acc\ Xba I Spa I A/do I EcoR V 5 imH I Kpnl Sacif gccfi I 



ATCACCATCATTACCCCAAGCTCrAATACCACTCACTATAGGCAAAGCTTGCATCCCTCCACCTCGACTCTACACCATCTACTAGTCATATGGATATCCCATCCCCCCCTACCGACCfx;^AATJ[P' 
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Plant Genomic DNA Isolation 

Grind young leaf tissue with a mortar and pestle under liquid N2. 
Add frozen leaf powder to a tube containing pre-warmed (65°G) 
DNA isolation buffer and mix with gentle inversion (use 2 ml of 
buffer per gram of leaf tissue). 

Quickly add an equal volume of CHC13/isoamyl-OH (24:1) and mix 
by gentle inversion (Note: Vent the tube periodically since a build 
up of pressure can occur). 

Incubate ^ this mixture at 65°C for 10 min with occasional 
inversion. 

5) Centrifuge samples 5 min to separate phases. 

6) Remove aqueous layer to a new tube and add an equal volume of 
isopropanol, and mix. 

7) DNA can be either spooled-out or centrifuged. 

8) Wash sample with 70% EtOH, and dry briefly. 

9) Resuspend in TE (pH 8.0) 

Note: This DNA is pure enough for use in PGR reactions and crude 

Southern hybridizations, If more critical experiments are planned, 
RNase treat the samples after step nine to insure that all detectable 
RNA is removed, and quantitate. DNA isolated with this method is 
pure enough for use in the construction of genomic libraries. This 
procedure has successfully been scaled up (several grams of tissue) 
and scaled down (milHgrams of tissue). 
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